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Working Group 10 Commentary on Patent Litigation Best Practices &  
Working Group 9 Commentary on Patent Damages and Remedies 

EXECUTIVE SUMMARY 
 
The Sedona Conference’s Working Group 10 on Patent Litigation Best Practices (WG10) and 
Working Group 9 on Patent Damages and Remedies (WG9) have published seven consensus, non-
partisan documents since June 2014, collectively designed to move the law and practice of patent 
litigation forward in a reasoned and just way, consisting of: 

I. WG10 Commentary on Patent Litigation Best Practices 
A. WG10 Introductory Chapter (July 2015 Edition) 
B. WG10 Case Management Issues from the Judicial Perspective Chapter (Dec. 2015 Edition) 
C. WG10 Parallel USPTO Proceedings Chapter (Oct. 2014 public comment version) 
D. WG10 Discovery Chapter (Dec. 2015 Edition) 
E. WG10 Summary Judgment Chapter (Oct. 2015 Edition) 
F. WG10 Use of Experts, Daubert, and Motions in Limine Chapter (Dec. 2015 Edition) 

II. WG9 Commentary on Patent Damages and Remedies (June 2014 public comment version) 

The patent system was established in accordance with our Constitution to promote science and the 
useful arts, which should support investment in developing new technologies. At the same time, 
however, there is a perception among a number of people that there has been an increase in the 
occurrence of patent cases considered to be “abusive,” and that this has deterred the advancement of 
science. While this perception that “abusive” litigation is stifling the growth of innovation may or 
may not reflect reality, there is little if any dispute, that patent litigation has become extremely 
expensive, and that procedures need to be developed to simplify the process and control costs. 
 
Each publication is produced from the collective wisdom and experience of members of all 
stakeholders in the patent litigation system, including the judiciary, the plaintiffs and defense bars, 
patent prosecutors, and in-house counsel representing various types of industries. The Sedona 
Conference’s Working Group Series output is first published in draft form and widely distributed 
for review, critique, and comment, including in-depth analysis at Sedona-sponsored conferences. 
Following this period of peer review, the draft publication is reviewed and revised by the Working 
Group taking into consideration what is learned during the public comment period.  

Since the publication for public comment of the first Chapters of WG10’s Commentary on Patent 
Litigation Best Practices, WG10 has received a remarkable amount of interest in its efforts, and an 
increase in the number of judges, in-house lawyers, and lawyers from firms requesting to join and 
participate in the Working Group. Our Working Group now includes around 200 attorneys, with 
litigators from both the plaintiff side and defense side and in-house counsel, and over 20 federal 
judges. 

In 2015, The Sedona Conference has been working with several groups to provide presentations 
relating to WG10’s efforts, including at the Third Circuit Judicial Conference, the Ninth Circuit 
Judicial Conference, the Federal Circuit Bar Association Bench & Bar Conference, the American 
Intellectual Property Law Association Annual Meeting, and the Intellectual Property Owners 
Association Annual Meeting. 
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.Pdf versions of each of the WG10 publications are attached to the .pdf file of this Executive 
Summary. For a zipped folder with Word and .pdf versions, please [click here to download]. 

Please send comments to comments@sedonaconference.org, or fax them to 602-258-2499. Thank 
you for contributing to this essential step in our ongoing efforts to move the patent law forward. 

I. WG10 Commentary on Patent Litigation Best Practices 

The Sedona Conference decided to undertake the formation of Working Group 10 (WG10) on 
Patent Litigation Best Practices in 2013 because it believes that the system can be significantly 
improved and abuses minimized by the development and utilization of procedures enhancing the 
efficient and cost-effective management of patent litigation.   

In the process, we formed various teams, each with representation from all stakeholders in the 
patent litigation system, to draft Chapters for WG10’s ongoing Commentary proposing best practice 
recommendations on a number of topics, consisting to date of: 

A. WG10 Introductory Chapter (July 2015 Edition) 

 The WG10 Introductory Chapter provides the framework for the entire WG10 
Commentary, with its primary goal of developing best practices and recommendations to improve 
the patent litigation system and to minimize abuses for the benefit of all stakeholders in the system. 
The July 2015 Edition of the Introductory Chapter has now been fully updated to incorporate all of 
the comments received in response to the August 2014 public comment version and to track the 
latest legislative patent reform proposals to date. 

 The overarching Principle of the WG10 Commentary on Patent Litigation Best Practices is: 

WG10 is developing these Best Practices to improve the system for 
resolving patent disputes and make it more fair and efficient. These Best 
Practices are to apply to and benefit all stakeholders in patent litigation, 
both bench and bar, and to and for all types of patent holders and accused 
infringers. These Best Practices should further the goals of Federal Rule of 
Civil Procedure 1 and “should be construed and administered to secure the 
just, speedy, and inexpensive determination of every action and 
proceeding,” all to help ensure a non-frivolous patent litigation system. 

 The Chapter describes the factors giving rise to the high costs of patent litigation, and the 
recent efforts directed toward addressing this issue, including the various proposals directed at 
patent reform by members of the legislature and the establishment of the new post-grant 
proceedings at the U.S. Patent and Trademark Office by the Leahy-Smith America Invents Act in 
2011.  

 WG10’s consensus view is that the judicial branch, not the legislative branch, is best 
positioned to address many of the current problems with U.S. patent litigation by providing case-by-
case fixes, not broad sweeping rules and regulations. The courts should be allowed a reasonable 
degree of latitude and discretion for managing their cases. The best avenue for addressing the 
concerns about the high costs of patent litigation is through initiatives such as the Patent Pilot 

https://s3.amazonaws.com/IGG/publications/WGs+IP/Sedona+WG10+Patent+Lit+Best+Practices_Current+Versions.zip
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Program, enacted in 2011 (with the goals of developing patent expertise within a select group of 
volunteering judges and increasing the efficiency and predictability for patent cases), and the 
consensus, non-partisan development of best practice recommendations such as those presented by 
The Sedona Conference.      

B. WG10 Case Management Issues from the Judicial Perspective Chapter (Dec. 2015 Edition) 

 The WG10 Chapter on Case Management Issues from the Judicial Perspective provides best 
practice recommendations to help the courts manage patent cases. The December 2015 Edition of 
the Chapter has now been fully updated to incorporate all of the comments received in response to 
the February 2015 public comment version. The Chapter dovetails with and builds upon the best 
practices in the other Chapters of the Commentary on Patent Litigation Best Practices. The 
recommendations reflect that it is incumbent on the court—as well as attorneys and parties—to 
work toward a fair, cost-effective, non-burdensome, and non-frivolous patent litigation system. 

  This Chapter was developed from the viewpoint of what actions would help the courts in 
managing the patent litigations before them. Key recommendations include:  

 case management strategies for resolving disputes earlier and more 
efficiently; 

 streamlined claim construction processes, so the courts and the parties 
focus on the most relevant disputes in the case;  

 procedures for early exchanges of infringement and invalidity 
contentions and responsive contentions on each of these; 

 procedures for narrowing the issues to be tried by selecting 
representative claims, representative products, and representative prior 
art; 

 procedures for maximizing juror comprehension; and  

 preparation of verdict forms to avoid juror confusion and inconsistent 
verdicts. 

The other WG10 Commentary Chapters are primarily directed to the activities of litigants and what 
the courts should consider requiring of litigants. 

 The Principles that guided the development of many of the best practice recommendations 
of this Chapter focus on cooperatively narrowing the issues in dispute, complying with and 
attempting to enforce discovery obligations, and keeping the court timely informed of developments 
in the case that significantly impact the case management schedule.1   

 Several supplemental WG10 drafting team projects were initiated in early 2015 consisting of:  
Heightened Pleading Standards; Alice/Section 101 Patentability; and Exceptional Case 
Determinations. It is anticipated that once finalized and adopted, these sections will be published for 

                                                 
1 For the full text of the six Principles that guided the development of the best practice recommendations in 
the Case Management Issues from the Judicial Perspective Chapter, see Appendix A. 
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public comment and eventually will be added to the next iteration of this Case Management 
Chapter. 

C. WG10 Parallel USPTO Proceedings Chapter (Oct. 2014 public comment version) 

 The WG10 Chapter on Parallel USPTO Proceedings provides best practice 
recommendations for navigating the issues that have arisen from the establishment of the new post-
grant proceedings for patent invalidity determinations at the U.S. Patent and Trademark Office by 
the Leahy-Smith America Invents Act in 2011. It is not at all uncommon for a USPTO Patent Trial 
and Appeal Board (PTAB) proceeding to run concurrently with a district court litigation or a U.S. 
International Trade Commission (USITC) section 337 unfair trade practice proceeding involving the 
same patent(s), and as such there is the risk of conflicting outcomes between such parallel 
proceedings. A number of issues have also arisen largely from the different standards that the 
various forums use when construing the claims and also the different scope of discovery that each 
forum permits to occur. As a consequence, a number of courts have struggled with deciding various 
issues, e.g., of stay and subsequent estoppels.  

 This Chapter’s proposals were developed primarily from the perspective of district court 
litigation, both for practitioners and the district courts. The next stage of this WG10 project is to 
expand its scope and develop recommendations directed toward improving proceedings before the 
PTAB and the collaborative resolution of patent disputes through both the federal courts and the 
PTAB working in concert, as opposed to in conflict. A new drafting team was formed in early 2015 
to address these issues, and the new sections will be published for public comment for public 
comment in early 2016.    

 Also, as the PTAB has been developing its procedures, a number of issues have been in flux. 
For example, how will the PTAB decide what claims it will actually consider in the proceeding and 
what scope of discovery it will permit? As time and experience progress, there may well be changes 
to a number of aspects of the proceedings. Such changes will necessitate the WG10 drafting team to 
revisit this Chapter on a regular basis. 

 The Principles that guided the development of many of the best practice recommendations 
of this Chapter focus on the harmonization of parallel proceedings between the PTAB, ITC, and 
district courts and the opportunity to present evidence before the PTAB.2   

D. WG10 Discovery Chapter (Dec. 2015 Edition) 

 The WG10 Chapter on Discovery sets forth principles and best practices to minimize 
discovery abuses in patent litigation by streamlining the discovery process, requiring earlier 
disclosure of the most relevant materials, and requiring full disclosure of both sides’ contentions at a 
relatively early stage in the process, all to encourage meaningful and timely settlement discussions 
and to minimize surprise at trial. 

                                                 
2 For the full text of the two Principles that guided the development of the best practice recommendations in 
the Parallel USPTO Proceedings Chapter, see Appendix A. 
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 The Principles that guided the development of the best practice recommendations in this 
Chapter focus on proportionality, cooperation, expeditious resolution of disputes, and appropriate 
remedies for abuse.3  

 The December 2015 Edition of the Chapter has now been fully updated to incorporate all of 
the comments received in response to the October 2014 public comment version. 

E. WG10 Summary Judgment Chapter (Oct. 2015 Edition) 

 The WG10 Chapter on Summary Judgment calls for a fundamental re-evaluation of the 
proper role of summary judgment motions in patent litigation. Motions for summary judgment or 
partial summary judgment can be useful case management tools, i.e, they can be helpful in 
eliminating or narrowing issues for trial where the truly relevant material facts are not in dispute. 
However, that utility is often lost due to the volume and the poor quality of some summary 
judgment motions filed today. For example, there have been a large number of cases where parties 
have filed numerous motions with declarations by experts for the purpose of creating a “battle of 
experts” on both sides; these motions are often completely inappropriate to the purpose or spirit of 
summary judgment motions. Parties at times have also indicated that they filed the motions to 
“educate” the judge or as a discovery tool to “better understand” the opposing side’s positions. Such 
motions are a significant burden on the courts and opposing counsel and result in a frustration and 
natural skepticism toward meritorious summary judgment motions. 

 This Chapter provides an overarching principle4 and best practice recommendations 
encouraging courts to assume a greater gatekeeping role at an earlier stage of the case, and prevailing 
upon all counsel to give more consideration to merits and timing before filing any summary 
judgment motion. They include proposed best practices for cases with earlier claim construction 
scheduled for before the close of fact discovery, and best practices for cases with claim construction 
scheduled later in the proceedings, after the close of fact discovery.  

 The October 2015 Edition of the Chapter has now been fully updated to incorporate all of 
the comments received in response to the August 2014 public comment version. 

F. WG10 Use of Experts, Daubert, and Motions in Limine Chapter (Dec. 2015 Edition) 

 The WG10 Chapter on Use of Experts, Daubert, and Motions in Limine provides a set of 
recommended principles and best practices to both guide and advance the ways in which experts 
may be fairly deployed in a manner that is the most helpful to the trier-of-fact. Perceptions and 
practices among district courts and the patent bar as to the most fair and effective use of experts in 
patent litigation continue to evolve. As many practitioners have experienced, courts vary in their 
treatment of expert evidence, both with respect to the timing of motions to exclude expert 
testimony and the way in which they permit expert testimony to be used. This Chapter identifies 

                                                 
3 For the full text of the six Principles that guided the development of the best practice recommendations in 
the Discovery Chapter, see Appendix A. 

4 For the full text of the Principle that guided the development of the best practice recommendations in the 
Summary Judgment Chapter, see Appendix A. 
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areas where there are apparent distinctions between or experimentation by the courts with respect to 
the use of experts, and offers best practices where appropriate. 

 The Principles that guided the development of many of the best practice recommendations 
of this Chapter focus on fairly limiting the scope of expert testimony to that disclosed in the expert’s 
Rule 26 report to encourage the full and fair disclosure of all legal positions in expert reports and to 
minimize surprises at trial.5   

 The December 2015 Edition of the Chapter has now been fully updated to incorporate all of 
the comments received in response to the October 2014 public comment version. 

  

                                                 
5 For the full text of the two Principles that guided the development of many of the best practice 
recommendations in the Use of Experts, Daubert, and Motions in Limine Chapter, see Appendix A. 
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II. WG9 Commentary on Patent Damages and Remedies (forthcoming in 2016) 

The WG9 Commentary on Patent Damages and Remedies will propose principles and best practices 
in an effort to add clarity and predictability to this hotly-contested area.    

WG9 has revisited the Georgia-Pacific framework for calculating damages, recommending in its June 
2014 public comment version of the Commentary a departure from the Georgia-Pacific framework of 
establishing a hypothetical negotiation at the time of first infringement, in favor of a “retrospective” 
approach to the hypothetical negotiation in which the hypothetical negotiation takes place at the 
time of trial and allows for consideration of all relevant facts and circumstances occurring up to the 
time of trial. After reviewing and considering comments received during the public comment 
process, however, it became clear that there is not WG9-wide consensus behind this approach. 
Although no consensus was reached, the dialogue was nevertheless beneficial for its illumination of 
the advantages and disadvantages of different approaches, which will be set forth in the next 
publication of this Commentary. The Working Group is hopeful that the dialogue about alternative 
frameworks for the hypothetical negotiation will continue. 

WG9 also will provide guidelines and best practices regarding several Georgia-Pacific factors, and deals 
with critical issues including: apportionment; the entire market value rule; whether settlement 
agreements should be considered in the hypothetical negotiation framework; and the appropriate 
post-verdict legal and equitable remedies available to patent holders. 

Furthermore, WG9 will provide best practices for substantive and procedural damages issues 
regularly arising before, during, and after trial, including a recommendation that the parties exchange 
a set of damages contentions in advance of both the close of fact discovery and of the filing of 
damages expert reports. Such damages contentions would provide greater clarity on damages 
theories and potential disputes earlier than tends to occur presently, and thus allow for the 
consideration of motions related to the admissibility of damages theories and evidence during the 
pretrial period, rather than on the eve of trial. In 2016, WG9 will publish for public comment a 
proposed set of local patent damages rules that courts could adopt in whole or in part to implement 
such a damages contentions requirement. 

The WG9 Commentary on Patent Damages and Remedies is in the process of revision to 
incorporate the comments received during the public comment process, and will be published in its 
“final” / “post-public comment” form in 2016.  
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Appendix A: WG10 Commentary on Patent Litigation Best Practices—Principles  

The Principles that guided the development of the best practice recommendations in the WG10 Case 
Management Issues from the Judicial Perspective Chapter are: 

Principle No. 1 – WG10 is developing these Best Practices to improve the system for 

resolving patent disputes and make it more fair and efficient. These Best Practices are to 

apply to and benefit all stakeholders in patent litigation, both bench and bar, and to and for 

all types of patent holders and accused infringers. These Best Practices should further the 

goals of Federal Rule of Civil Procedure 1 and “should be construed and administered to 

secure the just, speedy, and inexpensive determination of every action and proceeding,” all to 

help ensure a non-frivolous patent litigation system. 

Principle No. 2 – The parties should advise the court as soon as practicable, during case 

management conferences and on an ongoing basis, whether motions in this proceeding, or 

filings or petitions in parallel proceedings, are likely to be filed that may substantially affect 

the management of the case. The court’s case management schedule should require the filing 

of all such motions early enough to allow the parties a full and fair opportunity to address 

the matters raised and to facilitate a timely ruling by the court so that discovery, motion 

practice, and trial preparation can be streamlined. 

Principle No. 3 – The parties should actively and cooperatively work to narrow the set of 

asserted claims, representative products, and prior art references in a good faith and efficient 

manner. [see also Discovery Principle No. 3] 

Principle No. 4 – The parties should disclose, formally or informally, the basis for their 

positions and requests, to help the court and the parties understand the significance to the 

case of each and to mitigate against the presentation and litigation of issues that ultimately 

prove to be of little significance. 

Principle No. 5 – Litigants should be encouraged to only file meritorious motions that will 

help resolve actual significant disputes in the litigation, and facilitate the expeditious 

presentation and resolution of such motions. The same concept should apply when 

oppositions to such motions are filed. Where litigants fail in this regard, whether initiated by 

motion or by the court sua sponte, the court should take appropriate action to remedy the 

party’s abuses, such as awarding fees or granting other relief. 

Principle No. 6 – Lead counsel of both parties should directly manage their respective 

litigation strategies and procedures from the start of the case, and ensure there is a close 

coordination between the issues the party is going to try and the preparations leading up to 

them. 
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The Principles that guided the development of the best practice recommendations in the WG10 
Parallel USPTO Proceedings Chapter are:   

Principle No. 1 – The PTAB, ITC, and district courts should take steps to harmonize parallel 

proceedings and exercise their discretion, when possible, to reduce abusive litigation and 

foster just, speedy, and inexpensive determinations. 

Principle No. 2 – Parties to PTAB proceedings should be afforded a fair opportunity to 

present appropriate evidence and argument both before and after institution. 

The Principles that guided the development of the best practice recommendations in the WG10 
Discovery Chapter are: 

Principle No. 1 – Discovery should be proportionate with the overall nature of the 
dispute, including factors such as the number of patents or patent families asserted, 
complexity of the technology involved, the number of accused products involved, 
the past damages or future value (either monetary or injunctive) of a specific patent 
litigation, and the importance of the discovery sought to the resolution of the 
issues. 

Principle No. 2 – The parties should meet and confer before the first scheduling 
conference about: the substantive basis for their allegations; the specific 
identification of the claims being asserted and products alleged to infringe, damages 
theories, and known prior art; the scope of discovery needed by each party; and 
confidentiality issues. The parties should continue to meet and confer about the 
above throughout the case and, to the extent possible, to resolve any disputes 
expeditiously and independent of court intervention. 

Principle No. 3 – Each party should be required to disclose primary relevant 
documents and contentions early in the discovery process and have an ongoing 
duty to disclose any additional such documents once it learns of their existence or 
relevancy; the court should consider not allowing untimely produced documents or 
contentions to be admitted at trial. 

Principle No. 4 – Where appropriate and necessary, the court should seek to 
resolve discovery disputes expeditiously and should use some form of gating 
function to determine which disputes truly require formal motion practice. 

Principle No. 5 – Discovery sanctions should not be routinely requested and should 
not be pursued by a party in a manner that overshadows the substantive issues in the 
case. Routinely seeking discovery sanctions, or conducting discovery in a manner 
primarily aimed at “catching” your opponent in a discovery error is not a proper 
function of the provisions providing for sanctions or an efficient use of client or 
judicial resources. 

Principle No. 6 – If a party’s or attorney’s conduct during discovery warrants fee 
shifting or sanctions, the court should consider appropriate monetary or evidentiary 
sanctions against the party or counsel to remedy, deter, or punish such conduct. 
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The Principle that guided the development of the best practice recommendations in the WG10 
Summary Judgment Chapter is:   

Principle – Summary judgment motions should be filed solely for the purpose of 
eliminating trial or issues where there are no reasonably disputed facts, and never as 
a discovery tool or to “educate” the court. Decisions to file summary judgment 
motions should be directly managed by the lead counsel with these precepts in 
mind. 

The Principles that guided the development of the best practice recommendations in the WG10 Use 
of Experts¸ Daubert, and Motions in Limine Chapter are:  

Principle No. 1 – An expert’s testimony should be fairly limited to the opinions and 
bases for those opinions disclosed in the expert’s Rule 26 report, and a party 
presenting expert testimony should seek permission to serve a supplemental report 
as soon as an evidentiary issue with a previously served expert report is identified. 
An expert should not be permitted to supplement a Rule 26 report through 
deposition or declaration beyond what was fairly set forth in the report. 

Principle No. 2 – A court should exclude expert testimony that is not supported by 
the expert’s Rule 26 report. Strict adherence to the view that parties must “show 
their cards” as to their final legal positions during expert discovery will discourage 
“sandbagging” and result in a fairer process that minimizes surprises at trial. 
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Preface 


 
Welcome to the December 2015 Edition of The Sedona Conference Commentary on Patent 
Litigation Best Practices: Use of Experts, Daubert, and Motions in Limine Chapter, a project of The 
Sedona Conference Working Group on Patent Litigation Best Practices (WG10). This is one of a 
series of Working Group commentaries published by The Sedona Conference, a 501(c)(3) research 
and educational institute dedicated to the advanced study of law and policy in the areas of antitrust 
law, complex litigation, and intellectual property rights. The mission of The Sedona Conference is to 
move the law forward in a reasoned and just way. 
 
WG10 was formed in late 2012 under the leadership of its now Chair Emeriti, the Honorable Paul 
R. Michel and Robert G. Sterne, to whom The Sedona Conference and the entire patent litigation 
community owe a great debt of gratitude. The mission of WG10 is “to develop best practices and 
recommendations for patent litigation case management in the post-[America Invents 
Act] environment.” The Working Group consists of around 200 active members representing all 
stakeholders in patent litigation. The draft Chapter was a focus of dialogue at The Sedona 
Conference WG10 Annual Meeting in Washington, D.C., in September 2013, the WG10 Midyear 
Meeting in San Francisco in April 2014, and the Sedona Conference “All Voices” Meeting in New 
Orleans in November 2014.  
 
This Chapter was first published as a “public comment version” in October 2014, and the editors 
have reviewed the comments received through the public comment process. The drafting process 
for this Chapter has been supported by the Working Group 10 Steering Committee and Judicial 
Advisors. This Chapter has been fully updated and is published here in its “final” / “post-public 
comment” form. The Chapter will be regularly updated to account for significant developments 
impacting patent litigation case management with respect to these issues in the future. 
 
The Chapter represents the collective efforts of many individual contributors. On behalf of The 
Sedona Conference, I thank in particular Gary Hoffman who has graciously and tirelessly served as 
the Editor-in-Chief for this and all Chapters in this Commentary on Patent Litigation Best Practices, 
and as the Chair of WG10. I also thank everyone else involved for their time and attention during 
the drafting and editing process, including: Robert L. Baechtold, Richard D. Egan, Vera M. Elson, 
Andrea Weiss Jeffries, Lisa B. Pensabene, and Mark M. Supko. In addition, I thank volunteers Jane 
Huang and Sean E. Jackson for their assistance and contributions to this effort. 
 
The Working Group was also privileged to have the benefit of candid comments by several judges 
with extensive patent litigation experience, including the Honorable Joy Flowers Conti, the 
Honorable Faith S. Hochberg, and the Honorable Barbara M.G. Lynn, who are serving as Judicial 
Advisors for the Use of Experts, Daubert, and Motions in Limine drafting team, and also the 
Honorable Ronald M. Whyte. The statements in this Commentary are solely those of the non-
judicial members of the Working Group and do not represent any judicial endorsement of the 
recommended practices. 
 
Working Group Series output is first published in draft form and widely distributed for review, 
critique, and comment, including in-depth analysis at Sedona-sponsored conferences. Following this 
period of peer review, the draft publication is reviewed and revised by the Working Group and 
members of the Working Group Steering Committee, taking into consideration what is learned 
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during the public comment period. Please send comments to comments@sedonaconference.org, or 
fax them to 602-258-2499. The Sedona Conference hopes and anticipates that the output of its 
Working Groups will evolve into authoritative statements of law, both as it is and as it should be. 
 
Craig W. Weinlein 
Executive Director 
The Sedona Conference 
December 2015 







The Sedona Conference Commentary on Patent Litigation Best Practices: Use of Experts Chapter               December 2015 


v 


Foreword 


 
Patent litigations typically are highly dependent on expert evidence. Experts nearly always testify in 
patent trials, and, depending upon the jurisdiction and the particulars of a given case, experts may 
testify in proceedings leading up to trial. For example, a number of district courts allow experts to 
provide technology background tutorials or opinion testimony during the claim construction 
process. Experts in patent litigation may include technical experts—who may be court-appointed or 
party-selected—and damages experts. The objective of the WG10 Use of Experts, Daubert, and 
Motions in Limine Chapter drafting team has been to develop proposed best practices that will help 
the court and the litigants make better use of expert testimony at pretrial proceedings and during 
trial so as to promote the fair, efficient, and effective use of experts, with the ultimate goal of 
facilitating correct findings by the judge or jury.  


      Gary M. Hoffman 
      Editor-in-Chief 
      Chair, Working Group 10 Steering Committee 
 
      Andrea Weiss Jeffries 
      Mark M. Supko 
      Chapter Editors 
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I. Introduction—The Scope of 


Expert Testimony 


  
Perceptions and practices among district courts and the patent bar as to the most fair and effective 
use of experts in patent litigation continue to evolve. As many practitioners have experienced, courts 
vary in their treatment of expert evidence, both with respect to the timing of motions to exclude 
expert testimony and the way in which they permit expert testimony to be used. This Chapter 
identifies areas where there are apparent distinctions between or experimentation by the courts with 
respect to the use of experts, and offers best practices where appropriate. For example, there is a 
range of practices among the courts with respect to how closely an expert will be tied to the content 
of his or her Fed. R. Civ. P. 26 report. Some courts allow an expert to testify beyond the content of 
the report if there is no perceived prejudice to the opposing party, whereas others exclude testimony 
that is not directly rooted in the report. On the experimental front, some courts are providing for 
testimony from a court-appointed technical expert in addition to the party experts; others have tried 
concurrent expert testimony in the form of “hot tubbing.” Both efforts are aimed at bringing clarity 
to the differences of opinion among competing experts. While there is no “one-size-fits-all” 
approach to the manner in which expert testimony should be received by the court, the WG10 Use 
of Experts, Daubert, and Motions in Limine drafting team hopes that this brief survey of the various 
approaches and set of recommended Best Practices will help to both guide and advance the ways in 
which experts may be fairly deployed in a manner that is the most helpful to the trier-of-fact. 


The drafting team has developed and applied the following principles in the drafting of many of 
these Best Practices: 
 


Principle No. 1 – An expert’s testimony should be fairly limited to the opinions 
and bases for those opinions disclosed in the expert’s Rule 26 
report, and a party presenting expert testimony should seek 
permission to serve a supplemental report as soon as an 
evidentiary issue with a previously served expert report is 
identified. An expert should not be permitted to supplement a 
Rule 26 report through deposition or declaration beyond what 
was fairly set forth in the report.  


Principle No. 2 – A court should exclude expert testimony that is not supported 
by the expert’s Rule 26 report. Strict adherence to the view that 
parties must “show their cards” as to their final legal positions 
during expert discovery will discourage “sandbagging” and 
result in a fairer process that minimizes surprises at trial. 


Any assessment by the court as to whether or not to exclude expert testimony inherently requires 
the application of a “rule of reason” analysis. The term “fairly limited” as used in Principle No. 1 is 
intended to require substantive correspondence between the expert testimony and the underlying 
expert’s Rule 26 reports, but not to require expert testimony to be strictly limited to the exact 
language of the report. And sandbagging tactics, as referenced in Principle No. 2, may deprive the 
other party of a full and fair opportunity to rebut those opinions or bases, and have no place in a fair 
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and efficient patent litigation system. On the other hand, for example, in the interest of making the 
opinions clear and more understandable to a jury at trial—at which point many of the issues in the 
case have been reduced or narrowed—an expert should be permitted to create and exchange 
demonstratives or simpler statements of their fairly disclosed opinions typically a few days in 
advance of their anticipated testimony. Such demonstratives should be in the spirit of what some 
courts refer to as “permissible elaboration,” which is not intended to open the door to new opinions 
or bases therefore. Regardless, the core recommendation of Working Group 10 is that expert 
testimony should be limited to what was disclosed in the expert’s report, in particular if any later 
expansion beyond its original scope is unfairly prejudicial to the other party.  
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II. Different Types and Uses of 


Expert Witnesses  


 
Patent litigation may involve several different types of experts. Depending on the case, the parties 
may invoke the assistance of one or more subject matter experts, such as technical experts in the 
technical fields of the patent(s)-in-suit, market experts who can testify about commercial success or 
surveys, and experts on damages-related issues, such as economists and licensing experts. Issues 
specific to damages-related experts are treated in The Sedona Conference Working Group 9 
Commentary on Patent Damages and Remedies,1 and thus are not specifically addressed in this Chapter. 
Further, unless stated otherwise, it will be assumed for purposes of this Chapter that the expert is 
competent to offer opinions in the expert’s area of expertise and would survive voir dire. 


A. PARTY-RETAINED EXPERTS 


The standard approach in U.S. patent litigation is for the parties to retain their own experts and to 
pay them an hourly or daily rate for the time they spend working on the matter. Each party is free to 
evaluate each potential expert’s education, training, and ability to communicate with the court or 
jury, and to pay the expert the rate it deems appropriate. Such experts typically work with the 
attorneys for the party who retained them to prepare expert reports pursuant to Fed. R. Civ. P. 26, 
prepare for their depositions, evaluate the opposing expert’s report, assist the attorneys with the 
opposing expert’s deposition, assist in preparing a technology tutorial to the court, and testify at 
evidentiary hearings and at trial. In some cases, experts may present the technology tutorial or testify 
at Markman hearings. 


There are several benefits associated with party-retained experts. Such experts may help the judge 
and jury to understand complicated technical, economic, or other issues in the case, and can present 
the party’s position on the disputed issues effectively in light of their backgrounds. Opposing 
counsel, often with the assistance of their own experts, can point out weaknesses in an expert’s 
opinions on cross-examination, and explain those weaknesses to the jury in closing argument. 
Moreover, as compared to a single expert, such as in the court-appointed expert scenario discussed 
below, multiple party-retained experts have the benefit of allowing different perspectives on 
technical issues to be aired.  


There are also drawbacks to party-retained experts. As an initial matter, the judge and jury typically 
hear only one side at a time. Experts may talk past each other or have irreconcilable positions that 
are confusing to laypersons. As a result, the jury may decide important questions, such as 
infringement and validity, based on personal characteristics of the experts or other issues unrelated 
to the substance of the expert’s opinion. In addition, party-retained experts may be biased, or 
perceived to be biased, in favor of the party who retained them. Unusual or excessive compensation 


                                                 
1  The Sedona Conference Commentary on Patent Damages and Remedies (June 2014, public comment version), available at 


https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%
20on%20Patent%20Damages%20and%20Remedies [hereinafter Sedona WG9 Patent Damages Commentary]. 



https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Damages%20and%20Remedies

https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Damages%20and%20Remedies
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by a party, which is discoverable,2 may create bias, as paid experts are often perceived as “hired 
guns.” Experts may lose credibility by becoming too much of an advocate and slanting testimony to 
fit a party’s case, or fencing with opposing counsel to avoid admitting potentially damaging 
admissions.  
 
Below is a discussion of different approaches used by courts for the examination of party-retained 
witnesses. 
 


1. Experts Testify One at a Time: Standard and Experimental Approaches 


Typically, at trial, one party’s experts first opine as to some or all of the issues on which that party 
bears the burden of proof. Then the opposing party’s experts offer their opinions on those same 
issues, as well as any issues on which the opposing party bears the burden of proof. Finally, any 
rebuttals by the initial experts are offered.  


While there is no best practice as to this sequencing, in one alternative to the above classic approach, 
a jury may better understand the testimony if both parties’ experts complete their testimony on each 
discrete issue (e.g., infringement) before moving on to the next issue. Under this model, the first 
expert would provide direct testimony, undergo cross-examination, and then redirect on the first 
issue. Then the opposing expert would provide testimony on that same issue. The experts would 
then move on to the next issue, and so on. So, for example, the jury could hear from both parties’ 
experts back-to-back as to the issues of infringement and damages during the patent owner’s case-
in-chief. The jury could then hear from both parties’ experts as to the issue of invalidity during the 
defense’s case. 


Some courts have experimented with this approach by breaking up the issues into separate trials 
(e.g., some judges in the District of Delaware have experimented with having a separate trial on the 
issue of infringement, followed by a trial on invalidity, followed by a trial on damages, and ending 
with a trial on any remaining equitable defenses). One ramification of staging a case in this manner, 
however, is that it can significantly increase the cost of trying the case, which may or may not be 
warranted depending upon the value of the case. 


It is, however, important with any sequencing of the issues to give the patentee’s expert an 
opportunity for rebuttal following the close of the defense’s case. Some courts have experimented 
with doing away with the rebuttal case altogether, believing that it will save trial time. However, this 
approach may have the opposite effect. By forcing the patentee’s expert to anticipate and rebut any 
and all theories that the defense may have raised in its expert reports, the patentee’s expert will 
spend time addressing theories or arguments that the defense may by then have decided for strategic 
reasons not to raise at trial—thereby protracting the first expert’s presentation unnecessarily. 


                                                 
2  Under Fed. R. Civ. P. 26(b)(4)(C), communications between the party’s attorney and any witness required to provide a 


report under Fed. R. Civ. P. 26(a)(2)(B) are protected from disclosure, except to the extent that the communications 
relate to compensation for the expert’s study or testimony. 
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2. Concurrent Expert Testimony in Non-Jury Proceedings: The Australian “Hot 
Tub” Approach to Party-Retained Experts 


“Hot tubbing” is a technique popularized in Australian courts for receiving evidence from opposing 
experts concurrently, with the goal of narrowing the issues to be addressed by expert testimony 
more quickly and cost effectively. Although not often used in U.S. litigation to date, this technique is 
recognized and used in international arbitration and in the courts of other countries, including 
Canada and England. For example, the procedural rules for the Federal Courts in Canada specifically 
provide for concurrent expert evidence:  


Rule 282.1 The Court may require that some or all of the expert witnesses testify as a panel 
after the completion of the testimony of the non-expert witnesses of each party or at any 
other time that the Court may determine.  


Rule 282.2(1) Expert witnesses shall give their views and may be directed to comment on the 
views of other panel members and to make concluding statements. With leave of the Court, 
they may pose questions to other panel members.  


Rule 282.2(2) On completion of the testimony of the panel, the panel members may be 
cross-examined and re-examined in the sequence directed by Court.3  


The technique generally works as follows:  


 (1) there is a pretrial exchange of each party’s individual expert reports;  


 (2) the experts conference together to identify material issues about which they agree and 
disagree, and then prepare a joint submission stating their points of agreement and 
disagreement;  


 (3) after all “lay evidence” has been presented at trial, each expert files a brief summary of 
the expert’s position in light of the evidence;  


 (4) both competing experts are sworn in;  


 (5) the plaintiff’s expert offers a brief oral exposition (around 10 minutes);  


 (6) the defendant’s expert asks questions of the plaintiff’s expert directly (without counsel);  


 (7) the defendant’s expert offers a brief oral exposition (around 10 minutes);  


 (8) the plaintiff’s expert asks questions of the defendant’s expert directly (without counsel); 
and  


                                                 
3  [Canadian] Federal Courts Rules (SOR/98-106), available at http://www.canlii.org/en/ca/laws/regu/sor-98-


106/latest/sor-98-106.html. The recently amended Practice Directions supplementing England’s Civil Procedure Rules 
include similar provisions establishing procedures for the receipt of concurrent expert evidence. [United Kingdom] 
Civil Procedure Rules (CPR) Part 35, Practice Direction 35 – Experts and Assessors, paras. 11.1-11.4 (2013), available at 
https://www.justice.gov.uk/courts/procedure-rules/civil/rules/part35/pd_part35. 



http://www.canlii.org/en/ca/laws/regu/sor-98-106/latest/sor-98-106.html

http://www.canlii.org/en/ca/laws/regu/sor-98-106/latest/sor-98-106.html

https://www.justice.gov.uk/courts/procedure-rules/civil/rules/part35/pd_part35
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 (9) each expert provides a summary of the expert’s position.  


After the “hot tubbing” process is completed, counsel cross-examine and re-direct in the 
conventional way. Although currently not recommended as a best practice in all situations, the “hot 
tub” approach is potentially useful for some purposes. 


This approach can be beneficial because it focuses the expert testimony on true areas of substantive 
dispute and eliminates superfluous testimony. In addition, since experts are testifying at the same 
time on the same issues rather than having testimony days or even weeks apart, the fact-finder is 
better able to identify and focus on the issues in dispute, as the experts are less likely to “talk past 
each other.” By directly addressing (and being directly addressed by) their peers, experts can stay 
focused on the substance of the technical issues, rather than on the drama of cross-examination. 
This approach is reported to be more economical as well, taking about half the time of more 
traditional methods.  


Of course, “hot tubbing” also has its limits. As an initial matter, to date it has only been used for 
non-jury matters. The consensus of the Working Group is that it would create more confusion than 
it would dispel for a jury to listen to this type of debate between experts, and hence “hot tubbing” 
would unlikely be suitable for a jury trial. Moreover, for “hot tubbing” to be effective, the judge 
must be well prepared to moderate the discussion and to prevent it from devolving into 
unproductive squabbles. The approach may also unfairly favor more articulate experts, as some 
experts may perform poorly due only to a lack of conversational speaking ability. Additionally, junior 
experts may defer to more senior experts given the general pecking order common in academia. 
Furthermore, two experts speaking directly to each other may more readily lapse into speaking at a 
level of the technology at issue that is over the heads of most lay fact-finders, including judges. 


Thus far, the “hot tub” approach has been used in a handful of cases in the U.S. For example, a 
District of Massachusetts court first used it in Black Political Task Force,4 wherein two political 
scientists discussed a voting rights issue. The U.S. Court of Federal Claims also used it for a damages 
issue in a breach of contract case.5 The Northern District of Ohio has used it in a Daubert hearing.6 
With respect to patent cases, the District of Massachusetts used “hot tubbing” in a Markman hearing 


                                                 
4 Black Political Task Force v. Galvin, 300 F. Supp. 2d 291 (D. Mass. 2004). 


5  Anchor Sav. Bank v. U.S., No. 95-00039 (Fed. Cl. Aug. 31, 2012) (not for publication), 
http://www.cofc.uscourts.gov/sites/default/files/opinions/BLOCK.ANCHOR083112.pdf. 


6  In re Welding Fume Prods. Liab. Litig., No. 1:03-cv-17000, MDL 1535, 2005 WL 1868046, at *23 n.39 (N.D. Ohio 
Aug. 8, 2005) (O’Malley, J.) (After receiving “dramatically different views” from two experts, “the Court suggested an 
additional day of hearings, using what has come to be known as the ‘hot tub’ format: both [experts] would appear 
before the Court simultaneously to answer questions from the Court and to respond directly to each other’s opinions. 
The two experts did re-appear, and the parties and the Court found this ‘hot tub’ approach extremely valuable and 
enlightening.”). 



http://www.cofc.uscourts.gov/sites/default/files/opinions/BLOCK.ANCHOR083112.pdf
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in Genzyme Corp.,7 as well as in other patent cases.8 The District of New Jersey has also begun to use 
“hot tubbing” for Markman hearings.9 


B. COURT-APPOINTED EXPERTS AND TECHNICAL ADVISORS 


1. Testifying Court-Appointed Experts 


A court-appointed expert is, as the name implies, an expert who is appointed by the court, either 
with or without the parties’ consent.10 The parties divide equally the compensation to the expert 
based on the expert’s hourly rate. Generally, the court-appointed expert is the only technical expert 
to testify at trial, but Fed. R. Evid. 706(e) makes clear that the “rule does not limit a party in calling 
its own experts.” 


Some courts favor this approach because it eliminates bias based on selection by counsel, working 
with counsel, and being paid by only one party or side.  


 
Practitioners generally disfavor the court-appointed expert approach for numerous reasons:  


 


 The use of a single court-appointed expert may deprive the fact-finder of a 
second, valid viewpoint on an issue, as the fact-finder may give undue weight 
to the opinions of the court-appointed expert.  


 The court-appointed expert could be incorrect or biased on one or more 
issues, and there would be no other expert to point out these errors or biases. 
No individual, including a court-appointed expert, has perfect accuracy or is 
totally free of bias.  


 Party experts are generally encouraged to spend time analyzing the issues. 
However, with no party or attorney overseeing the court-appointed expert’s 
efforts, the court-appointed expert may not devote the time necessary to 
thoroughly understand important aspects of the parties’ positions. The court-
appointed expert therefore may not be as immersed in the issues, or be able to 
provide as informed an opinion, as a party-retained expert.  


 There are also open questions relating to the deposition of a court-appointed 
expert and the expert’s testimony at trial (e.g., who prepares the expert and to 
what extent?). The American legal system is based on the principle that an 
adversarial procedure is best able to elucidate facts and opinions. Counsel may 


                                                 
7  Genzyme Corp. v. Seikagaku Corp., No. 11-10636 (D. Mass.) (see Docket, Nov. 30, 2011, Electronic Clerk’s Notes 


(referencing a proposed “hot tub” procedure)). 


8  Judge Woodlock is quoted as saying he has used “hot tubbing” in a number of non-jury cases including patent and 
business cases, but he did not specify the other cases. Lisa C. Wood, Experts in the Hot Tub, 21 ANTITRUST ABA 95 
(Summer 2007). 


9  See Warner Chilcott Co. v. Teva Pharmaceuticals USA, Inc., No. 11-6936 (D.N.J., filed Nov. 22, 2011). 


10  FED. R. EVID. 706(a). 
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find it difficult to cross-examine a court-appointed expert aggressively at trial 
out of concern that the jury or judge may perceive an aggressive cross-
examination as disrespect for the court’s own expert. 


 Where the parties seek to use their own experts in addition to a court-
appointed expert, the court-appointed expert may have undue influence with a 
jury, as the court-sanctioned provider of a “neutral” opinion.  


 Lastly, the presence of a court-appointed expert who must also be dealt with, 
deposed, and paid for, adds further burden and expense to what is often 
already a burdensome and expensive process.11 


2. Technical Advisors 


In some cases, a district court judge will request a technical advisor, or the parties will offer to 
provide one to the court.12 A technical advisor, as distinct from a court-appointed expert, would not 
be expected to testify in the matter. Rather, the technical advisor works with the judge in a manner 
similar to that of a law clerk, but on technical rather than legal issues, explaining the technology of 
the patent(s)-in-suit to the judge and answering the judge’s technical questions. Judges employ 
different practices when it comes to technical advisors. Some judges put all discussions with a 
technical advisor on the record, but most judges seem to prefer to consult with the technical advisor 
privately. The parties typically split the fees of the technical advisor based on an hourly rate, and 
retain their own experts in accordance with the party-retained expert approach described above.  


The appointment of a technical advisor allows the judge to ask foundational questions in order to 
become familiar with the technology at issue. It also allows the judge to evaluate the party 
experts’ competing testimony, particularly at the Markman stage. However, use of a technical 
advisor can be problematic if it allows the judge to be unduly influenced on technical issues in a 
way that is not apparent to counsel and the parties, or not ultimately supported by the evidence 
of record. As discussed above in connection with a court-appointed expert, a technical advisor 
will have and present only a single view of the technology, and may get it wrong, or there may be 
room for another view. Further, the technical advisor may be unduly influenced by his or her 
personal, prior knowledge of the technology, rather than what is set forth in the patent 
documentation and party evidence. The inherent technical biases of the technical advisor may 
sway the court, and if that happens in a way that is undetectable (e.g., the court freely consults 
with the technical advisor off the record), the parties will not have the opportunity to address the 
technical advisor’s potentially problematic biases.  


                                                 
11 See Monolithic Power Sys. v. O2 Micro Int’l. Ltd., 558 F.3d 1341, 1346–48 (Fed. Cir. 2009) (discussing the use of 


court-appointed testifying experts pursuant to Fed. R. Evid. 706 as permissible, but not generally encouraged). 


12 See Xilinx, Inc. v. Altera Corp., Nos. 93-20409 SW, 96-90922 SW, 1997 WL 581426, at *1 (N.D. Cal. June 3, 1997) 
(ordering the parties to jointly submit to the court the name of a technical advisor, or if unable to come to agreement, 
then to submit two names of potential technical advisors for the court’s appointment); see also MediaCom Corp. v. 
Rates Tech., Inc., 34 F. Supp. 2d 76, 77 (D. Mass. 1998) (appointing a technical advisor selected by the parties to assist 
the court in claim construction). 
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Best Practice 1 – Both the selection of, and communications with, a court-
appointed expert or technical advisor should occur in the 
presence of the party attorneys or be put on the record in some 
fashion. 


Transparency with respect to communications between a court-appointed expert or technical 
advisor and the court is beneficial to the parties and to the court. It may not be necessary to 
transcribe all conversations, but the court could identify the topics of discussion held with the expert 
and present a summary of the discussion to the parties. This transparency will allow a party 
concerned about the information being provided to the court by the court-appointed expert or 
technical advisor to make a written submission or otherwise approach the court about its concerns, 
and to attempt to correct any misimpression held by the court. Transparency also helps to ensure 
that the court-appointed expert or technical advisor is adequately prepared and appropriately 
involved in the matter.  


If the parties are concerned about the potential for off-the-record communications between the 
court and a technical advisor or court-appointed expert, the court may instead use a special master, 
pursuant to Fed. R. Civ. Proc. 53. By using a special master, the parties have the benefit of receiving 
a report and recommendation, to which they can file objections. The court then considers the 
objections and reviews the special master’s report and recommendation de novo, alleviating many of 
the concerns with technical advisors. 


Additional Best Practices regarding the use of court-appointed experts at various stages of a patent 
infringement matter are discussed in the sections below.  
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III. Use of Experts in Pre-filing 


Investigations and in the Drafting 


of Pleadings and Contentions 


 
Fed. R. Civ. P. 11 imposes a pre-filing obligation on patent holders to “apply the claims of each and 
every patent that is being brought into the lawsuit to an accused device and conclude that there is a 
reasonable basis for a finding of infringement of at least one claim of each patent so asserted.”13 


Best Practice 2 – In cases requiring special expertise beyond that available to the 
filer from its in-house or outside resources, counsel should 
specially retain technical experts who can assist in meeting the 
requirements of Rule 11 and in preparing infringement or 
invalidity contentions. 


In some cases, in-house engineers or technical specialists at law firms will have the necessary 
background to perform any technical evaluation required to complete an appropriate level of pre-
filing and early stage infringement analyses. In other cases, however, the infringement issues may be 
of such complexity that use of an outside technical expert is necessary. Decisions on when to use 
specially-retained technical experts should be made on a case-by-case basis, depending on the 
complexity of the technology and the available in-house expertise. 
 
  


                                                 
13 View Eng’g, Inc. v. Robotic Vision Sys., Inc., 208 F.3d 981, 986 (Fed. Cir. 2000).  
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IV. Use of Experts to Present a 


Technology Tutorial 


 
It has become common for courts to receive a technology tutorial as part of the claim construction 
process, either shortly before or during a Markman hearing. In jurisdictions with local patent rules, 
submission of a technology tutorial is typically a required step in the claim construction process, and 
in jurisdictions without such rules, parties often propose that a technology tutorial be included in the 
process, particularly when especially complex technology is involved. 


The goal of a technology tutorial is to educate the court regarding the underlying technology at issue 
in the case. As an earlier Sedona Conference working group observed: 


The tutorial itself should be a non-argumentative presentation of the technology and 
its background, without argument concerning the patents involved or the accused 
products or methods. While some basic discussion about the patents and accused 
devices is appropriate, the tutorial is not intended for the purpose of arguing specific 
claim construction issues. The primary goal is to educate the court on the technology 
as it relates to the patents, claims, and accused products in the case.14 


Best Practice 3 – The timing and format of a technology tutorial should be 
discussed at the Rule 26(f) conference and addressed in the 
court’s Rule 16(b) scheduling order.  


In an ideal world, the parties would be able to agree on a single, joint technology tutorial to be 
presented to the court. In practice, however, it is often difficult to achieve consensus between the 
parties or their retained experts, and a substantial amount of time and expense can be wasted on the 
effort. For that reason, the parties should discuss early in the case, preferably as part of the Fed. R. 
Civ. P. 26(f) conference, whether the technology tutorial will be presented jointly or individually, and 
in what format it will be presented. For example, the court and the parties may wish to discuss 
whether or not the court prefers to have the attorneys present the tutorial without the accompanying 
use of experts, which can avoid unnecessary expense. 


Best Practice 4 – A technology tutorial should be presented or memorialized in 
written or video format for repeated review by the court and for 
submission on appeal. 


Counsel and courts have come to develop their own preferences for the format of technology 
tutorials. Tutorials may be presented as written submissions, as videos with “voice over” on DVDs, 
or in-person to the court, either on or off the record. Some courts and counsel prefer a live 
presentation, either before or at the beginning of the Markman hearing. Such an approach is more 
interactive, as it allows the court and any court-appointed expert to ask questions. As a result, a live 
tutorial may be useful when the technology at issue is particularly complex or when the parties 


                                                 
14 The Sedona Conference Report on the Markman Process, Principle 4, at 3 (Nov. 2010), available at 


https://thesedonaconference.org/publication/Markman%20Process [hereinafter Sedona WG5 Markman Report]. 



https://thesedonaconference.org/publication/Markman%20Process
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disagree about some significant aspect of the underlying technology. Whether presented live or in 
static form, it is advisable for the parties to memorialize their tutorials (whether joint or individual) 
in the form of a written or video submission (e.g., on a DVD or flash drive) for the court to review 
at its convenience.15 This enables the court to refer back to the tutorial as various aspects of the case 
arise. A written or video submission to the court also enables the tutorial to be included in the 
record on appeal, which can be very helpful to an appellate panel that must efficiently learn the 
relevant technology. 


Best Practice 5 – A court-appointed expert or technical advisor may be used to 
assist the court’s understanding of the relevant technology, so 
long as appropriate safeguards are observed. 


With appropriate safeguards designed to promote transparency and inspire confidence in the 
fairness of the process, the use of a court-appointed expert or technical advisor may assist the court 
in understanding complex technology at a level sufficient to enable resolution of the disputed claim 
construction issues in a case.  


Although it is generally not advisable for a court-appointed expert or technical advisor to present the 
technical tutorial to the court, he or she may attend and ask questions (either directly or indirectly 
through the court). The Federal Circuit has observed that “in those limited cases where the scientific 
complexity of the technology is such that the district court may require the assistance of a technical 
advisor to aid in understanding the complex technology underlying the patent, it has the inherent 
authority to appoint such an advisor.”16 In so holding, the appellate court emphasized the need for 
“safeguards to prevent the technical advisor from introducing new evidence and to assure that the 
technical advisor does not influence the district court’s review of the factual disputes.”17  


As most experienced practitioners and judges appreciate, and as noted above, court-appointed 
experts and technical advisors may have hidden biases and viewpoints that impact the manner in 
which they explain the technology to the court. As a result, it is desirable for the court to establish 
with the parties a clear protocol for the manner in which the court will communicate with the court-
appointed expert or technical advisor, including the extent to which discussions will be made part of 
the record. The court and the parties will need to strike the right balance between the court’s desire 
for flexibility in communicating with the court-appointed expert or technical advisor and the parties’ 
desire for complete transparency.  


  


                                                 
15 The live tutorial may be recorded on video so that it too may be available for review by the court and its staff 


subsequent to the live presentation, and made part of the appellate record.  


16 Techsearch, L.L.C. v. Intel Corp., 286 F.3d 1360, 1378 (Fed. Cir. 2002) (interpreting Ninth Circuit law). 


17 Id. at 1377. 
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V. Use of Experts at a 


Markman Hearing  


 
The issue of whether expert testimony will be permitted at a Markman hearing does not readily lend 
itself to a “one-size-fits-all” approach. Although not necessary for all claim construction 
proceedings, experts may be helpful where claims use technical terms or terms of art that are not 
explicitly defined in the specification but have specialized meaning to a person of ordinary skill in 
the art. Experts may also be helpful for consideration of complex technical issues, such as 
indefiniteness, which courts sometimes take up in conjunction with the Markman hearing.18 


Where expert testimony is useful, expert declarations that accompany the parties’ Markman briefs 
may be sufficient. To the extent the court has questions for the experts after review of the 
declarations, it may order the experts to appear at the hearing to respond to the court’s questions. In 
some cases, it may be beneficial for the parties to exchange written expert disclosures and depose 
one another’s experts prior to submitting their claim construction briefs, as this may help to define 
or limit the issues for the court to resolve.19 


Certain circumstances call for live testimony, such as where the technology at issue is particularly 
complex or outside of the common experience. Live testimony also may be useful where written 
submissions reveal dramatically conflicting positions on how a person of ordinary skill in the art 
would understand technical terms or terms of art.  


Best Practice 6 – The issue of whether and to what extent experts will be involved 


in the Markman process should be discussed during the Rule 
26(f) conference and addressed in the court’s Rule 16(b) 
scheduling order. 


The decision whether to use expert testimony for claim construction has significant implications for 
both the parties and the court, including the time and expense associated with the use of experts. It 
can be disruptive if one or both sides in a litigation fail to disclose an intention to present expert 
testimony at the Markman hearing until close to the time of the hearing, as this may require a change 
in the case management schedule. To avoid such disruption, it is advisable to include potential 
expert involvement in the Markman process among the topics to be addressed by the parties in the 
Fed. R. Civ. P. 26(f) conference and discovery plan. Any procedures relating to the use of experts in 
the Markman process should be reflected in the court’s Rule 16(b) scheduling order. To the extent 
the parties are uncertain as to whether they may want to use an expert at the Markman hearing, they 
should set a date in the discovery plan by which they will discuss this issue and propose associated 
procedures.  


                                                 
18 See Nautilus, Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120, 2128 (2014) (“First, definiteness is to be evaluated from 


the perspective of someone skilled in the relevant art.”). 


19 Many courts now also impose limits on the number of technical terms or phrases to be construed at the Markman 
hearing in their local patent rules. 
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Best Practice 7 – To the extent the court uses a court-appointed expert or 


technical advisor to assist with the Markman hearing (or with a 
submitted motion), the court should consider providing a 


tentative Markman ruling in advance and permit the parties to 
raise any objections or concerns prior to making the ruling 
final.  


As noted above, a court-appointed expert or technical advisor may have technical biases or 
misperceptions that may not be apparent, but if unchecked, could sway the court to rule in a manner 
that is problematic. By providing a tentative Markman ruling with reasoning, the parties would have 
the opportunity to use their own experts to explain any technical errors to the court. This should 
help the court ensure that it is not issuing a ruling based, for example, on a flawed understanding of 
the technology at issue. 


Best Practice 8 – Experts retained by the parties may serve a useful role for the 


Markman hearing in appropriate cases, such as those involving 
complex technology or disputes over how a person of ordinary 
skill in the relevant art would understand technical terms in the 
patent. 


It is well settled that a court may receive expert testimony on various issues relating to claim 
construction. For example, expert testimony may be received to explain “relevant scientific 
principles, the meaning of technical terms, and the state of the art.”20 Likewise, expert testimony may 
be received “to provide background on the technology at issue, to explain how an invention works, 
to ensure that the court’s understanding of the technical aspects of the patent is consistent with that 
of a person of skill in the art, or to establish that a particular term in the patent or the prior art has a 
particular meaning in the pertinent field.”21 


Ultimately, the court’s objective in construing claim terms is to determine how a person of ordinary 
skill in the relevant art would understand a disputed claim term. Thus, expert testimony regarding 
well-accepted or established meanings of technical terms may substantially increase the probability 
that the court will reach the “right” result.22 Similarly, if the court elects to address the alleged 
indefiniteness of a disputed claim term at the Markman stage, testimony regarding how a person of 
ordinary skill in the art would understand the challenged claim term could be useful, particularly in a 
case involving complex technology.23 


As noted above, the exchange of expert disclosures and depositions of the experts may not be 
necessary in all cases. However, it is generally best to allow the parties to address the opposing 


                                                 
20 Phillips v. AWH Corp., 415 F.3d 1303, 1314 (Fed. Cir. 2005).  


21 Id. at 1318.  


22 Given that the goal of claim construction is to determine the meaning of disputed claim terms from the perspective of 
a person having ordinary skill in the relevant art, any testifying expert should be competent to testify regarding the 
understanding of such a person. Sundance, Inc. v. De Monte Fabricating, Ltd., 550 F.3d 1356, 1363–64 (Fed. Cir. 
2008). 


23 See Nautilus, 134 S. Ct. at 2128. 
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expert’s opinions in some fashion. For this reason, many litigants and courts prefer the exchange of 
written disclosures and an opportunity to depose the experts prior to the Markman hearing. This can 
occur prior to or during the briefing process. In some cases, though, it may be sufficient for counsel 
simply to submit a rebuttal declaration to the declaration offered by the opposing party with its 
opening brief. When the experts testify live at the Markman hearing, the substance of the expert’s 
anticipated testimony should be disclosed in advance, either through a declaration submitted with 
the briefing or in a separate disclosure. This will allow the court and the opposing party to identify 
issues and formulate questions, thereby promoting a more efficient and productive hearing.  


While the use of experts in the Markman process may enhance the judge’s understanding of the 
issues to be resolved, that benefit is not without cost. When experts are involved, the parties spend 
both lawyer and expert time preparing written submissions, taking and defending depositions, and 
potentially preparing for and conducting witness examinations at the hearing. In addition, the 
involvement of experts in the Markman process may impact the case management schedule, which 
must accommodate any procedures for the exchange of expert disclosures and depositions in 
advance of the hearing. Because the use of experts in the Markman process tends to make patent 
litigation more expensive and time consuming, the parties and the court should carefully consider 
whether the potential benefit justifies the cost in any given case. 


Best Practice 9 – The court may consider a “hot tub” approach in which the 
opposing experts appear together and are given the opportunity 
to engage in dialogue in response to questions posed by the 
court or counsel. 


As previously noted, the purpose of a Markman hearing is to provide the judge with information that 
may be useful in determining, as a matter of law, the meaning of disputed claim terms. In contrast to 
a jury trial, strict compliance with the Federal Rules of Evidence is neither necessary nor especially 
desirable, as such legal formalities tend to increase the cost and duration of an already expensive and 
time-consuming process.24 Accordingly, the Australian “hot tub” technique may be particularly well-
suited for use at a Markman hearing.25 


Best Practice 10 – Testimony by patent law experts on claim construction issues 
should be received only in very limited circumstances.  


The Sedona Conference Report on the Markman Process, issued in November 2010, contains the 
following guidance on the use of patent law experts for claim construction:  


A patent law expert may be useful to illuminate arcane aspects of patent prosecution. 
However, the Federal Circuit very recently “caution[ed] the district court regarding 
its reliance on testimony from any patent attorney on technical issues, as opposed to 
issues concerning legal procedure. In particular, a patent expert should not be 


                                                 
24 See, e.g., Sedona WG5 Markman Report, supra note 14, Principle 7, at 4–5 (recommending that the Markman hearing 


proceed more like a closing argument than a trial).  


25 See supra, Sec. II.A.2. (Concurrent Expert Testimony in Non-Jury Proceedings: The Australian “Hot Tub” Approach 
to Party-Retained Experts).  
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permitted to construe claim terms unless he or she is first qualified as an expert in 
the pertinent art.”26 


Subsequent to the non-precedential Landers decision cited in the earlier report, the Federal Circuit 
excluded the testimony of a patent law expert, expressly holding that “where an issue calls for 
consideration of evidence from the perspective of one of ordinary skill in the art, it is contradictory 
to [Fed. R. Evid.] 702 to allow a witness to testify on the issue who is not qualified as a technical 
expert in that art.”27 Of course, the meaning of disputed claim terms is an issue that “calls for 
consideration of evidence from the perspective of one of ordinary skill in the art.” 


Best Practice 11 – Any presentation or testimony presented by an expert during a 


technology tutorial or a Markman hearing should not be used 
to cross-examine the expert at trial.  


The record of a technology tutorial or a Markman hearing should not be used to cross-examine any 
expert later at trial by, for example, pointing out that the expert offered the court a construction that 
was somehow rejected or otherwise took a position that conflicts with the court’s construction. 
While the technology tutorial and Markman proceedings are related to the trial, they are directed to a 
preliminary phase of the case—claim construction—on which the jury trial depends. Typically, at 
least one party’s expert can be viewed as having been “wrong” with regard to his or her proffered 
claim construction, but that does not mean that the expert is necessarily “wrong” with regard to any 
opinions offered at trial, nor that such trial opinions lack credibility. The court should assume that 
the parties’ experts offered a good-faith claim construction and should disassociate the technology 
tutorial and Markman hearing from the trial. At trial, only the court’s constructions should be read to 
the jury; the jury does not need to know how the court arrived at those constructions. Indeed, it 
would be counter-productive to a candid and open discussion at the Markman hearing (including by 
way of a “hot tubbing” form of presentation) if the party experts were concerned that their 
statements could be the subject of cross-examination at trial.  


Best Practice 12 – A court-appointed expert should prepare a report and be 
deposed, but live testimony from a court-appointed expert 


should rarely be received at the Markman hearing. 


The law permits a trial court to appoint an expert when circumstances warrant, and if a court does 
so, that expert’s testimony should be heard at the Markman hearing and subject to cross-examination 
by the parties. However, given that claim construction is an issue of law on which courts do not 
ordinarily receive expert testimony, appointing an expert to testify on claim construction should be 
the exception, not the rule, and the testimony should be limited to underlying issues of fact such as 
the existence of any accepted meanings of disputed claim terms to persons of ordinary skill in the art 
(assuming, of course, that the court-appointed expert has sufficient qualifications with respect to the 
technology at issue). Should a court appoint an expert for purposes of claim construction, that 
expert should be required, before the due date for the claim construction briefs, to submit an expert 


                                                 
26 Sedona WG5 Markman Report, supra note 14, Principle 13, at 8 (citing Landers v. Sideways, LLC, Nos. 04-1510, -1538, 


2005 WL 1772692, at *4 n.3 (Fed. Cir. July 27, 2005) (non-precedential)). 


27 Sundance, 550 F.3d at 1363; see also Outside the Box Innovations, LLC v. Travel Caddy, Inc., 695 F.3d 1285, 1297 (Fed. 
Cir. 2012). 
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report disclosing his or her opinions on the disputed claim construction issues. The court-appointed 
expert should also be subject to deposition by the parties. Furthermore, the relevant portions of the 
expert’s report and deposition testimony should be available to the parties for use at the hearing.28 
Finally, if they wish to do so, the parties should be permitted to present testimony from their own 
experts on the same issues to be addressed by the court-appointed expert in an order to provide the 
court with a more complete, and potentially more balanced, evidentiary record. 


Best Practice 13 – A technical advisor or court-appointed expert generally should 
not be used to provide off-the-record, substantive input to the 
court on the meaning of disputed claim terms, but with 
appropriate safeguards, either may be used to assist the court 
in understanding complex technical issues. 


Claim construction can be a daunting task for a district court judge who typically does not have a 
technical background or prior experience with the particular technology at issue in any given case. 
As a result, a judge may be tempted to rely on informal, off-the-record communications with the 
judge’s clerks during claim construction, not only to help gain an understanding of the technology at 
issue, but also to help work through substantive issues concerning the meaning of disputed claim 
terms. Off-the-record communications on substantive claim construction issues become more 
problematic from the standpoint of the litigants when a judge is communicating with a technical 
advisor or court-appointed expert, as opposed to his or her law clerk (even a law clerk with a 
technical background). While it is well accepted that a court may use a technical advisor to 
understand the technical issues underlying claim construction disputes,29 litigants often believe that a 
judge may more readily defer to a technical advisor or court-appointed expert than to the judge’s law 
clerks because the former have acknowledged expertise in a field unfamiliar to the judge, whereas 
the very nature of the position of a law clerk is that of an apprentice to the judge. The perception 
that a technical advisor or court-appointed expert may unduly influence the court’s decision-making 
raises concern on the part of litigants, who may have no ability to determine, let alone correct, any 
biases or misunderstandings that the technical advisor or court-appointed expert may be conveying 
to the court. 


To avoid this perception and its attendant concerns, district court judges should take care to conduct 
their own review, and should make clear to the parties that they are doing so. To inspire confidence 
in the process, it is a Best Practice for the court to be as transparent as possible in its 
communications with technical advisors and court-appointed experts, and to use appropriate 
safeguards against undue influence. Indeed, as discussed in Best Practice 5 above, the use of a 
technical advisor in the Markman context requires “safeguards to prevent the technical advisor from 
introducing new evidence and to assure that the technical advisor does not influence the district 
court’s review of the factual disputes.”30  


                                                 
28 See Sedona WG5 Markman Report, supra note 14, Principle 14, at 9. 


29 See, e.g., Techsearch, 286 F.3d at 1378 (applying Ninth Circuit law, the court stated that “in those limited cases where the 
scientific complexity of the technology is such that the district court may require the assistance of a technical advisor 
to aid in understanding the complex technology underlying the patent, it has the inherent authority to appoint such an 
advisor”).  


30 Id. at 1377. 
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VI. Expert Discovery  


Expert discovery in patent cases involves the preparation of Fed. R. Civ. P. 26(a)(2) reports and 
depositions taken of the experts on the subject matter disclosed in their reports.  


The requirements for expert disclosures under Rule 26 are no different for patent cases than they are 
for other types of cases. Among other things, Rule 26(a)(2) requires that the written report contain a 
complete statement of all opinions the expert will express and the basis and reasons for them; the 
facts or data considered by the expert in forming them; and any exhibits that will be used to 
summarize or support them. Failure, or perceived failure, to adhere to these requirements is a 
significant source of motion practice regarding experts. An expert ordinarily should be precluded 
from testifying as to any opinions or bases therefor that were not disclosed in the report. Requiring a 
party to point out where an opinion or bases therefor is contained in the report is the only 
practicable way for the court to determine whether the expert is offering admissible testimony; 
courts cannot feasibly review all deposition testimony during trial to make that assessment. While 
some reasonable elaboration on the explicit opinions presented in the report should be allowed, 
experts should not be permitted to offer previously undisclosed opinions or bases at any potentially 
dispositive hearing or trial. Thus, as the Best Practices below seek to encourage, it is strongly advised 
that litigants engage in full and complete expert disclosures and seek to timely supplement their 
disclosures to rectify any incompleteness that may exist at the outset or that may later arise.  


A. THE SCHEDULING AND TIMING OF EXPERT DISCOVERY  


Best Practice 14 – In general, it is most efficient to phase the case such that 
expert reports on infringement, invalidity, and damages are 
prepared after the court has ruled on claim construction.  


It is generally more efficient, and hence preferable, to have expert discovery on infringement, 
invalidity, and (albeit perhaps to a lesser extent) damages, begin after the court has ruled on claim 
construction.31 Given that cases often settle following claim construction, proceeding in this manner 
can be cost effective. Additionally, by providing for expert discovery on infringement and invalidity 
once claim construction has been determined, experts can opine on these issues under the court’s 
construction. If experts are required instead to provide their opinions on these issues before the 
court issues its claim construction ruling, the experts must either: (1) opine on infringement and 
validity issues under both (or in a case with many parties, more than two) proposed constructions; or 
(2) opine only under their own side’s constructions and risk preclusion of the opinion at trial if a 
different construction is adopted. Neither approach is desirable. First, requiring experts to opine on 
infringement or validity issues under alternative constructions can be confusing, costly, and 
inefficient, particularly since the judge ultimately may eschew the parties’ proposed constructions 
and instead enter a construction of its own. Second, supplementing reports to address the court’s 
Markman order may be impractical, or even impossible, unless this approach was negotiated and 
worked into the scheduling order early in the case. When expert discovery is conducted after the 


                                                 
31 This general preference would not apply where the court takes up indefiniteness issues during the Markman process, 


and one or both parties seeks to use a technical expert on that issue.  
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court has issued its claim construction, experts need only submit reports based on one claim 
construction. 


Nonetheless, there are cases where claim construction and a summary judgment motion on 
infringement or invalidity are most efficiently heard and determined together. For example, an early 
combined hearing may be appropriate if the court is persuaded at the initial case management 
conference that the construction of a particular term may be case dispositive or would substantially 
simplify the case (e.g., by significantly reducing the number of patents or patent claims being 
asserted). The court and the parties can thereby reduce or avoid the need to litigate at least some of 
the claim construction issues that the parties would otherwise present.32 


Best Practice 15 – The court should consider providing a date in the scheduling 
order for disclosing, prior to the exchange of expert reports, a 
description of the general subject matter of the intended expert 
reports and the identities of the experts who may be filing 
them. 


Scheduling orders typically provide for four to six weeks between opening expert reports and 
rebuttal expert reports. Prior to receiving an opponent’s opening expert reports, counsel may not 
know or be able to anticipate the subject matter of all of those reports. Expert reports on 
infringement, invalidity, and damages would be expected, but other reports may come as a surprise. 
For example, an accused infringer may not be expecting to receive a report from a survey expert on 
the value of a feature of an accused product, or from a scientist who has conducted tests on the 
accused products. Given that the rebuttals to all of these expert reports—those anticipated and 
those unanticipated—would be due in the four to six week period set out in the case management 
order, the party on the receiving end of the unanticipated reports is at a distinct disadvantage. The 
party serving the reports will have had months to identify an expert and prepare the report while the 
opposing party would only have four to six weeks to do the same.33  


To avoid this sort of disparity, the court should consider requiring parties to agree on a specific date 
by which the identity of each expert will be disclosed, along with a brief description of the subject 
matter of that expert’s anticipated testimony at trial (and hence the subject matter of the report). 
Depending on the circumstances, a date that is approximately four weeks in advance of opening 
expert reports is likely sufficient.  


                                                 
32 Indeed, some judges prefer to combine claim construction and summary judgment motions to focus the issues more 


clearly. These judges suggest that the combination of the claim construction hearing and the motion for summary 
judgment provides a more meaningful context for understanding the parties’ claim construction positions. These 
judges report that a combined process gives them more confidence in their construction and minimizes the likelihood 
of needing to reconsider claim construction as the court learns more about the technology. For a full discussion of the 
merits of, and recommended Best Practices for, combined claim construction and summary judgment hearings, see 
The Sedona Conference Commentary on Patent Litigation Best Practices: Summary Judgment Chapter (Oct. 2015 Edition), at 
Sec. III.C. (Best Practices for Cases with the Claim Construction Process Scheduled for After the Close of Fact 
Discovery), available at https://thesedonaconference.org/publication/The%20Sedona%20Conference%
20Commentary%20on%20patent%20Litigation%20Best%20Practices%3A%20Summary%20Judgment%20Chapter. 


33 Under most protective orders entered in patent cases, parties must disclose expert witnesses to whom they plan to 
show confidential documents. However, experts who would not need access to confidential information, such as 
invalidity and survey experts, may proceed with their work unbeknownst to the opposing party.  



https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20patent%20Litigation%20Best%20Practices%3A%20Summary%20Judgment%20Chapter

https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20patent%20Litigation%20Best%20Practices%3A%20Summary%20Judgment%20Chapter
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Best Practice 16 – The case management schedule should provide for the 
submission of reply expert reports. 


Cases in which experts have provided reply expert reports have generally provided for a clearer 
definition and narrowing of the issues in dispute. Accordingly, it is recommended that case 
management schedules require this third round of reports. Although an additional report adds to the 
cost of the litigation, it will likely save costs on motion practice, such as motions relating to an 
expert’s failure to have disclosed all opinions in the original expert report and summary adjudication 
motions on issues that are not actually disputed. In a manner analogous to a reply brief, a reply 
report should be strictly limited to responding to the rebuttal report; it is not intended to be a “do 
over” or an opportunity for an expert to inject new opinions.  


Best Practice 17 – Parties should conduct any expert depositions after all expert 
reports have been served.  


Rule 26(b)(4)(A) provides: “[a] party may depose any person who has been identified as an expert 
whose opinions may be presented at trial. If Rule 26(a)(2)(B) requires a report from the expert, the 
deposition may be conducted only after the report is provided.” It is generally more efficient for 
expert depositions to be taken after all expert reports have been served, rather than between rounds 
of expert reports. Thus, it is recommended that the parties proceed in this manner and avoid 
multiple depositions of a given expert unless there is some compelling reason to proceed with 
depositions following each expert report.  


Best Practice 18 – Parties should produce all documents and other materials 
relied upon by the expert prior to, or at least no later than, 
service of the expert report. 


To expedite the expert discovery process, parties should agree to produce concurrently with the 
submission of the expert report(s) all documents relied upon by the expert, to the extent not already 
produced. Doing so will reduce ambiguity over what is included in a document referenced in the 
report, and hence reduce litigation costs. 


B. THE SCOPE AND SUPPLEMENTATION OF EXPERT REPORTS  


Best Practice 19 – A party should seek permission to prepare and serve a 
supplemental expert report as soon as an evidentiary issue is 
identified.  


As discussed above, the most common objection to expert testimony is that it was not disclosed in 
the expert’s Rule 26 report.34 Another common objection is that an expert has failed to provide the 


                                                 
34 See Pfizer Inc. v. Ranbaxy Labs. Ltd., No. 03-209 (JJF), 2005 WL 3525681, at *2 (D. Del. Dec. 22, 2005) (precluding 


expert from expanding opinions related to methods of analysis that were not disclosed in his expert report); Inline 
Connection Corp. v. AOL Time Warner Inc., 472 F. Supp. 2d 604, 609–10, 613–15 (D. Del. 2007) (precluding expert 
from testifying at trial on new bases for infringement because they were not previously disclosed in expert reports); 
STS Software Sys., Ltd. v. Witness Sys., Inc., No. 04-2111(RWS), 2008 WL 660325, at *2 (N.D. Ga. Mar. 6, 2008) 
(“The Court notes that Plaintiffs will suffer prejudice as a result of the untimely disclosure of these opinions because 
Plaintiffs’ experts did not have an opportunity to respond to the new opinions submitted in Defendant’s rebuttal 
reports.”). 







The Sedona Conference Commentary on Patent Litigation Best Practices: Use of Experts Chapter               December 2015 


21 


bases underlying opinions provided in the report, such as the data or other information considered 
by the expert.35 In both cases, an expert may be precluded from offering at trial any insufficiently 
disclosed or supported opinion. 


To avoid preclusion of an important expert opinion that may not have been fully disclosed in an 
expert report, a party should consider submitting a supplemental report. Pursuant to Rule 26(e)(2): 


For an expert whose report must be disclosed under Rule 26(a)(2)(B), the party’s 
duty to supplement extends both to information included in the report and to 
information given during the expert’s deposition. Any additions or changes to this 
information must be disclosed by the time the party’s pretrial disclosures under Rule 
26(a)(3) are due. 


If the opposing party objects to supplementation, the party desiring to supplement should 
seek permission from the court, explaining why supplementation is warranted. For example, 
there may be facts or opinions raised by the opposing expert that were not anticipated, or 
perhaps there were issues that were not believed to be important enough to be addressed in 
the initial expert report. Obtaining permission and serving the supplemental report as early 
as possible brings the issue to the forefront in a timely manner, preventing prejudice and 
allegations of sandbagging at trial. Given that courts generally prefer to conduct trials based 
on a full record rather than risk excluding important material that may provide grounds for 
appeal, supplementation that does not cause prejudice should generally be permitted. 


If a supplemental report is permitted, a short follow-up deposition may be scheduled, limited in 
scope to the new opinions expressed in the supplemental report. However, to the extent a 
supplemental report only memorializes information given at a prior expert deposition, another 
deposition should not be necessary. 


Best Practice 20 – Experts should not be permitted to opine as to the intent 
element of inequitable conduct or willful infringement. 


Intent is an element of both inequitable conduct and willful infringement. However, it is 
recommended that the court not entertain expert testimony on the issue of an applicant’s or accused 
infringer’s intent. Such factual evidence involves issues beyond the scope of any expert’s expertise, 
such as the state of mind of the applicant or accused infringer, or their knowledge of particular facts, 
and thus it is improper for an expert witness to attempt to opine on the issue. Of course, with 
respect to inequitable conduct, a qualified expert may opine as to the materiality of prior art 
references or other information which the applicant allegedly withheld or misrepresented.  


                                                 
35 See Honeywell Int’l Inc. v. Universal Avionics Sys. Corp., 347 F. Supp. 2d 114, 119–120 (D. Del. 2004) (excluding 


testimony on doctrine of equivalents when technical witness provided only conclusory opinions unsupported by any 
analysis in his report); see also Magnetar Techs. Corp. v. Six Flags Theme Parks Inc., No. 07-00127-LPS-MPT, 2014 
WL 529983, at *12 (D. Del. Feb. 7, 2014) (recommending granting the defendants’ motion to strike the report of the 
plaintiffs’ infringement expert, finding the opinions unreliable for failure to provide any analysis of how infringement 
was determined. “[I]t is not the court’s role . . . to comb through these documents, extrapolate the necessary 
information, analyze it, and hobble [sic] together an expert opinion based on assumptions of what the expert felt was 
significant.”).  
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Best Practice 21 – An expert report should specify how and why an expert formed 
the opinions that the expert may present at trial, as opposed to 
merely providing a conclusory summary of the opinions.  


Rule 26 requires that an expert report contain a detailed and complete statement of all opinions to 
be expressed.36 A complete report must include the substance of the testimony which an expert is 
expected to give on direct examination together with the reasons therefor.37 The report must be 
complete such that opposing counsel is not forced to depose an expert in order to avoid ambush at 
trial. Expert reports must not be sketchy, vague, or preliminary in nature.38 Expert reports must 
include how and why the expert formed a particular opinion, not merely a conclusory statement of 
the expert’s opinion. Moreover, under Rule 26(e)(2), a party’s duty to supplement extends both to 
information included in the report and to information given during the expert’s deposition. Any 
additions or changes to this information must be disclosed by the time the party’s pretrial disclosures 
under Rule 26(a)(3) are due. Thus, Rule 26(a)(2)(B) and 26(e)(1) require disclosure in advance of trial 
of the bases and reasons for an expert’s opinions. The purpose of requiring these pretrial 
disclosures, which ensure all expert opinions are properly disclosed before trial, is to avoid surprises 
at trial and to save costs associated with depositions.  


Best Practice 22 – A court should limit an expert’s trial testimony to only those 
opinions that were fully disclosed in the expert’s report. 


Courts should limit an expert’s trial testimony to what is fairly and reasonably presented in the 
expert’s report(s). For a trial to be fair, all parties should have equivalent prior knowledge of the 
facts and opinions that will be presented. Rule 37(c) states: “[i]f a party fails to provide information 
or identify a witness as required by Rule 26(a) or (e), the party is not allowed to use that information 
or witness to supply evidence on a motion, at a hearing, or at a trial, unless the failure was 
substantially justified or is harmless.” This provides incentive for total disclosure due to the risk that 
expert testimony not disclosed in accordance with the rule can be excluded. The availability of the 
Rule 37(c) sanction “put[s] teeth into the rule” for complete and full disclosure in written reports.39 


Best Practice 23 – An expert should not be able to use a deposition as a 
mechanism to supplement an expert report. 


In patent litigation, experts often attempt to use their deposition to fill in gaps in their reports 
(sometimes referred to as “backfilling”). While this practice is contrary to the basic purpose of 


                                                 
36 FED. R. CIV. P. 26, Advisory Committee Notes (1993).  


37 Id. 


38 Id. 


39 Richard M. Heimann & Rhonda L. Woo, Import of Amended Federal Rule of Civil Procedure 26(a), 506 PLI/LIT 279, 293 


(July–Aug. 1994). The rule presents alternatives less severe than exclusion of the expert testimony. If the expert’s 


report, however, contains only incomplete opinions, the court may choose to restrict the expert’s testimony to those 
opinions alone. Robert M. Lovein, A Practitioner’s Guide: Federal Rule of Civil Procedure 26(a)—Automatic Disclosure, 47 
SYRACUSE L. REV. 225, 255 (1996). 
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providing full disclosure in the reports, some courts have allowed such backfilling where they 
perceive doing so will not prejudice the opposing party.  


Backfilling, however, may prejudice the parties or prolong the litigation in several ways, including by: 


 injecting a new opinion that the other party’s expert may not have an 
opportunity to formally rebut;  


 resulting in jockeying and gamesmanship in scheduling depositions, since each 
party typically wishes to have its expert be the last one deposed;  


 resulting in counsel foregoing a question or even the deposition in its entirety 
so as not to give an expert any opportunity to backfill a gap in the expert’s 
report; and  


 requiring the court to conduct a time-consuming review of the expert’s 
deposition testimony, in addition to the expert’s report, in deciding a Rule 26 
objection at summary judgment or at trial.  


Thus, an expert’s testimony during a deposition and at trial should be limited to the opinions set 
forth in his or her expert report. In other words, an expert should not be able to utilize the 
deposition as a mechanism to voluntarily supplement the report. Of course, this proscription should 
not limit the expert from giving, and thereafter relying on, a complete responsive answer to any 
question asked by opposing counsel in the deposition or at trial.   
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VII. Use of Experts on 


Summary Judgment 


 
In seeking or opposing summary judgment on technical or damages issues, patent litigants may 
submit expert evidence to the court. The expert submissions may come in different forms, 
depending on the nature of the summary judgment proceeding. Possible formats include expert 
reports, deposition testimony, supporting declarations, and live testimony.40 For infringement or 
noninfringement motions, expert submissions may incorporate claim charts, schematics, 
photographs, and source code. For motions involving patent validity, expert submissions may 
incorporate claim charts and prior art. Parties may submit summary judgment motions on other 
issues as well, including inequitable conduct, willful infringement, and damages. 


Experts should avoid submitting conclusory opinions and legal opinions in support of, or in 
opposition to, a summary judgment motion. Experts should also avoid, and courts should disregard, 
expert testimony that is based merely on the “say so” of the expert. A solid foundation of 
undisputed facts should underlie each submission of an expert who is offering opinions in support 
of a motion for summary judgment. By the same token, expert opinions submitted in opposition to 
summary judgment motions should be limited to (or at least be focused on) issues that involve 
factual disputes.  


Best Practice 24 – An expert declaration in connection with a summary judgment 
motion should not go beyond the bounds of the expert’s Rule 
26 disclosures. 


An expert declaration submitted in support of a motion for summary judgment (or in support of an 
opposition to such a motion) after the close of fact discovery should not go beyond the bounds of 
the expert’s Fed. R. Civ. P. 26 report(s). A party should not add new opinions or bases therefor to 
the expert’s written reports by means of either the expert’s deposition testimony or a declaration 
submitted in conjunction with a summary judgment motion, even if the expert’s deposition covered 
testimony that was not part of the expert’s written disclosures. Likewise, it is inappropriate to add 
expert testimony not set forth in an expert report in an effort to manufacture an issue of material 
fact in order to oppose summary judgment. As noted above, to the extent it is necessary to add to or 
more fully disclose the expert’s opinions, a party should seek to supplement the expert’s Rule 26 
report. 


This Best Practice of staying in the bounds of Rule 26 should be vigorously enforced, and courts 
should entertain motions to strike new opinions that are outside the scope of the previously 
disclosed expert reports. Indeed, such evidence is often excluded by courts as unfairly prejudicial 
and in violation of the scheduling order.41 For example, in one case, the court excluded an expert 
declaration submitted in conjunction with an expert report that was “substantively different from . . . 


                                                 
40 See supra Sec. VI.B (The Scope and Supplementation of Expert Reports) regarding the Best Practice of limiting the 


expert’s opinions to those opinions and bases properly disclosed in the expert’s Rule 26 report(s) to avoid permitting a 
party to inject new opinions by means of the expert’s deposition transcript or supporting declaration. 


41 See, e.g., AstraZeneca v. Mutual Pharm., 278 F. Supp. 2d 491, 501–03 (E.D. Pa. 2003). 
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the original expert report,” holding that the declaration was really a “supplemental report” and not 
contemplated by the parties or the pretrial schedule.42 The court held that this late submission of 
expert testimony did not give the plaintiffs a sufficient or fair amount of time to address the new 
issues in the report.43   


                                                 
42 Id. 


43 Id. 
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VIII. Daubert Motions 


Challenges to an expert’s qualifications or method of analysis under Daubert44 and Kumho Tire45 have 
become commonplace in patent litigation, particularly with respect to expert opinions on damages. 
“[A] district court judge, acting as a gatekeeper, may exclude evidence if it is based upon unreliable 
principles or methods, or legally insufficient facts and data.”46 District court judges often find this 
rule difficult to apply in practice. Indeed, as a Northern District of Illinois court explained: 


The biggest challenge to the judge at a Daubert hearing . . . is to distinguish between 
disabling problems with the proposed testimony, which are a ground for excluding it, 
and weaknesses in the testimony, which are properly resolved at the trial itself on the 
basis of evidence and cross-examination.47  


While it is important for the court to satisfy its function as a gatekeeper, many judges have expressed 
concern over the sheer number of Daubert motions they are seeing. Parties should take care to file 
Daubert motions only when truly warranted, not when they merely disagree with the method of 
analysis used by the opposing expert. The effect of a successful Daubert motion—the exclusion of 
expert testimony—can be devastating for a party’s case. Without an expert to support, for example, 
its damages or infringement case, a party may be left with few options other than settling. Indeed, 
the Supreme Court has held that Fed. R. Civ. P. 50 permits an appellate court to direct the entry of 
judgment as a matter of law if it determines that evidence was erroneously admitted at trial and that 
the remaining, properly admitted evidence is insufficient to establish a triable issue.48 Hence, while 
courts are more than willing to grant a meritorious Daubert motion, they proceed very cautiously so 
as to not exclude testimony that may appropriately be considered by the fact-finder.  


Best Practice 25 – Daubert challenges should be asserted after expert discovery is 
complete, but well in advance of trial. 


Because they can greatly alter the landscape of a litigation, Daubert challenges generally should be 
made after the close of expert discovery, well in advance of trial (e.g., 60 days or more before trial).49 
That said, there may be rare instances where it is appropriate to seek leave from the court to raise an 


                                                 
44 Daubert v. Merrell Dow Pharms., Inc., 509 U.S. 579 (1993). 


45 Kumho Tire Co., Ltd. v. Carmichael, 526 U.S. 137 (1999). 


46 Apple Inc. v. Motorola Inc., 757 F.3d 1286, 1314 (Fed. Cir. 2014), overruled on other grounds by Williamson v. Citrix 
Online, LLC, 792 F.3d 1339, 1349 (Fed. Cir. 2015); see, e.g., Smith v. Ford Motor Co., 215 F.3d 713, 718 (7th Cir. 
2000) (“[W]e emphasize that the court’s gatekeeping function focuses on an examination of the expert’s 
methodology.”); Daubert, 509 U.S. at 595 (“The focus, of course, must be solely on principles and methodology, not 
on the conclusions that they generate.”); i4i Ltd. P’ship v. Microsoft Corp., 598 F.3d 831, 854 (Fed. Cir. 2010) (stating 
that “Daubert and Rule 702 are safeguards against unreliable or irrelevant opinions, not guarantees of correctness”) 
(applying Fifth Circuit law); Walker v. Soo Line R. R. Co., 208 F.3d 581, 587 (7th Cir. 2000) (“The critical point is that 
[the expert] employed a proper methodology . . . .”). 


47 Apple Inc. v. Motorola, Inc., No. 11-cv-08540, 2012 WL 1959560, at *1 (N.D. Ill. May 22, 2012). 


48 Weisgram v. Marley Co., 528 U.S. 440, 447–56 (2000). 


49 Of course, a party may file a Daubert motion concurrently with an opposition to a motion for summary judgment.  
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early Daubert challenge, such as when a proposed technical expert clearly lacks sufficient 
qualifications in the technology at issue. 


Patent litigation frequently turns on a “battle of the experts,” and experts are thus often crucial to a 
party’s ability to prove its case. A court therefore should be given ample time to fully and fairly 
evaluate all Daubert challenges. Nevertheless, the court should be hesitant to allow a party to use the 
time between the filing of a Daubert motion and trial to supplement expert disclosures in an attempt 
to cure deficiencies brought out by a Daubert motion, especially if expert discovery is closed. Such 
late supplementation should only be permitted upon a showing of good cause as to why the material 
was not disclosed earlier.  


Best Practice 26 – Daubert challenges should not be used in the absence of 
evidence that an expert’s scientific methodology is unreliable, 
or that the expert lacks the qualifications to competently 
render the proffered opinions. 


Daubert motions are not intended as means to cross-examine an expert. Instead, the rationale of 
Daubert is to exclude from consideration at trial opinions that have no reasonable scientific or 
technical basis, or opinions from witnesses who lack the credentials to competently give them. 
Proper Daubert motions should therefore focus on the lack of an expert’s qualifications, such as 
education, training, or expertise, as well as inappropriate or unsound methodology.  


  







The Sedona Conference Commentary on Patent Litigation Best Practices: Use of Experts Chapter               December 2015 


28 


IX. Use of Experts at Trial  


Experts may testify at trial for a number of reasons, including: explaining technical subject matter in 
a way that is intelligible and easy to understand for the fact-finders; setting forth evidence regarding 
the elements of a claim or defense in order to prove the claim or defense and persuade the fact-
finders that the positions being articulated are reasonable and correct; explaining why an adversary’s 
positions may be unreasonable and incorrect; supporting a fact witness’ testimony to give it more 
weight; and at times (although rarely), explaining areas of law or practice that may be unfamiliar to 
the fact-finders.  


Potentially objectionable expert testimony to be offered at trial can be addressed either before trial 
with pretrial motions in limine or at trial by objections during the testimony. 


A. MOTIONS IN LIMINE 


Best Practice 27 – A court should determine, as early as possible, whether there 
may be objections to an expert’s qualifications or anticipated 
testimony. 


There are many potential objections to an expert’s proposed testimony. For example, some or all of 
an expert’s testimony may be excluded pursuant to Fed. R. Evid. 403, which permits the exclusion 
of otherwise relevant evidence for prejudice, confusion, waste of time, or other reasons.50 Such an 
objection might arise, for instance, where a party attempts to offer two experts to testify on a given 
topic, rendering the second expert’s testimony unduly cumulative.  


A lack of sufficient qualifications may also be reason to object to an expert’s proposed testimony. 
For example, if there is an issue that depends on the perspective of one of ordinary skill in the art at 
the time of the invention, an expert’s expertise must be in a relevant field of technology.51 This type 
of issue may be raised either in a Daubert motion or as an evidentiary objection. Where the court has 
set a Daubert motion schedule, such issues should be brought to the court in accordance with that 
schedule. If no Daubert motion schedule has been set by the court, the parties should work together 
to determine the appropriate time to file such motions.  


Another potential objection to an expert’s proposed testimony is that it was not properly disclosed 
in the expert’s Fed. R. Civ. P. 26 report(s).  


                                                 
50 See Donnelly Corp. v. Gentex Corp., 918 F. Supp. 1126, 1136–37 (W.D. Mich. 1996); see also Leefe v. Air Logistics, 


Inc., 876 F.2d 409, 410–11 (5th Cir. 1989) (affirming the district court’s holding that an expert’s testimony was 
cumulative and therefore inadmissible). 


51 See Flex-Rest, LLC v. Steelcase, Inc., 455 F.3d 1351, 1355–56, 1360 (Fed. Cir. 2006). 
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Best Practice 28 – Where possible, parties should use pretrial motions in limine 
to address potential issues with expert testimony rather than 
waiting to object at trial.  


While not all evidentiary issues can be anticipated, those that can be anticipated should be raised in a 
motion in limine in advance of trial. A written, pretrial motion in limine, as opposed to an oral 
objection at trial, will likely educate the court about the evidentiary issue more effectively and 
provide the court with a better opportunity to carefully consider the issue, rather than being forced 
to rule quickly from the bench in response to an oral objection during trial. This is particularly 
important in a jury trial to avoid referencing prejudicial information in front of the jury, which might 
serve to emphasize the very portion of an expert’s testimony that should be excluded.52  


B. DEMONSTRATIVE EXHIBITS AND EXPERT TESTIMONY  


The use of demonstrative exhibits has become commonplace in trials of all types, and they are 
particularly useful not only for eliciting direct testimony from expert witnesses, but also for cross-
examining experts. For example, in patent cases, demonstrative exhibits may aid judges and juries in 
understanding difficult, seemingly foreign scientific concepts. Indeed, technical experts often will be 
most comfortable presenting with visual aids, as scientific discussions are generally accompanied by 
visual aids to facilitate understanding. For example, a diagram outlining the replication of a virus or 
the workings of a circuit can breathe life into technical jargon. In fact, trial court decisions in patent 
cases increasingly reproduce particularly important demonstrative illustrations to assist the reader in 
understanding the facts underlying the decision.53 


Demonstrative exhibits may also be used by an expert to summarize large volumes of evidence. 
Such summaries are expressly contemplated by Fed. R. Evid. 1006, which permits “contents of 
voluminous writings or photographs which cannot conveniently be examined in court [to] be 
presented in the form of a chart, summary, or calculation.” Such summaries and compilations not 
only make powerful points, but also permit the efficient presentation of expert testimony. This type 
of presentation is becoming commonplace as more courts are turning to timed trials.54 


On the more practical side, because testimony of an expert in a patent case may take place over the 
course of more than one day, demonstrative exhibits can provide the fact-finder with a helpful road 
map of the testimony. Types of visual aids commonly used with expert testimony in patent cases 


                                                 
52 Indeed, some judges have specific procedures as to how oral objections to an expert’s testimony must be handled 


during trial. At least one judge’s procedure permits only the statement “outside the scope of the report” and only a 
response citing a paragraph number of the report. The objection is resolved posttrial, if necessary. Another judge who 
also resolves such objections posttrial warns litigants that if the court “determine[s] that the expert’s testimony was 
impermissibly broad, the party proffering such testimony may be sanctioned, e.g., by having to assume the costs for a 
new trial.” Procedures like these underscore the benefits of submitting supplemental reports where possible, and 
raising issues early.  


53 See Daiichi Sankyo Co. v. Mylan Pharms., Inc., 670 F. Supp. 2d 359, 362–66, 373, 385 (D. N.J. 2009) (reproducing 
chemical formulae demonstratives and a market share demonstrative); Insite Vision Inc. v. Sandoz Inc., No. 11-3080 
(MLC), 2013 WL 5975015, at *4 (D.N.J. Oct. 4, 2013) (reproducing diagram of the layers of the eye). 


54 See Official Comm. of Unsecured Creditors v. Baldwin, No. 10-cv-800, 2013 WL 309975, at *1–3 (W.D. Pa. Jan. 25, 
2013) (discussing trial time limits and noting two patent trials subject to time limits). 
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include illustrations of technical principles, timelines, “call outs” of important sections of text or 
other portions of exhibits, compilations, and animations. 


Parties often want, and indeed expect, the demonstrative exhibits to go to the jury room for use in 
deliberations. However, because demonstrative exhibits are simply an aid to facilitate testimony, they 
are generally not admissible as evidence.55 Before the trial starts, parties should discuss with each 
other and with the court how demonstrative exhibits will be handled, including whether they may be 
taken to the jury room for deliberations, so there are no misunderstandings during trial. 


Best Practice 29 – Demonstrative exhibits to be used by an expert should have a 
proper foundation and should contain citations to the 
supporting evidence.  


Whatever the form of the demonstrative exhibits, a proper foundation must be provided. The 
foundation required depends on the type of demonstrative to be introduced. For example, a 
computer animation requires a detailed foundation such as screen shots of the animation with 
source citations to trial exhibits or witness testimony.56 On the other hand, a simple call out from 
evidence in the record put onto a slide or a board requires only the identification of the exhibit 
number from the exhibit list provided to the court. It is advisable to also note the citation to the 
expert report on the slide or board to fend off objections that the demonstrative is not supported by 
the expert’s previously disclosed opinions.  


Demonstrative exhibits must fairly portray the evidence on which they are based and should be 
excluded if their probative value is substantially outweighed by the danger of unfair prejudice or 
confusion.57 “Prejudice” in this context means that the demonstrative has an undue tendency to 
suggest a decision on an improper basis. When a demonstrative exhibit is likely to confuse, raise 
collateral issues, or is more prejudicial than probative, the court should refuse to allow it to be used 
at trial.58 


As discussed above with respect to previously undisclosed expert opinions, a demonstrative exhibit 
cannot include new theories that are not contained in the testifying expert’s report. For most courts, 
as long as the expert report explains the “how and why” in support of the demonstrative, the 
demonstrative itself does not need to be part of the report.59 Instead, demonstrative exhibits can be 
disclosed to opposing counsel during the pretrial process. However, it should be noted that in the 
Northern District of California, at least two judges’ rules provide that “[i]llustrative animations, 
diagrams, charts and models may be used on direct examination only if they were part of the expert’s 


                                                 
55 Summaries of voluminous writings, recordings, or photographs may be admissible under Fed. R. Evid. 1006. 


56 See Charles J. Faruki, The Preparation and Trial of Intellectual Property and Other Complex Cases, 34 U. DAYTON L. REV. 125, 
138–39 (Winter 2009).  


57 FED. R. EVID. 403.  


58 See Carnegie Mellon Univ. v. Marvell Tech. Group., Ltd., No. 09-290, 2012 WL 6562221, at *15–16 (W.D. Pa. Dec. 
15, 2012). 


59 CNH America LLC v. Kinze Mfg., Inc., 809 F. Supp. 2d 280, 287–88 (D. Del. 2011).  
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report, with the exception of simple drawings and tabulations that plainly illustrate what is already in 
the report, which can be drawn by the witness at trial or otherwise shown to the jury.”60 


While such full disclosure is ideal from a discovery perspective, it can be very burdensome to create 
all demonstrative exhibits prior to the submission of an expert’s Rule 26 report. It is time consuming 
and expensive to create demonstratives, and doing so long before trial may often prove to be wasted 
effort given that most cases settle before trial. Thus, while an expert’s visual aids must be fairly based 
on the information contained in the Rule 26 report, the vast majority of courts allow them to be 
exchanged closer to trial, consistent with the Best Practices outlined below. 


Best Practice 30 – Demonstrative aids for an expert’s direct testimony must be 
disclosed to the other side prior to the expert’s testimony.  


Demonstrative aids for direct testimony must be disclosed to the other side prior to the expert’s 
testimony. Ideally, the procedure for the exchange, including the timing and method of exchange, 
the timing of objections, and the possibility for a meet and confer to resolve objections, should be 
set out in the pretrial order. If, following the exchange, an objection is raised and cannot be resolved 
by the parties, it may be best to request a ruling on the objection in advance of the proposed 
testimony so that the issue can be resolved before the witness takes the stand. Objections or 
arguments about an exhibit during a witness examination are disruptive and potentially prejudicial to 
one or both parties. It is also wasteful of the jury’s time. Resolving any questions about the 
availability of a demonstrative exhibit prior to a direct examination will allow for a smoother 
presentation with the witness. 


Best Practice 31 – Expert testimony should not consist of an expert reading 
through demonstrative aids on direct examination.  


When using demonstrative aids at trial, it is not appropriate for an expert to simply be led through 
slides on direct examination.61 The purpose of demonstrative aids is to educate by providing visual 
illustrations of the expert’s testimony regarding the opinion being elicited. Thus, an expert reading 
through slides may serve to discredit the testimony because it may suggest to the fact-finder that the 
expert is nothing more than a paid mouthpiece. Moreover, an expert should not (and may not be 
allowed to) read through slides as direct testimony, especially in a jury case, as such “testimony” may 
be subject to an objection that the attorney is leading the witness.  


Best Practice 32 – Experts should participate in the creation of any demonstrative 
exhibits to be used during their direct examination.  


While it is unrealistic to expect an expert to physically create each and every demonstrative exhibit to 
be used during the expert’s trial testimony, the demonstratives should be made with input from the 
expert both to ensure their accuracy and to ensure the expert’s familiarity with them. For example, a 
sufficient level of participation in the creation process could be review and approval of the content 
of the demonstratives by the expert before they are finalized. This way, the expert will be 


                                                 
60 See supra Sec. VI.B (The Scope and Supplementation of Expert Reports) regarding certain drawbacks to this approach. 


61 See, e.g., Carnegie Mellon, 2012 WL 6562221, at *15 (excluding slide presentation, without prejudice, and ruling that 
expert “would testify the ‘old fashioned way,’ i.e., without the assistance of a slide deck.”).  
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comfortable referring to them during the expert’s testimony, and the exhibits will be less susceptible 
to exclusion based on an objection that counsel is leading the witness. 
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REASONED 
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The Sedona Conference was founded in 1997 by Richard Braman in pursuit 
of his vision to move the law forward in a reasoned and just way. Richard’s 
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Sedona Conference: professionalism, civility, an open mind, respect for the 
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on civilized dialogue, not debate. Under Richard’s guidance, The Sedona 
Conference has convened leading jurists, attorneys, academics, and experts, 
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in conferences and the Sedona Conference Working Group Series (WGS). 
After a long and courageous battle with cancer, Richard passed away on 
June 9, 2014, but not before seeing The Sedona Conference grow into the 
leading nonpartisan, nonprofit research and educational institute dedicated 
to the advanced study of law and policy in the areas of complex litigation, 
antitrust law, and intellectual property rights. 
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in the areas of antitrust law, complex litigation, and intellectual property 
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A Sedona Working Group is created when a “tipping point” issue in the law 
is identified, and it has been determined that the bench and bar would 
benefit from neutral, nonpartisan principles, guidelines, best practices, or 
other commentaries. Working Group drafts are subjected to a peer review 
process involving members of the entire Working Group Series including—
when possible—dialogue at one of our regular season conferences, resulting 
in authoritative, meaningful, and balanced final commentaries for 
publication and distribution.  


The first Working Group was convened in October 2002 and was dedicated 
to the development of guidelines for electronic document retention and 
production. Its first publication, The Sedona Principles: Best Practices 
Recommendations & Principles Addressing Electronic Document 
Production, has been cited favorably in scores of court decisions, as well as 
by policy makers, professional associations, and legal academics. In the 
years since then, the publications of other Working Groups have had 
similar positive impact.  


Any interested jurist, attorney, academic, consultant, or expert may join the 
Working Group Series. Members may participate in brainstorming groups, 
on drafting teams, and in Working Group dialogues. Membership also 
provides access to advance drafts of WGS output with the opportunity for 
early input. For further information and to join, visit the “Working Group 
Series” area of our website, https://thesedonaconference.org/wgs.



https://thesedonaconference.org/wgs
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Preface 


Welcome to the December 2015 Edition of The Sedona Conference Commentary on Patent 
Litigation Best Practices: Case Management Issues from the Judicial Perspective Chapter, originally 
published for public comment in October 2014, a project of The Sedona Conference Working 
Group on Patent Litigation Best Practices (WG10). This is one of a series of Working Group 
commentaries published by The Sedona Conference, a 501(c)(3) research and educational institute 
dedicated to the advanced study of law and policy in the areas of antitrust law, complex litigation, 
and intellectual property rights. The mission of The Sedona Conference is to move the law forward 
in a reasoned and just way. 


WG10 was formed in late 2012 under the leadership of its now Chair Emeriti, the Honorable Paul 
R. Michel and Robert G. Sterne, to whom The Sedona Conference and the entire patent litigation 
community owe a great debt of gratitude. The mission of WG10 is “to develop best practices and 
recommendations for patent litigation case management in the post-[America Invents 
Act] environment.” The Working Group consists of around 200 active members representing all 
stakeholders in patent litigation. The draft Chapter on Case Management Issues from the Judicial 
Perspective was a focus of dialogue at The Sedona Conference WG10 Annual Meeting in 
Washington, D.C., in September 2013, the WG10 Midyear Meeting in San Francisco in April 2014, 
the Sedona Conference “All Voices” Meeting in New Orleans in November 2014, the WG10 
Midyear Meeting in Miami in May 2015, and the 15th Annual Sedona Conference on Patent 
Litigation in Reston in October 2015. Additional presentations concerning these Best Practices were 
made by committee members at the Federal Circuit Bench and Bar Conference in Dana Point, 
California, in June 2015, the Ninth Circuit Judicial Conference in San Diego in July 2015, the 
Intellectual Property Owners (IPO) Annual Meeting in Chicago in September 2015, the American 
Intellectual Property Law Association (AIPLA) Annual Meeting in Washington, D.C., in October 
2015, and the Third Circuit Judicial Conference in October 2015. This Chapter was first published 
as a “public comment version” in February 2015, and the editors have reviewed the comments 
received through the public comment process. The drafting process for this Chapter has been 
supported by the Working Group 10 Steering Committee and Judicial Advisors. This Chapter has 
been fully updated and is published here in its “final” / “post-public comment” form. The Chapter 
will be regularly updated to account for significant developments impacting case management issues 
in patent litigation in the future, including any developments arising from statutory changes to the 
Patent Act or the Federal Rules as a result of Congressional action. 


The Chapter represents the collective efforts of many individual contributors. On behalf of The 
Sedona Conference, I thank in particular Gary Hoffman who has graciously and tirelessly served as 
the Editor-in-Chief for this and all Chapters in this Commentary on Patent Litigation Best Practices, 
and as the Chair of WG10. I also thank everyone else involved for their time and attention during 
the drafting and editing process, including: Patrick M. Arenz, Monte Cooper, Ifti Ahmed, Stacy 
Chen, David H. Dolkas, Natalie Hanlon-Leh, R. Eric Hutz, Chad Pannell, Diane Ragosa, William C. 
Rooklidge, and Kirsten R. Rydstrom. In addition, I thank volunteers Christine Yun Sauer and, in 
particular, Vanessa LeFort and James C. Brooks, for their assistance and contributions to this effort. 


The Working Group was also privileged to have the benefit of candid comments by several judges 
with extensive patent litigation experience, including the Honorable Joy Flowers Conti, the 
Honorable Faith S. Hochberg, and the Honorable Barbara M.G. Lynn, who are serving as Judicial 
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Advisors for the Case Management Issues from the Judicial Perspective drafting team, and also the 
Honorable Cathy Ann Bencivengo, the Honorable Hildy Bowbeer, the Honorable Stanley R. 
Chesler, the Honorable Leonard Davis (ret.), the Honorable Paul Grewal, the Honorable James F. 
Holderman (ret.), the Honorable Susan Illston, the Honorable Kent Jordan, the Honorable John G. 
Koeltl, the Honorable James L. Robart, the Honorable Leonard P. Stark, and the Honorable Ronald 
M. Whyte. The statements in this Commentary are solely those of the non-judicial members of the 
Working Group and do not represent any judicial endorsement of the recommended practices. 


Working Group Series output is first published in draft form and widely distributed for review, 
critique, and comment, including in-depth analysis at Sedona-sponsored conferences. Following this 
period of peer review, the draft publication is reviewed and revised by the Working Group and 
members of the Working Group Steering Committee, taking into consideration what is learned 
during the public comment period. Please send comments to comments@sedonaconference.org, or 
fax them to 602-258-2499. The Sedona Conference hopes and anticipates that the output of its 
Working Groups will evolve into authoritative statements of law, both as it is and as it should be. 


 
Craig W. Weinlein 
Executive Director 
The Sedona Conference 
December 2015  
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Foreword 


The patent system was established in accordance with our Constitution to promote science and the 
useful arts, which should support investment in developing new technologies. At the same time, 
however, there is a perception among a number of people, including members of Congress, the state 
legislatures, and some members of the Judiciary, that there has been an increase in the occurrence of 
patent cases considered to be “abusive,” and that this has deterred the advancement of science. As a 
result of this perception, a number of proposed changes to the Patent Act have been introduced by 
members of both the House and Senate in recent years. Several states likewise have enacted 
consumer protection statutes aimed at curbing what the state legislatures perceive to be abusive 
tactics by certain patent owners in demanding royalties arising from alleged patent infringement. 
Meanwhile, the Supreme Court during the same period has granted certiorari in several cases to 
address a host of issues related to patent litigation, the Federal Circuit likewise has issued several en 
banc rulings directed to important issues impacting this area of law, and parallel proceedings before 
the Patent Trial and Appeals Board (PTAB) have been filed at a far higher rate than originally 
anticipated since the enactment of the Leahy-Smith American Invents Act in 2011. In December 
2015, the Federal Rules of Civil Procedure were amended in important ways that impact how 
discovery will be managed in patent litigation. 


While the perception that “abusive” litigation is stifling the growth of innovation may or may not 
reflect reality, there is little if any dispute that the rapid developments in and extraordinary 
complexities of patent litigation have made this area of practice extremely expensive. As a result, 
there is widespread sentiment, from both the plaintiff’s and defense bars, in-house counsel, and the 
Judiciary, that case management procedures need to be developed to simplify and expedite the 
process and control the costs. It is the aim of the Sedona Conference to utilize its collective wisdom 
to develop Best Practices to achieve that goal for the benefit of all stakeholders in the process. 


In deciding to undertake the formation of Working Group 10 (WG10) on Patent Litigation Best 
Practices, The Sedona Conference believed then and now that the system can be significantly 
improved and abuses minimized by the development and utilization of innovative procedures that 
enhance the efficient and cost-effective management of patent litigation. In the process of 
identifying and developing such procedures, we formed various teams to draft Chapters for WG10’s 
ongoing Commentary (each published over the last eight months for public comment) proposing 
best practices for a number of topics including: (a) Discovery; (b) Summary Judgment; (c) The Use 
of Experts, Daubert, and Motions in Limine; and (d) Parallel USPTO Proceedings. The 
recommendations of those Chapters are primarily directed to the activities of litigants and what the 
courts should consider requiring of litigants in order to promote efficient patent litigation. 


The following Chapter, however, focuses on Case Management from the Judicial Perspective, and 
was developed from the viewpoint of what global actions would help the courts in managing the 
patent litigations before them. This Chapter dovetails with and builds upon the various proposals 
emanating from the other Chapters. The Chapter was produced from the collective wisdom and 
experience of members of the judiciary, the plaintiff’s and defense bars, patent prosecutors, and in-
house counsel.  


Several supplemental WG10 drafting team projects were initiated in early 2015 on the following 
topics: exceptional case determinations; Alice/section 101 patentability mechanisms; and heightened 
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pleading standards. These sections will be separately published for public comment in the coming 
weeks and months, and fully incorporated into this Case Management Chapter in its next iteration. 
This Chapter will also be regularly updated to reflect ongoing developments in intellectual property 
law. 


In pursuing this project, we found it critical to define the target audience for whom we were 
developing these best practices. The consensus of WG10 is that the views of all participants in the 
patent litigation system must be heard and considered, and that the Working Group’s 
recommendations should include best practices directed to all stakeholders in the process. The best 
practices should further the goals of Rule 1, which states that the Federal Rules of Civil Procedure 
“should be construed and administered to secure the just, speedy, and inexpensive determination of 
every action and proceeding.” Best practices should reflect that it is incumbent on the court—as well 
as attorneys and parties—to work toward a fair, cost-effective, non-burdensome, and non-frivolous 
patent litigation system. It is the expectation of the Sedona Conference that the Best Practices 
contained herein will offer innovative, cost-effective, and efficient mechanisms to manage patent 
litigation, and benefit the judiciary, the bar, and the public alike. 


These various WG10 Commentary Chapters have previously been published for public comment 
and are now being published in “final”/”post-public” comment form. These proposals, and in 
particular the current Chapter, have been circulated to all of the judges who are part of the Patent 
Pilot Program and to judges in other courts with active patent litigation dockets. We desire and seek 
their input and hope that they will consider adopting some or all of WG10’s various proposals. 


 


 


      Gary M. Hoffman 
      Editor-in-Chief 
      Chair, Working Group 10 Steering Committee 
 
      Patrick M. Arenz   
      Monte Cooper 
      Chapter Editors 
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Case Management Issues from the Judicial 


Perspective Principles “At a Glance” 


Principle No. 1 – WG10 is developing these Best Practices to improve the system for resolving 
patent disputes and make it more fair and efficient. These Best Practices are to apply to and benefit 
all stakeholders in patent litigation, both bench and bar, and to and for all types of patent holders 
and accused infringers. These Best Practices should further the goals of Federal Rule of Civil 
Procedure 1 and “should be construed and administered to secure the just, speedy, and inexpensive 
determination of every action and proceeding,” all to help ensure a non-frivolous patent litigation 
system. ................................................................................................................................................................. 1 


Principle No. 2 – The parties should advise the court as soon as practicable, during case 
management conferences and on an ongoing basis, whether motions in this proceeding, or filings or 
petitions in parallel proceedings, are likely to be filed that may substantially affect the management 
of the case. The court’s case management schedule should require the filing of all such motions early 
enough to allow the parties a full and fair opportunity to address the matters raised and to facilitate a 
timely ruling by the court so that discovery, motion practice, and trial preparation can be 
streamlined. ..................................................................................................................................................... 1, 3 


Principle No. 3 – The parties should actively and cooperatively work to narrow the set of asserted 
claims, representative products, and prior art references in a good faith and efficient manner. ....... 1, 8 


Principle No. 4 – The parties should disclose, formally or informally, the basis for their positions 
and requests, to help the court and the parties understand the significance to the case of each and to 
mitigate against the presentation and litigation of issues that ultimately prove to be of little 
significance. ..................................................................................................................................................... 1, 8 


Principle No. 5 – Litigants should be encouraged to only file meritorious motions that will help 
resolve actual significant disputes in the litigation, and facilitate the expeditious presentation and 
resolution of such motions. The same concept should apply when oppositions to such motions are 
filed. Where litigants fail in this regard, whether initiated by motion or by the court sua sponte, the 
court should take appropriate action to remedy the party’s abuses, such as awarding fees or granting 
other relief. ...................................................................................................................................................... 1, 8 


Principle No. 6 – Lead counsel of both parties should directly manage their respective litigation 
strategies and procedures from the start of the case, and ensure there is a close coordination 
between the issues the party is going to try and the preparations leading up to them. ....................... 1, 8 
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Case Management Issues from the Judicial 


Perspective Best Practices “At a Glance” 


Best Practice 1 – The parties should advise the court, no later than the case management conference, 
on whether a motion for stay is likely. ............................................................................................................ 3 


Best Practice 2 – The parties should advise the court, no later than the case management conference, 
whether the claims could be stayed against a subset of the defendants, e.g., customers. ....................... 5 
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whether a motion to transfer is likely. ............................................................................................................. 5 
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any potential coordination or consolidation between them. ....................................................................... 6 
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representative claims and prior art references early on in the litigation to enjoy the efficiencies 
associated with avoiding discovery on all asserted claims and prior art references. If the parties reach 
an impasse, they should present the disputed issues to the court, and the court should resolve them 
as soon as practicable. ....................................................................................................................................... 9 


Best Practice 6 – The court should encourage the patent holder to identify an initial set of 
representative claims for discovery and claim construction purposes no later than the case 
management conference. The parties should propose their respective positions on an appropriate 
limit on the total number of such claims for purposes of discovery and claim construction, and then 
at the case management conference the parties, and the court should address a process and time 
frame for reaching a decision on what should be the actual limit of representative claims for 
discovery and claim construction purposes. During discovery, the parties should seek to narrow the 
set of asserted claims. The court should encourage the parties to select a final set of claims that will 
be presented at trial, at least 30 days prior to the service of any expert report. ....................................... 9 


Best Practice 7 – No later than the case management conference, the alleged infringer should 
identify the most relevant prior art references it is aware of at that time, and the parties should 
propose their respective positions on an appropriate limit on the number of prior art references for 
purposes of discovery. Then, at the case management conference, the parties and the court should 
address a process and time frame for reaching a decision on a limit of prior art references that will 
be the focus of discovery and later for purposes of trial. ............................................................................ 9 


Best Practice 8 – The court should encourage the parties, where possible, to work together in good 
faith to identify representative products early on in the litigation. This process promotes efficiency 
by limiting the number of accused products that will be the focus of discovery and trial. If the 
parties reach an impasse, they should present the disputed issues to the court, and the court should 
resolve them as soon as practicable............................................................................................................... 12 


Best Practice 9 – The parties should address whether they can agree on representative products for 
purposes of discovery. If they cannot agree at the initial case management conference, then the 
parties should address what additional information and amount of time is needed to reach an 
agreement or resolution by the court. ........................................................................................................... 12 
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Best Practice 10 – In order to facilitate effective case management by the court, including 
proportionality determinations to resolve discovery disputes, the parties should provide to the court 
good faith non-binding estimates as to the range of damages the case is likely to involve, along with 
high-level explanations of their estimates. Such estimated ranges of damages and explanations shall 
be provided at the earliest time possible, at the case management conference, or as soon thereafter 
as practicable. .................................................................................................................................................... 13 
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I.   Introduction 


Patent infringement cases involve complex disputes with significant amounts of money at stake. As 
a result, patent litigation is often expensive and time consuming for the parties and the courts. It is 
incumbent on the litigants and the courts to address and resolve challenges and obstacles that 
threaten a fair and efficient resolution of a given case.  


This Chapter addresses best practices for case management of patent litigation from the judicial 
perspective. To address the challenges inherent in patent litigation, WG10 developed the following 
principles to guide the development of the best practice recommendations of this Chapter: 


 Principle No. 1 – WG10 is developing these Best Practices to improve the 
system for resolving patent disputes and make it more fair and efficient. These 
Best Practices are to apply to and benefit all stakeholders in patent litigation, 
both bench and bar, and to and for all types of patent holders and accused 
infringers. These Best Practices should further the goals of Federal Rule of Civil 
Procedure 1 and “should be construed and administered to secure the just, 
speedy, and inexpensive determination of every action and proceeding,” all to 
help ensure a non-frivolous patent litigation system. 


 Principle No. 2 – The parties should advise the court as soon as practicable, 
during case management conferences and on an ongoing basis, whether motions 
in this proceeding, or filings or petitions in parallel proceedings, are likely to be 
filed that may substantially affect the management of the case. The court’s case 
management schedule should require the filing of all such motions early enough 
to allow the parties a full and fair opportunity to address the matters raised and 
to facilitate a timely ruling by the court so that discovery, motion practice, and 
trial preparation can be streamlined. 


 Principle No. 3 – The parties should actively and cooperatively work to narrow 
the set of asserted claims, representative products, and prior art references in a 
good faith and efficient manner.  


 Principle No. 4 – The parties should disclose, formally or informally, the basis 
for their positions and requests, to help the court and the parties understand the 
significance to the case of each and to mitigate against the presentation and 
litigation of issues that ultimately prove to be of little significance.  


 Principle No. 5 – Litigants should be encouraged to only file meritorious 
motions that will help resolve actual significant disputes in the litigation, and 
facilitate the expeditious presentation and resolution of such motions. The same 
concept should apply when oppositions to such motions are filed. Where 
litigants fail in this regard, whether initiated by motion or by the court sua sponte, 
the court should take appropriate action to remedy the party’s abuses, such as 
awarding fees or granting other relief. 
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 Principle No. 6 – Lead counsel of both parties should directly manage their 
respective litigation strategies and procedures from the start of the case, and 
ensure there is a close coordination between the issues the party is going to try 
and the preparations leading up to them. 


Key best practice recommendations presented in this Chapter include:  


 case management strategies for resolving disputes earlier and more efficiently; 


 streamlined claim construction processes, so the courts and the parties focus on 
the most relevant disputes in the case;  


 in the claim construction process, requiring the parties to explain why claim 
construction of certain terms is needed, especially if a party is requesting a large 
number of terms to be construed; 


 procedures for early exchanges of infringement and invalidity contentions and 
responsive contentions on each of these; 


 procedures for narrowing the issues to be tried by selecting representative claims, 
representative products, and representative prior art; 


 procedures for maximizing juror comprehension;  


 preparation of verdict forms to avoid juror confusion and inconsistent verdicts; 
and 


 determining how and when cases “standout from other” patent cases so as to be 
deemed “exceptional” to merit the award of attorney’s fees under Octane 


Fitness/Highmark.1 


The primary responsibility for implementing these best practices lies with the parties and, in 
particular, lead counsel. It is incumbent for lead counsel to identify and discuss candidly and early on 
with opposing counsel issues that may affect time and expense. But when the parties are unable to 
reach agreement, or if they are not conferring with one another as expected, it is important for the 
courts to engage the parties to proceed effectively in light of the particular challenges of a given case. 
While these challenges are often case-by-case, the best practices below identify key issues for the 
parties and the courts to work through together to secure “a just, speedy, and inexpensive” 
resolution of patent litigation.  


                                                 
1  Octane Fitness, LLC v. ICON Health & Fitness, Inc., ___ U.S. ___, 134 S. Ct. 1749 (Apr. 29, 2014); Highmark, Inc. 


v. Allcare Health Management System, Inc., ___ U.S. ___, 134 S. Ct. 1744 (Apr. 29, 2014). 
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II. Early Case Management and Pretrial 


Management  


A. ISSUES GOVERNING THE CASE SCHEDULE  


Given the increasing complexities of patent litigation and the challenges of limited judicial resources 
for managing them, for patent litigation to be conducted efficiently and to mitigate against the 
inherent risks of the parties over litigating issues that are not central to the disposition of the issues 
that truly matter, each party must develop and provide adequate notice of its legal positions and 
factual support to the other party and the court on a timely basis, and the court is best served 
structuring its case management schedule to encourage such earlier disclosures. WG10 has 
developed the following Principle to guide the development of an effective and efficient case 
schedule by the bench and bar particular to the particular needs of each case: 


Principle No. 2 – The parties should advise the court as soon as practicable, during 


case management conferences and on an ongoing basis, whether 


motions in this proceeding, or filings or petitions in parallel 


proceedings, are likely to be filed that may substantially affect the 


management of the case. The court’s case management schedule 


should require timely filing of all such motions early enough such 


that a timely ruling would allow the parties a full and fair 


opportunity to account for it for purposes of streamlining 


discovery, motion practice, and trial preparations. 


1. Stay Requests  


Best Practice 1 – The parties should advise the court, no later than the case 
management conference, on whether a motion for stay is likely. 


Although parties to patent infringement actions seek stays for a variety of reasons, since the passage 
of the America Invents Act, parties often have filed motions to stay such actions pending 
proceedings before the United States Patent and Trademark Office that were newly-created by the 
Act, namely inter partes review (IPR), covered business method patent review (CBM), and post-grant 
review (PGR). While much of the information required for the court to rule on such a motion 
would be in the parties’ possession and would ordinarily be presented in briefing of such a motion, 
the court may find it advantageous to identify at the initial scheduling conference whether such a 
motion is pending or planned and any additional facts that may assist the court in deciding such a 
motion. For example, in connection with an accused infringer’s motion to stay pending an IPR or 
PGR filed by a third party, the court may find it useful to identify the length of the requested stay, 
whether the other party has opposed or will oppose the stay, and whether the accused infringer 
would be willing to be subject to a limited estoppel even though such an estoppel would not be 
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required by the statute.2 In the context of stays pending CBM, the America Invents Act outlines 
various factors for courts to consider (including whether the issues in the case will be simplified by 


granting a stay),3 and the Federal Circuit has noted that it is not even necessary that all claims at issue 


in a litigation be subject to CBM procedures for a stay to be warranted.4 On the other hand, whether 
to grant a stay is a highly discretionary act heavily tied to the facts of a particular case, and courts 
should be cautioned to ensure parties do not attempt to use the timing of motions to stay as a form 
of gamesmanship. 


Given these competing interests, the court may want to consider at the outset of patent litigation 
setting a formal date in the case management and scheduling order for when a motion to stay must 
be filed, much like the deadlines routinely inserted into such orders for amending claims or adding 
defendants. In setting the deadline, the court should be mindful that it takes six months from when 
a petition for IPR or CBM is filed for the PTAB to issue its opinion as to whether or not to institute 
the collateral proceedings. Likewise, some defendants may not even be aware that they are accused 
of infringing a particular patent until served with a complaint. In such cases, it is unlikely the 
defendant could prepare or file a petition immediately after the lawsuit is filed. The court might 
therefore want to set a deadline that recognizes there is a time element to when a petition can be 
filed and ruled upon by the PTAB, while also acknowledging that the deeper into litigation that 
proceedings progress, the more prejudicial a stay is likely to be to the plaintiff and hence the more 


likely it will be denied.5 


                                                 
2  See, e.g., Employment Law Compliance, Inc. v. Compli, Inc., No. 3:13-cv-3574, 2014 U.S. Dist. LEXIS 107499, at *3-


4 (N.D. Tex. May 27, 2014) (granting motion to stay proceedings pending IPR where the defendant’s six month 
delay after filing of complaint to file petitions for IPRs was predicated upon its need to review the plaintiff’s 
infringement contentions and participate in mediation); Evolutionary Intelligence v. Sprint Nextel Corp., et al., Case 
No. 5:13-CV-4513, 2014 U.S. Dist. LEXIS 26382, at *18-19 (N.D. Cal. Feb. 28, 2014) (conditioning stay on party 
“submit[ting] to a weaker estoppel foreclosing it from relitigating claims made and finally determined in the IPR 
proceedings”); PersonalWeb Techs. LLC et al. v. Google Inc. et al., 5:13-cv-01317, 2014 U.S. Dist. LEXIS 116172, at 
*20-21 (N.D. Cal. Aug. 20, 2014) (conditioning stay on defendants not involved in the IPRs nonetheless agreeing to 
be bound by the same estoppel as those who were involved); e-Watch v. FLIR Sys., Inc., Case No. 4-13-cv-638, ECF 
No. 28 at 2, 2013 U.S. Dist. LEXIS 133106, at *1-3 (S.D. Tex. Aug. 8, 2013) (granting motion to stay pending third-
party IPR where the accused infringer agreed to limited estoppel). 


3  American Invents Act (AIA), Pub. L. No. 112-129, § 18(b), 125 Stat. 284, 329–31 (2011). 


4  Versata Software, Inc. v. Callidus Software, Inc., 771 F.3d 1368, 1371-72 (Fed. Cir. 2014). 


5  For a full discussion on this topic, see The Sedona Conference, Commentary on Patent Litigation Best Practices: Parallel 
USPTO Proceedings Chapter (Oct. 2014, public comment version), at Sec. III. (Stays of Concurrent District Court 
Litigations), BP5 (“Parties seeking a litigation stay during post-grant proceedings should as promptly as possible 
provide the district court with complete information about: the patents-in-suit; parties; claims; defenses; any 
instituted, pending, or forthcoming post-grant proceeding petitions involving the patents-in-suit; and any timing or 
jurisdictional issues that may arise.”) and BP10 (“Parties to joint defense groups should confer as early as possible 
about which defendants, if any, will be petitioning for an IPR proceeding, and if moving for a stay of the district 
court litigation, should agree to be estopped on any ground that is raised or that could reasonably be raised before 
the PTAB in order to maximize the chances of obtaining a stay.”), available at 
https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%
20Litigation%20Best%20Practices%3A%20Parallel%20USPTO%20Proceedings%20Chapter [hereinafter, Sedona 
WG10 Parallel USPTO Proceedings Chapter]. 



https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Litigation%20Best%20Practices%3A%20Parallel%20USPTO%20Proceedings%20Chapter

https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Litigation%20Best%20Practices%3A%20Parallel%20USPTO%20Proceedings%20Chapter





The Sedona Conference Commentary on Patent Litigation Best Practices: Case Management Chapter        December 2015 


5 


Best Practice 2 – The parties should advise the court, no later than the case 
management conference, whether the claims could be stayed 
against a subset of the defendants, e.g., customers. 


The customer suit exception is “an exception to the venue rule that when two or more patent 
infringement suits, involving the same or similar parties and issues, are filed, courts normally grant 


priority to the first-filed suit and enjoin or stay the other suits.”6 This exception applies “when the 
first-filed suit in one district is against customers of the infringing manufacturer, while a subsequent 


suit in another district court is against the manufacturer itself.”7 “The rationale behind the customer 
suit exception is that the manufacturer is presumed to have a ‘greater interest in defending its actions 


against charges of infringement,’ and therefore ‘the manufacturer is the true defendant.’”8 This same 
rationale may be present where customers are joined with manufacturers in a single patent 
infringement action. As in cases where a stay is sought in deference to an IPR proceeding, the 
customer-suit stay motion may implicate issues of estoppel, including whether the customers seeking 
the stay would be willing to be bound by the court’s rulings on infringement, validity, enforceability, 


injunction or damages.9 Accordingly, the court may find it useful to identify whether customer 
defendants are seeking or are planning to seek a stay, and if so, identify the extent of any estoppel 


those defendants may be willing to bear.10 


2. Transfer Requests 


Best Practice 3 – The parties should advise the court, no later than the case 
management conference, whether a motion to transfer is likely. 


The America Invents Act mandates that plaintiffs may no longer join multiple unrelated defendants 
to an action solely on the allegation that they each have infringed the same patent. One purpose of 
this provision was to address the rise in the number of multi-defendant patent lawsuits. As a result, 
post-America Invents Act, litigations that would ordinarily name multiple defendants are now being 
filed as separate actions in a single venue, and more patent infringement defendants have been filing 
motions to transfer venue. Upon identifying that a transfer motion is pending or planned, the court 
may find it useful to explore with the parties whether discovery is needed in connection with the 


                                                 
6  Privasys, Inc. v. Visa Int’l, No. C 07-03257 SI, 2007 WL 3461761, at *3 (N.D. Cal. Nov. 14, 2007) (citing Katz v. 


Lear Siegler, Inc., 909 F.2d 1459, 1463 (Fed. Cir. 1990)). 


7  Id. 


8  Beck Sys., Inc. v. Marimba, Inc., No. 01 C 5207, 2001 WL 1502338, at *2 (N.D. Ill. Nov. 20, 2001) (quoting Kahn v. 
Gen. Motors Corp., 889 F.2d 1078, 1081 (Fed. Cir. 1989)). 


9  See Cambrian Science Corp. v. Cox Commc’ns, Inc., No. SACV 11-1011, ECF No. 85 (C.D. Cal. March 6, 2012) 
(denying stay because the customer defendants refused to be bound by injunction and damages ruling and solvency 
of manufacturer was in question).  


10  For a full discussion on this topic, see Sedona WG10 Parallel USPTO Proceedings Chapter, supra note 5, at Sec. III.A., 
BP10 (“Parties to joint defense groups should confer as early as possible about which defendants, if any, will be 
petitioning for an IPR proceeding, and if moving for a stay of the district court litigation, should agree to be 
estopped on any ground that is raised or that could reasonably be raised before the PTAB in order to maximize the chances of 
obtaining a stay.”) (emphasis added). 
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transfer motion,11 whether there are conditions that would be appropriate for such transfer,12 and 


whether coordination with other courts may be helpful.13 If cases involving the same patent are 
pending in more than one venue, the court and the parties may want to discuss whether it is 
contemplated that any party will be bringing a motion before the Judicial Panel on Multidistrict 
Litigation to consolidate the proceedings before one court, and if so, what will be the expected 
timing of such a motion. 


3. Companion Proceedings in the Same or Other District Court 


Best Practice 4 – The plaintiff should promptly identify any pending companion 
proceedings and any potential coordination or consolidation 
between them. 


To facilitate case management, courts have requested better transparency into the landscape 
surrounding patent proceedings. For example, before entering a case schedule, a court would want 
to know whether the plaintiff anticipated filing additional cases in its jurisdiction or if additional 
proceedings were likely to be transferred into its venue. If so, consolidating those proceedings for 
pretrial purposes would yield efficiencies in case management. Similarly, if a court knew that related 
proceedings were taking place in a different jurisdiction, it could take that information into 


consideration for evaluating stay or transfer motions14 or could seek to coordinate joint hearings on 
matters such as claim construction. Information about other proceedings such as state-court 


                                                 
11  See, e.g., Evolutionary Intelligence LLC. v. Yelp, Inc., No. 4-13-cv-3587, ECF Nos. 33, 39 (E.D. Tex. Feb. 27 and 


May 3, 2013) (staying discovery except for venue discovery pending stay motion).  


12  See, e.g., PersonalWeb Techs. LLC v. NEC Corp. of America, Inc., No. 6:11-cv-655, 2013 WL 9600333, at *25 (E.D. 
Tex., Mar. 21, 2013) (granting “conditional” transfer of case so that transfer would take effect only after claim 
construction). 


13  See, e.g., Affinity Labs of Texas v. Samsung, 968 F. Supp. 2d 852, 859-60 (E.D. Tex., Sept. 18, 2013) (after consulting 
with the chief judge of the transferee forum, the court delayed transfer until after claim construction).  


14  See, e.g., Capital Sec. Sys., Inc. v. ABNB Fed. Credit Union, 2:14-CV-166, 2014 WL 5334270, at *7 (E.D. Va. Oct. 20, 
2014) (denying a stay but granting motion to transfer two patent infringement actions to a district where patentee 
had filed suit against another defendant on the same patents); Bayer Pharma AG v. Watson Labs., Inc., 2014 WL 
2516412, *8–*9 (D.N.J. June 2, 2014) (transferring an ANDA infringement action to a forum where the plaintiff had 
filed similar actions on different formulation of the same drug); PersonalWeb, 2013 WL 9600333, at *24–25 (granting 
“conditional” transfer after conferring with the chief judge of transferee district “regarding the most efficient manner 
in which to manage . . . transfer”); Bluestone Innovations, LLC v. LG Elecs., Inc., 940 F. Supp. 2d 310, 320 (E.D. 
Va. 2013) (granting a motion to transfer several infringement actions to a district where another action on the same 
patent was pending); U.S. Ethernet Innovations, LLC v. Samsung Elecs. Co., 6:12-CV-398, 2013 WL 1363613, at *6 
(E.D. Tex. Apr. 2, 2013) (denying a motion to transfer finding that the plaintiff had sued more defendants in the 
transferor forum than in the transferee forum); Encyclopaedia Britannica, Inc. v. Magellan Navigation, Inc., 512 F. 
Supp. 2d 1169, 1178 (W.D. Wis. 2007) (granting a motion to transfer a case filed against three defendants to a forum 
where the plaintiff had sued six other defendants). 
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proceedings regarding patent ownership15 and patent-office proceedings evaluating the validity of a 


patent could also bear on a court’s case management decisions.16 


To that end, at the outset of litigation, the plaintiff should promptly identify companion patent 


infringement actions that could raise issues of stay or transfer motions, as discussed above.17 To the 
extent companion proceedings arise through the course of litigation, parties should promptly advise 
the court. 


Similarly, at the case management conference, and as appropriate through a proceeding, the court 
should explore with the parties efficiencies that could be gained by coordination among cases. This 
might include consolidating related cases for pretrial purposes, or consolidating all or parts of a trial 
(for example on a common issue such as invalidity). 


B. PRETRIAL AND DISCOVERY LIMITS  


Patent litigators are often criticized for engaging in time-consuming satellite litigation focused on 
issues that ultimately do not dispose of or significantly advance the issues important to the case. It is 
self-evident that the earlier identification of and focusing on the issues that are case-dispositive 
would mitigate against such abuses. The requirement for more information being included in the 
initial pleadings (both the complaint and the answer and any counterclaims, i.e. heightened 
pleadings) will help in identifying the issues and guiding the parties for discovery early in the 


litigation.18 


The challenge is for the courts is to set up a case management process that encourages the timely 
narrowing of case issues, but in such a manner as to not unfairly prejudice the parties or impinge 
upon their rights. For example, the patent owner should properly have the right to appropriately 
assert its intellectual property rights as issued by the U.S. Patent and Trademark Office. Similarly, the 
accused infringer should properly have the right to respond to assertions of infringement that are 
made with the requisite level of specificity such that the burden of proof for infringement is left with 


                                                 
15  See StoneEagle Servs., Inc. v. Gillman, 746 F. 3d 1059, 1063 (Fed. Cir. 2014) (“ownership is typically a question of 


state law”); see also Summa Four, Inc. v. AT&T Wireless Servs, Inc., 994 F. Supp. 575, 5857 (D. Del. 1998) (granting 
a stay of a patent infringement case pending determination of patent ownership in state court). 


16  See, e.g., Virginia Innovation Scis., Inc. v. Samsung Elecs. Co., Ltd., 2:12-CV-548, 2014 WL 1775573 (E.D. Va. May 2, 
2014) (admonishing parties that their failure to advise the court of a parallel inter partes review proceeding violated 
their duty of candor and good faith to the court); Pexcor Mfg. Co. v. Uponor AB, 920 F. Supp. 2d 151, 153 (D.D.C. 
2013) (staying patent infringement litigation pending decision in a parallel Canadian litigation on a “nearly identical” 
patent); Spellbound Dev. Grp., Inc. v. Pac. Handy Cutter, SA-CV-09-00951, 2011 WL 5554312, at *6 (C.D. Cal. 
Nov. 14, 2011) (barring the plaintiff from asserting new patent claims post-discovery because the plaintiff had failed 
to inform the court that the patent-in-suit was undergoing reexamination); Cynosure, Inc. v. Cooltouch Inc., 08–
10026–NMG, 2009 WL 2462565, at *2–3 (D. Mass. Aug. 10, 2009) (denying a defendant’s motion to stay where the 
defendant failed to inform the court that it was pursuing a reexamination until after the Markman hearing). 


17  Courts may also encourage parties to disclose any planned companion proceedings as well. Because information 
about planned proceedings may not be publicly known, litigants may be concerned that disclosure of planned 
litigation could waive work-product privilege or may unintentionally trigger declaratory-judgment jurisdiction. To 
address such concerns, courts could permit the plaintiffs to make their disclosure ex parte (advising all parties of the 
existence of the communication), or permit the disclosures to be made at a high-level.  


18  WG10 has a team working on developing proposed best practices for heightened pleadings standard. It is anticipated 
that once finalized and adopted that any proposals will be added to this Chapter on case management. 
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the plaintiff and not improperly shifted to the defendant. And both parties must have the right to 
amend any earlier-made contentions should information become available only in later produced 
discovery. Generally speaking, however this cannot and should not operate to preclude the parties 
from disclosing its contentions as to the immediate issues each are primarily focused on earlier in the 
case, in particular because such disclosures, as well as the substantive bases for why such issues are 
of particular interest, can and often do go a long way toward the parties engaging in meaningful 
settlement negotiations earlier on in the case. 


WG10 has developed the following Principles to guide such a fair and balanced issues-narrowing 
and scope of discovery-limiting process: 


Principle No. 3 – The parties should actively and cooperatively work to narrow the 


set of asserted claims, representative products, and prior art 


references in a good faith and efficient manner.  


Principle No. 4 – The parties should disclose, formally or informally, the basis for 


their positions and requests, to help the court and the parties 


understand the significance to the case of each and to mitigate 


against the presentation and litigation of issues that ultimately 


prove to be of little significance.  


Principle No. 5 – Litigants should be encouraged to only file meritorious motions 


that will help resolve actual significant disputes in the litigation, 


and facilitate the expeditious presentation and resolution of such 


motions. The same concept should apply when oppositions to such 


motions are filed. Where litigants fail in this regard, the courts 


should consider taking appropriate action, such as the award of 


fees if the case is exceptional or otherwise justified or the 


preclusion of certain actions at trial.  


Principle No. 6 – Lead counsel of both parties should directly manage their 


respective litigation strategies and procedures from the start of the 


case, and ensure there is a close coordination between the issues 


the party is going to try and the preparations leading up to them. 
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1. Representative Claims and Prior Art References  


Best Practice 5 – The court should encourage the parties to work together in 
good faith to identify representative claims and prior art 
references early on in the litigation to enjoy the efficiencies 
associated with avoiding discovery on all asserted claims and 
prior art references. If the parties reach an impasse, they should 
present the disputed issues to the court, and the court should 
resolve them as soon as practicable. 


Best Practice 6 – The court should encourage the patent holder to identify an 
initial set of representative claims for discovery and claim 
construction purposes no later than the case management 
conference. The parties should propose their respective 
positions on an appropriate limit on the total number of such 
claims for purposes of discovery and claim construction, and 
then at the case management conference the parties, and the 
court should address a process and time frame for reaching a 
decision on what should be the actual limit of representative 
claims for discovery and claim construction purposes. During 
discovery, the parties should seek to narrow the set of asserted 
claims. The court should encourage the parties to select a final 
set of claims that will be presented at trial, at least 30 days prior 
to the service of any expert report. 


Best Practice 7 – No later than the case management conference, the alleged 
infringer should identify the most relevant prior art references it 
is aware of at that time, and the parties should propose their 
respective positions on an appropriate limit on the number of 
prior art references for purposes of discovery. Then, at the case 
management conference, the parties and the court should 
address a process and time frame for reaching a decision on a 
limit of prior art references that will be the focus of discovery 
and later for purposes of trial. 


Patent trials often focus on only a limited number of representative claims and prior art references 
because good trial lawyers simplify and focus their case for the jury and the court. Unfortunately, if 
left to their own devices, the parties rarely would reduce the number of representative claims and 
prior art references until the eve of trial. By nature, litigators are reluctant to limit their options early 
in a case and prefer not to have to stipulate to a reduction of claim terms, claims, or prior art 
references before they are forced to do so. In many instances, this concern is driven by a belief that 
until the district court issues a claim construction ruling, it is unclear which claims and prior art 
references are likely to be most relevant to questions of infringement and invalidity. On the other 
hand, a failure to limit claims, claim terms, and prior art references can lead to gamesmanship, with 
the parties seeking to maximize the number of claims or prior art references they can assert in order 
to overwhelm the other side. For instance, a plaintiff may be reluctant to identify which of 
potentially hundreds of claims from several asserted patents it will rely upon for infringement 
theories, until the deadline for the defendant to file collateral proceedings, such as inter partes review, 
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has passed. A defendant may not wish to highlight which of hundreds of prior art references it 
believes is the strongest, in an effort to limit the plaintiff’s ability to consider ways in which those 
references are actually distinguishable from the patented invention. Such gamesmanship and 
counsel’s general reluctance to limit options leads to unnecessary discovery and claim construction 
disputes, increasing the burden and costs on the court and the parties, and distracting the parties and 
the court from the core disputes at issue in the case. As a matter of case management, it normally 
will be unfeasible for courts to try even 50 claims to a jury. 


At the start of the case, therefore, the parties should work toward agreeing on a procedure to 
achieve an appropriate limit on claims and prior art references over the course of discovery. The 


Eastern District of Texas has adopted a general order addressing these considerations.19 In addition, 
some district courts have ordered parties to reduce the number of claims and prior art references 


early on in cases.20  


Ultimately, the appropriate limit on representative claims and prior art references for purposes of 
discovery, claim construction, and assertion at trial will depend on the specific facts and 
circumstances of each case. The Federal Circuit has cautioned that limits on asserted claims too early 
in a proceeding may deny a patent holder the ability to discover and identify unique infringement 


and validity issues among claims.21 The same is true for a defendant with respect to any early 
disclosure requirements as to prior art references, as in many cases a defendant will only have 
become aware of the patent as a result of the filing of the complaint. It is incumbent on the parties, 
nonetheless, to meaningfully consider and address appropriate limits on claims and prior art 
references early on in the case. It is not too early to address a process and time frame for reaching a 
decision on a limit of the number of claims and prior art references at the case management 
conference, and the parties should come to that conference prepared with a proposal on an 
appropriate limit on the number of claims and prior art references for purposes of discovery and 
claim construction, or, if necessary, competing proposals for the court to consider. If the parties are 
unable to agree or propose reasonable limits on claims and references, or at least a process and time 
frame for reaching a decision on those limits, then the parties should demonstrate good cause to the 
court as to why the number of asserted claims and prior art references present unique issues of 
infringement or validity. At the case management conference the parties and the court should 
address a process and time frame for reaching a decision on a limit of representative claims, with the 
goal of trying to identify a subset that will actually ultimately be tried. In the scheduling order that 
results from the case management conference, the court should either identify the time frames and 
limits on claims and prior art references, or identify the process and time frame for reaching a 


                                                 
19  General Order Adopting Model Order Focusing Patent Claims and Prior Art to Reduce Costs, E.D. Tex., Oct. 29, 


2013, available at http://www.txed.uscourts.gov/cgi-bin/view_document.cgi?document=24166 [hereinafter E.D. Tex. 
Claims and Prior Art Order]. 


20  See, e.g., Thought, Inc. v. Oracle Corp., No. 12-CV-05601, 2013 U.S. Dist. LEXIS 147561 (N.D. Cal. Oct. 10, 2013) 
(limiting claims to 10 per patent and 32 total, and limiting prior art references to 18 per patent and 50 total); Unwired 
Planet LLC v. Google, Inc., No. 3:12-CV-0504, 2013 U.S. Dist. LEXIS 146766 (D. Nev. Oct. 10, 2013) (limiting 
claims to 30 after the Markman order and 15 by trial, and limiting prior art references to 15 per independent claim); 
Thinkoptics, Inc. v. Nintendo of Am., Inc., No. 6:11-CV-455, 2013 U.S. Dist. LEXIS 159758 (E.D. Tex. Sept. 11, 
2013) (limiting claims to 10 and prior art references to 12); Masimo Corp. v. Philips Elecs. N. Am. Corp., 918 F. 
Supp. 2d 277 (D. Del. 2013) (limiting claims to 30 and prior art references to 40).  


21  See In re Katz Interactive Call Process Patent Litig., 639 F.3d 1303, 1313 n.9 (Fed. Cir. 2011); see also Blonder-Tongue 
Labs., Inc. v. Univ. of Ill. Found., 402 U.S. 313 (1971). 



http://www.txed.uscourts.gov/cgi-bin/view_document.cgi?document=24166
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decision on limits on claims and prior art references. In that order, the court should require the 
patentee to identify an initial set of representative claims for discovery and claim construction 


purposes if it has not done so by the case management conference.22 During discovery, the parties 
should narrow the set of claims and prior art references that will be presented at trial in accordance 
with the schedule set by the court. To avoid piecemeal and revised reports, or allegations of unfair 
prejudicial surprises, the court should require the parties to select a final set of claims that will be 
presented at trial and a final set of prior art references that will be relied upon at trial, at least 30 days 


before service of any expert reports.23 24  


There is a concern whether the court can compel a party to actually forego its right to enforce the 
claims not selected, or compel a party to actually forego a right to later assert prior art not selected. 
However, it can be assumed that each party will pick its best claims and best prior art, and if 
unsuccessful in asserting these claims and references the relevant party is unlikely to want to proceed 
with the others. This becomes particularly true in view of the recent Supreme Court decisions 
regarding the determination of an exceptional case and the potential for having to pay the opposing 


party’s attorney’s fees.25 


                                                 
22  See Yamaha Corp. v. Toshiba Samsung Storage Tech. Corp., No. 13-cv-2018 (C.D. Cal. Oct. 15, 2014) (limiting 


patentee to 20 claims across 11 patents and accused infringer to 32 prior art references, and noting that “[]in 
adopting these limitations, the Court contemplates that the parties and the Court may further narrow the issues 
during pretrial proceedings in order to facilitate an efficient trial. As discovery progresses, the parties are encouraged 
to confer concerning further reductions in the number of asserted claims and prior art references”); Pragmatus 
Telecom LLC v. Gen. Motors LLC, No. 12-cv-1533 (D. Del. July 7, 2014) (“Plaintiff shall reduce the number of 
asserted claims to 8 within one week after the Court issues its claim construction decision [and] each Defendant shall 
reduce the number of asserted prior art references to 5 per patent within two weeks of receiving Plaintiff’s selection 
of 8 claims.”). 


23  This assumes that the court has addressed claim construction before the expert reports are due. It is recognized, 
however, that there are some courts, e.g., in Delaware, that typically do not conduct claim construction until after 
expert reports are due. 


24  See E.D. Tex. Claims and Prior Art Order, supra note 19. 


25 See infra, Sec. III.G. 







The Sedona Conference Commentary on Patent Litigation Best Practices: Case Management Chapter        December 2015 


12 


2. Representative Products  


Best Practice 8 – The court should encourage the parties, where possible, to work 
together in good faith to identify representative products early 
on in the litigation. This process promotes efficiency by 
limiting the number of accused products that will be the focus 
of discovery and trial. If the parties reach an impasse, they 
should present the disputed issues to the court, and the court 
should resolve them as soon as practicable. 


Best Practice 9 – The parties should address whether they can agree on 
representative products for purposes of discovery. If they 
cannot agree at the initial case management conference, then 
the parties should address what additional information and 
amount of time is needed to reach an agreement or resolution 
by the court.  


As with claims and prior art references, parties in appropriate cases can often agree pretrial on 
representative products for purposes of determining whether a group of accused products infringes. 
But while this agreement focuses the evidence at trial, the parties proceed on many more accused 
products over the course of discovery. As a result, the patent holder often serves unnecessary 
infringement contentions, the alleged infringer produces unnecessary documents about numerous 
products, the parties take redundant fact depositions, and both parties’ experts consider and respond 
to arguments regarding more products than they testify to at trial. On the other hand, in some kinds 
of patent infringement cases, it may not ever be possible to identify representative products. For 
example, in cases involving pharmaceutical products, it may be improper to require the identification 
of representative products because a drug’s efficacy may depend on its interactions with particular 
environmental factors. Every case must therefore be considered independently to determine whether 
it is possible and beneficial to identify representative products.  


Many patent infringement actions will in fact lend themselves to the early identification of 
representative products, and courts should therefore attempt to identify whether the immediate 
action is one of those cases. Representative products present the parties and the court with a 
significant opportunity to reduce costs and increase efficiency during discovery. These gains, 
however, must be weighed against the requirement that the patent holder prove its case; in other 
words, the representative product must actually be representative of the group of products for 


purposes of determining infringement.26 Before any product is deemed representative, it will be 
incumbent upon the parties early in the case to bring to the court’s attention what is the nature of 
the claims alleged to be infringed by such products, what is required to prove infringement, and 
whether some form of testing will be necessary before a product can be deemed representative of 
others. Frequently, it will be important that infringement contentions reflect enough information 
about the theory of infringement for the parties to agree that a particular product is, or is not, 
representative of others that function like it. Relatedly, the accused infringer should explain to the 


                                                 
26  See, e.g., Infineon Techs. AG v. Volterra Semiconductor, No. 11-6239 MMC (DMR), 2013 U.S. Dist. LEXIS 109165, 


at *17 (N.D. Cal. July 31, 2013) (“The existence of product differences does not necessarily affect the question of 
whether a product is representative of others. The differences must be relevant to the infringement contentions.”).  
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patent holder—and, if appropriate, the court—what material differences exist across accused 
products that present unique infringement issues in the case. 


The parties may be unable to agree on whether the use of representative products would be 
appropriate in a given case by the initial case management conference. In that case, the parties 
should discuss and consider what additional information each side needs to be able to make an 
informed decision about representative products early on in the case. For instance, the patent holder 
may need a 30(b)(6) deposition to understand key or high-level differences in the accused products, 
and the accused infringer may need to assess the patent holder’s infringement contentions before 
agreeing on representative products. Regardless of the circumstances of a particular case, the parties 
should endeavor to reach agreement on the fewest number of representative products necessary to 
fairly litigate the issue of infringement, and the parties should pursue this agreement early on in the 
case to achieve maximum efficiency. Nonetheless, any decision about what is or is not a 
representative product should be subject to modification or amendment for good cause, because 
new facts about the functionality of any accused product may arise during the course of litigation as 
more information and discovery becomes available. 


3. Preliminary Statements Regarding Value of the Case for Determining 
Discovery Limits 


Best Practice 10 – In order to facilitate effective case management by the court, 
including proportionality determinations to resolve discovery 
disputes, the parties should provide to the court good faith 
non-binding estimates as to the range of damages the case is 
likely to involve, along with high-level explanations of their 
estimates. Such estimated ranges of damages and explanations 
shall be provided at the earliest time possible, at the case 
management conference, or as soon thereafter as practicable. 


All discovery in all cases is subject to the rule of proportionality.27 To make meaningful decisions 
about limits on discovery and other case management considerations, the court needs to have some 
understanding of the parties’ respective positions on the value of the case. For instance, the court 
may want to understand at a high level whether the parties contend the patent infringement case is a 
$1 million, $10 million, $50 million, or $100 million+ dispute. Where available, the court at the case 
management conference should try to use informal valuation to balance case management with 
respect to other issues, such as limits on discovery, limits on claim terms and prior art references, 
and scheduling considerations involving Markman, dispositive motions, and trial. 


In order to make an informed case management analysis, the court may request the parties to 
provide a non-binding, general estimate of what is at stake in the case at the case management 


conference.28 As part of this estimate, the parties should state whether they believe the case involves 


                                                 
27  See, e.g., FED. R. CIV. P. 26(b)(2)(C)(iii). 


28  Effective exchange of this kind of information usually will require entry of a protective order, and to avoid delay in 
such an exchange, courts should consider adopting a default protective order. See, e.g., W.D. Pa. LPR 2.2. See also 
N.D. Ill. LPR Preamble (“[T]he Rules provide for a standardized protective order that is deemed to be in effect upon 
the initiation of the lawsuit. . . . [E]arly entry of a protective order is critical to enable early initial disclosures of 
patent-related contentions that the rules require.”). Alternatively, some jurisdictions address this issue through other 
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lost profits, reasonable royalties, or some combination of the two. Similarly, the parties should state 
whether they believe damages should be based on the entire market value of the accused product or 
an apportionment within the product (e.g., smallest saleable unit); the issue of the base on which to 


apply any royalty may be a major point of disagreement between the parties.29 The parties can 
include whether they believe damages should be subject to a “fair, reasonable and non-
discriminatory” (FRAND) royalty rate commitment, or any other limitation, such as a license 
defense or a failure to mark pursuant to 35 U.S.C. § 287. At times, the patent owner may be aware of 
only a limited number of allegedly infringing products being sold and not the full universe of 
products thereby hampering the process of providing an estimate. In any event, as a result of the 
complexity and uncertainty surrounding patent damages, neither the court nor a party should be 
allowed to later use such informal estimate against an offering party, except for the purposes of 
demonstrating that a calculation was made in bad faith to unreasonably complicate or limit the 
proceeding. 


If the parties propose widely divergent estimates and maintain that there is no reasonable basis for 
the opposing estimate, then the court may inquire about the basis for each party’s estimate. In such 


cases, each party should be prepared to provide a general explanation for its estimates.30 The parties 
must offer these explanations in good faith in order to facilitate case management. The court, 
however, must also recognize that these estimates and explanation have been developed at the 
beginning of the case without the benefit of fact, let alone expert discovery. Any reasonable royalty 
analysis may not be accurate or reliable without a comprehensive analysis of at least all the Georgia 


                                                 
local rules. See e.g., Delaware LR 26.2, which provides a way to exchange confidential information on a trial counsel-
only basis prior to entry of a stipulated protective order.  


 At the request of either of the parties, the court should consider having some or all of this information submitted on 
a confidential basis under seal.  


29  The court may want to consider if early focus on this issue would be beneficial in advancing a resolution of the case 
or narrowing of the issues. 


30  Both The Sedona Conference’s Working Group 9 on Patent Damages and Remedies (WG9) and The Sedona 
Conference’s Working Group 10 on Patent Litigation Best Practices (WG10) have presented proposals that provide 
for information on damages to be provided relatively early in the litigation, although there is some difference in the 
specific timing. WG10’s proposal requires early non-binding disclosure at the Rule 16 conference. WG9 
recommends the facilitation of early damages disclosures through the use of “Preliminary Compensatory Damages 
Contentions” (PCDCs), but notes that “Because of the complex nature of patent litigation, parties typically require a 
fair amount of fact discovery before they understand the other’s information sufficiently to formulate even ‘ball park’ 
damages contentions.” The Sedona Conference, Commentary on Patent Damages and Remedies (Jun. 2014, public 
comment version), at 37 & 40, available at 
https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%
20Damages%20and%20Remedies [hereinafter, Sedona WG9 Patent Damages Commentary]. Subsequent to publication 
for public comments of the two reports, WG9 formed a drafting team in early 2015 to develop procedures for such 
disclosures, now referred to as “Damages Contentions” (DC), including their timing, given that some discovery is 
often required in complex patent matters before reliable damages estimates can be developed. The Sedona 
Conference, Commentary on Patent Damages and Remedies: Proposed Model Rule for Damages Contentions (2016, forthcoming). 


 One of the recommendations of the WG9 Damages Contention team is that while preliminary document exchanges 
related to damages issues can be required to occur at an earlier stage, the timing of the Damages Contention 
disclosures by the patent holder is probably best required following the exchange of FED. R. CIV. P. 26 initial 
disclosures and infringement contentions required by existing local rules. This exchange often would be a benefit to 
the parties in providing any “non-binding estimates for the range of damages” that the parties would be required to 
earlier disclose at the case management conference under this WG10 Case Management Chapter Best Practice No. 
10. 



https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Damages%20and%20Remedies

https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Damages%20and%20Remedies
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Pacific factors, which requires access to the other party’s confidential information and—almost 
always—expert analysis. As a result, the court should not expect the patent holder to provide any 
detailed or complete explanation of a reasonable royalty analysis at the case management conference. 
For instance, a patent holder may state that it intends to apportion the value of the patented 
invention within the accused product, but the patent holder cannot be expected to explain details as 
to how it intends to conduct the apportionment (i.e., conjoint survey, regression analysis, etc.). 
Similarly, the parties could be expected to state whether the accused feature is believed to an 
important or inconsequential feature within the accused product, but the parties should not be 
expected to articulate a quantitative value of the accused feature in comparison to other features or 
non-infringing alternatives. The patent holder may also state it intends to pursue a reasonably royalty 
based on an entire market value rule theory, but the patent holder would not need to provide any 
evidence of consumer demand at this stage. Ultimately, the purpose of this explanation should focus 
on whether the respective parties’ views of accused sales differ by an order of magnitude rather than 
to examine an analysis of appropriate royalties. The parties and the court must recognize that these 
informal estimates and high-level explanations, while required to be made in good faith, are subject 
to partial or complete revision depending on fact and expert discovery.  


4. Additional Discovery Issues to Address by or at the Case Management 
Conference  


Best Practice 11 – At the initial case management conference, the court should 
implement procedures that encourage the parties to identify 
any discovery issues that may need early resolution. 


Given the high costs and high value of patent infringement litigation in general, it is not surprising 
that discovery in such cases is itself extraordinarily expensive. The American Intellectual Property 
Law Association (AIPLA) estimates that the cost of litigation through the end of discovery ranges, 
e.g., from $1.2 million for matters with “only” $1 million to $10 million at stake, to $2.2 million for 
matters with between $10 million and $25 million in potential damages. For the many cases with 
more than $25 million in damages at issue, AIPLA estimates the cost of litigation through discovery 


to be at least $2.9 million.31 


It is imperative that parties and the court tackle as many of the actual or potential vexing discovery 
issues that patent litigation presents as early in the proceedings as feasible. In many instances, many 
of the most difficult problems associated with discovery—such as whether to sequence it in 
accordance with deadlines associated with claim construction issues, or whether to bifurcate 
damages-related issues (including discovery related to damages)—will already be recognized by the 
litigants even before the court holds a case management and scheduling conference in accordance 
with Rule 16(f). These issues should be raised by the parties in the proposed Rule 26(f) discovery 
plan and then discussed with the court at the case management conference. The more detail the 
parties can provide about anticipated discovery problems in their joint discovery plan, the more 
likely the court will be able to address these issues expeditiously and cost-effectively. 


                                                 
31  See Am. Intellectual Property Law Ass’n, Report of the Economic Survey 34 (2013); see also Emery G. Lee III & Thomas 


E. Willing, Federal Judicial Center, Litigation Costs in Civil Cases: Multivariate Analysis 8 (2010) (noting that intellectual 
property cases demonstrate costs almost sixty-two percent higher than the baseline categories for other cases, all 
other factors being equal), available at http://www.fjc.gov/public/pdf.nsf/lookup/costciv1.pdf/$file/costciv1.pdf. 



http://www.fjc.gov/public/pdf.nsf/lookup/costciv1.pdf/$file/costciv1.pdf
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The earlier in the case that the court can address and resolve these issues, the more likely that the 
costs of discovery will be reduced for all parties, and the court will enjoy a correspondingly reduced 
burden on its own resources. Accordingly, courts should always encourage the parties involved in 
patent litigation to raise these issues at the earliest date, and preferably in the joint discovery plan. 


Best Practice 12 – The court should require disclosures and document production 
likely to encourage early case resolution. 


Courts should require the parties to disclose information and produce documents that are likely to 
be central to the merits of the parties’ dispute over liability and thus would be likely to encourage 


early case resolution.32 For example, the court should address when the parties will provide 


infringement and invalidity contentions, along with corresponding document productions.33 34  


In addition to these disclosures directed to the liability portion of the case, courts should consider 


requiring production of information and documents relevant to the damages portion of the case.35 
For example, the Eastern District of Texas’ Track B Order requires within 14 days of service of the 
Answer that the patentee produce “all licenses or settlement agreements concerning the patents in 
suit and any related patent,” and within 44 days of service of the Answer that the accused infringer 
produce “summary sales information” reflecting the quantity of accused products sold in the United 
States and the revenue from those sales, and within 58 days of service of the Answer that the 
patentee file a good-faith estimate of its expected damages, “including a summary description of the 
method used to arrive at that estimate.” Even without the aid of local rules, courts should consider 


requiring parties to exchange this fundamental financial information early on.36 Some courts have 
required more, including requiring the patent holder to identify its damages model and the accused 


infringer to produce “sales figures.”37 Effective exchange of this kind of information can help the 


                                                 
32  For a full discussion of Working Group 10’s recommended initial disclosure, early infringement and invalidity 


contention, and production of key documents requirements, see The Sedona Conference, Commentary on Patent 
Litigation Best Practices: Discovery (Oct. 2014, public comment version), at Sec. IV.A. (Initial Disclosures) and Sec. IV.B. 
(Initial Contentions), available at 
https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%
20Litigation%20Best%20Practices%3A%20Discovery [hereinafter, Sedona WG10 Discovery Chapter]. 


33  See W.D. Pa. Local Patent Rule 3.1. 


34  For a full discussion of Working Group 10’s recommended early production of information and documents 
requirements regarding validity issues, see Sedona WG10 Discovery Chapter, supra note 32, at Sec. IV.A. (Initial 
Disclosures) and Sec. IV.B. (Initial Contentions). 


35  Of course, such disclosures would be irrelevant and not required in cases in which damages are not sought, such as 
ANDA cases or those in which the patentee seeks only an injunction or declaratory relief. 


36  See PACid Group L.L.C. v. Cisco Sys. Inc., No. 6:09-cv-324, ECF No. 282, at 1 (E.D. Tex. May 17, 2011) (ordering 
early disclosure of damages documents before referring case to mediation); see also Eon Corp IP Holding LLC, 2013 
WL 3982994, at *1 (N.D. Cal. Mar. 8, 2013) (“[A]n early estimate of the order of magnitude of damages at issue (e.g., 
less than $10 million; $25 million; more than $100 million) is important to the application of the principle of 
proportionality set forth in Federal Rule of Civil Procedure 26(b)(2)(C)(iii) to ascertain the burden and expense of 
discovery that is warranted.”); United States District Judge Sue L. Robinson’s (D. Del.) Patent Case Scheduling 
Order (revised March 24, 2014) (requiring that (1) a plaintiff disclose its damages theory along with the first round of 
initial disclosures, and (2) a defendant produce sales figures along with the second round of initial disclosures).  


37  See, e.g., Scheduling Order-Patent (D. Del. 2014), available at 
http://www.ded.uscourts.gov/sites/default/files/Chambers/SLR/Forms/Sched-Order-Patent-03-24-14.pdf; Track 



https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Litigation%20Best%20Practices%3A%20Discovery

https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Litigation%20Best%20Practices%3A%20Discovery

http://www.ded.uscourts.gov/sites/default/files/Chambers/SLR/Forms/Sched-Order-Patent-03-24-14.pdf





The Sedona Conference Commentary on Patent Litigation Best Practices: Case Management Chapter        December 2015 


17 


parties realistically assess the value of the case as well as the nature of the parties’ theories as to how 
damages should be calculated, and thus promote early, effective settlement discussions. And with 
respect to any informal ‘‘early estimate of the order of magnitude of damages at issue (e.g., less than 
$10 million; $25 million; more than $100 million)” at the case management conference, such a 
disclosure likely “is important to the application of the principle of proportionality’’ that informs the 


scope of discovery that is warranted in a given case.38 In order to enhance the likelihood that parties 
will provide candid early estimates, courts should consider assuring parties that these informal 


estimates will not be binding.39 


Best Practice 13 – As part of their initial Rule 26(f) conference, the parties should 
attempt to agree to a schedule for infringement and invalidity 
contentions; a schedule to substantially produce documents 
related to the accused products; and a schedule for the alleged 
infringer to decide whether it will waive the attorney-client 
privilege and produce opinion letters.  


Key deadlines in jurisdictions with local patent rules include (1) service of infringement and 
invalidity contentions; (2) production of documents related to the accused products and prior art; 
and (3) the timeframe for an accused infringer to decide to waive the attorney-client privilege and 
rely on an opinion of counsel. Among the benefits of applying these local rules and procedures are 
the fact that they result in relatively standard procedures for case management across many different 
jurisdictions whose dockets are burdened by numerous patent litigation actions; they promote 
standardized mechanisms that become increasingly more efficient for both the courts and the 
litigants as they are more widely adopted; they result in greater predictability with respect to the 
timing of certain key discovery disclosures and the narrowing of the issues in the case; and they lead 
to more predictable timing with respect to when both the Markman hearing and ultimate trial will 


occur.40 To a similar end, Congress enacted Pub. L. No. 111–349 in 2011, instituting a ten-year pilot 
program intended to enhance the patent expertise of selected federal judges serving among the 
fifteen most patent-active district courts in 2010, as well as to courts adopting or certifying their 


intention to adopt local patent rules.41 Whether or not a case is filed in a jurisdiction with local 


                                                 
B Initial Case Mgmt. Order ¶ 3 (E.D. Tex. 2014), available at http://www.txed.uscourts.gov/cgi-
bin/view_document.cgi?document=24330. 


38  See Eon Corp., 2013 WL 3982994, at *1. 


39  For a full discussion of Working Group 9’s recommended early production of information and documents 
requirements relevant to damages, see Sedona WG9 Patent Damages Commentary, supra note 30, at Sec. III. (Pretrial 
Principles and Best Practices), BP4 (“Both parties to a lawsuit should work together prior to the initial case 
management conference to facilitate the early disclosure of preliminary compensatory damages contentions (PCDCs) 
and supporting materials.”). 


40  See, e.g., James Ware & Brian Davy, The History, Content, Application and Influence of the Northern District of California’s 
Patent Local Rules, 25 Santa Clara Computer & High Tech. L.J. 965 (2009) (providing a general overview of the scope 
and nature of local patent rules, using those adopted by the Northern District of California as exemplary); Grace 
Pak, Balkanization of the Local Patent Rules and a Proposal to Balance Uniformity and Local Experimentation, Am. U. Intell. 
Prop. Brief, Spring 2011, at 44 (describing use of local patent rules to “manage the complexity of patent cases” and 
“provide a standard structure and promote consistency and certainty”), available at 
http://www.ipbrief.net/volume2/issue3/IPB_Pak.pdf. 


41  Patent Pilot Program, Pub. L. No. 111–349, 124 Stat. 3674 (2011). 



http://www.txed.uscourts.gov/cgi-bin/view_document.cgi?document=24330
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patent rules or where the Patent Pilot Program is in place,42 the parties to a patent infringement 
action should attempt during their initial Rule 26(f) conference to set out a discovery plan that 
includes deadlines for these kinds of disclosures and productions, and to highlight where they 
believe that there may be problems with how and when discovery will be produced under the 


proposed schedule.43 


Best Practice 14 – In the joint case management statement, the parties should 
each inform the court how they believe the underlying 
technology will affect discovery going forward. 


In patent infringement cases, the nature of the technology at issue can have a profound impact on 
how all phases of the lawsuit are litigated. Litigation between a major branded pharmaceutical 
company and one of its competitors seeking to introduce a generic variety of a popular drug via an 
Abbreviated New Drug Application (ANDA) and the Hatch-Waxman Act is inherently different 
than patent litigation involving computer applications or systems that thrive as a result of the 
popularity of the internet. By way of example, Hatch-Waxman Act patent litigation is typically tried 
to a judge, not a jury. That is because under the unique procedures associated with the Hatch-
Waxman Act, cases often proceed to trial before there is an accused drug made available to the 
public by the generic manufacturer, and some typical damages-related questions may not even exist 
because of the absence of a product on the market. As a result, discovery in such cases may be 
focused upon the nuances of whether the generic manufacturer is using chemical formulae that have 
the same performance characteristics to those that are claimed in the underlying patent, and whether 
documents provide evidence of potential anticompetitive activities related to the licensing of the 
approved drugs of the patentee. 


By contrast, a patent lawsuit involving a computer software or hardware application with broad 
applicability to many industries frequently will be predicated on an innovation that is more than a 
decade old, with substantial developments in the same technological area in the intervening years 
having created complex prior art and damages issues. The number of claims in a litigated patent 
involving a communications system that is alleged to be implemented in a broad swath of mobile 
devices, and indeed the number of patents being litigated, may be particularly numerous. One study 
has suggested that software and internet patents are eight times more likely to be litigated than other 


types of patents.44 As a result, it is common in such cases for courts to entertain complex arguments 
related to how underlying computer source code implemented within an accused product should be 
made available to the plaintiff’s attorneys, including where the source code will be stored, in what 
form it will be produced, and what parties may review the source code (and under what conditions). 
Additionally, many computer software and hardware engineers routinely communicate with one 


                                                 
42  At least 24 U.S. district courts have formally adopted local patent rules. Districts that have adopted local patent rules 


(or variants upon them, including specific case management orders or provisions governing patent cases) include: 
N.D. Cal.; S.D. Cal.; D. Del.; N.D. Ga.; D. Idaho; N.D. Ill.; N.D. Ind.; S.D. Ind.; D. Md.; D. Mass.; D. Minn.; E.D. 
Mo.; D. Nev.; D.N.H.; D.N.J.; E.D.N.Y.; N.D.N.Y.; S.D.N.Y.; E.D.N.C.; M.D.N.C.; W.D.N.C.; N.D. Ohio; S.D. 
Ohio; W.D. Pa.; E.D. Tex.; N.D. Tex. (Dallas Division); S.D. Tex.; E.D. Wash.; and W.D. Wash. 


43  Currently, Working Group 9 is undertaking the task of working on developing a set of proposals to accomplish these 
objectives. 


44  John R. Allison, Emerson H. Tiller, Samantha Zynotz & Tristan Bligh, Patent Litigation and the Internet, 2012 Stanford 
Tech. L. Rev. 3 (2012). 
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another from a variety of offices located across the globe via electronic messaging, raising a host of 
issues associated with how electronic discovery will need to be searched and produced. 


It is imperative that, at the very outset of a patent infringement action, the parties do their best to 
inform the court as to the nuances of the underlying technology involved in the dispute, and how it 
may impact case management going forward—especially discovery. This process necessarily includes 
advising the court how electronic discovery is likely to be impacted by the nature of the technology 
in dispute, and whether and to what extent the parties need to be concerned with the impact of 
discovery on collateral proceedings, such as inter partes review, covered business method patent 
review, inter partes reexamination, and ex parte reexamination. 


Best Practice 15 – At the case management conference, the parties should identify 
any case-dispositive or settlement-driving issues that they 
believe may warrant focused discovery or early motion 
practice. 


Many patent cases are dependent upon the outcome of a limited number of critical issues that may, 
in appropriate cases, be amenable to early resolution by the courts. Likewise, the resolution of some 
issues in patent cases, such as determining whether a particular patent is subject to a standards-
setting obligation in which the patentee must offer a FRAND royalty rate, may heavily dictate 
settlement strategies for both parties and be outcome determinative as to what measure of damages 
can be collected from valid patents. Many of these outcome-dependent or settlement-dictating issues 
should be recognizable by the attorneys representing the parties as early as the Rule 16 meeting of 
counsel. Courts should incentivize the attorneys in patent cases to identify any issues that could, in 
fact, be outcome-determinative or settlement-driving. However, in deciding what issues can be 
subject to focused discovery, courts also should strive to avoid situations that will result in piecemeal 
or unnecessarily protracted litigation. 


Accordingly, where appropriate, at the case management conference the court should consider 
entering a scheduling order that tailors discovery and motion practice to resolve, or at least focus 


upon, critical issues identified by the parties in the Rule 16(f) joint discovery plan.45 46 


Best Practice 16 – The court should consider implementing different tracks for 
patent cases, allowing the court in appropriate cases to utilize 
procedures with streamlined discovery and to set an earlier 
trial date. 


While many litigants may prefer to utilize the normal procedures associated with patent litigation, 
there also may be situations where the court or the parties believe a more streamlined approach is 
warranted. For instance, the Eastern District of Texas employs both a standard track and a 


                                                 
45  For an additional discussion of WG10’s recommended best practices regarding the potential staging of discovery, see 


Sedona WG10 Discovery Chapter, supra note 32, at Sec. V. (Bifurcation or Staging of Discovery).  


46  For a full discussion of WG10’s recommended best practices regarding early summary judgment, see The Sedona 
Conference, Commentary on Patent Litigation Best Practices: Summary Judgment Chapter (Oct. 2015 Edition), available at 
https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20patent%
20Litigation%20Best%20Practices%3A%20Summary%20Judgment%20Chapter [hereinafter, Sedona WG10 Summary 
Judgment Chapter], at Sec. II (Early Summary Judgment).  



https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20patent%20Litigation%20Best%20Practices%3A%20Summary%20Judgment%20Chapter
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streamlined track case management procedure for patent cases.47 Under the streamlined Track B 
procedure, the court may unilaterally impose, or the parties may jointly agree to employ, a default 
case schedule in which the litigants are required early in the case to serve upon one another key 
disclosures, such as infringement and invalidity contentions. Similarly, the District of New Jersey 
Local Patent Rules require a party asserting infringement to disclose asserted claims and 
infringement contentions “not later than 14 days after the initial Scheduling Conference,” along with 
key supporting documents, as well as documents pertaining to, for example, conception, reduction 
to practice, patent ownership, and sale, offer for sale, or public use of the claimed invention prior to 


the date of the patent application.48 The District of New Jersey Local Patent Rules further require a 
party accused of infringement to disclose invalidity contentions and supporting documents “not 
later than 45 days after service upon it of the ‘Disclosure of Asserted Claims and Infringement 


Contentions.’”49 


The advantage of employing streamlined procedures where warranted is that the approach may 
produce additional efficiencies and cost savings, while still ensuring the parties receive a full and fair 
opportunity for the speedy determination of each case on its merits. The expedited exchange of key 
information at early stages of the underlying litigation mitigates defense concerns that patent owners 
might leverage the cost of defense into a settlement, and allows the patent holder to receive key 
damages information from defendants without any possible tactical delay. 


Best Practice 17 – The court should enter eDiscovery orders outlining the scope 
and limits of eDiscovery when the court enters the initial case 


management and protective order.50 


Management of electronic discovery is critical in patent litigation. Therefore it is incumbent at as 
early a stage as possible for courts in patent cases to identify the likely scope of electronic discovery, 
and enter appropriate orders governing procedures for the storage and production of such 
information. Preferably, the procedures to be employed for the management and production of 
electronic discovery will be made at the same time, or as close as possible, to when the court enters 
its case management order. Because they cover similar subject matter, courts also should strive to 


                                                 
47  See Gen. Order 14-3 (E.D. Tex. 2014), available at http://www.txed.uscourts.gov/cgi-


bin/view_document.cgi?document=24330. Under the Eastern District of Texas’s “Track B” initial case management 
order, plaintiffs are required within 14 days of all defendants’ filing an answer or Rule 12(b) motion to serve 
infringement contentions and produce all licenses or settlement agreements concerning the patents-in-suit and 
related patents. Id. Shortly after, other deadlines follow for initial disclosures, a good faith damages estimate, and 
invalidity contentions. Id. 


48  See D.N.J. Local Patent Rules 3.1-3.2, 3.6 (D.N.J. revised Apr. 3, 2014), available at 
http://www.njd.uscourts.gov/sites/njd/files/completelocalRules.pdf. 


49  See id., Local Patent Rules 3.3-3.4, 3.6. 


50  For a full discussion of eDiscovery orders, etc., see The Sedona Conference, The Sedona Principles Addressing Electronic 
Document Production (2d ed. 2007), available at https://thesedonaconference.org/download-pub/81 [hereinafter, Sedona 
WG1 Principles Addressing Electronic Document Production], and Sedona WG10 Discovery Chapter, supra note 32, at Sec. II. 
(Initial Discovery Communications).  



http://www.txed.uscourts.gov/cgi-bin/view_document.cgi?document=24330
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enter an appropriate protective order at the same time. Assisting that process, many courts provide 


default protective orders that can be used until the court enters a tailored protective order.51 


Given the rise in importance of electronic discovery in the past decade, many courts now require 
compliance with special local rules, case management orders, eDiscovery orders, forms, or other 


guidelines that address the discovery of electronically stored information.52 Likewise, The Sedona 


                                                 
51  N.D. Cal., Patent Local Rule 2-2 Interim Protective Order (2014), Stipulated Protective Order for Litigation 


Involving Patents, Highly Sensitive Confidential Information and/or Trade Secrets (2014), and Stipulated Protective 
Order for Standard Litigation, available at http://www.cand.uscourts.gov/model-protective-orders; Delaware Local 
Rule 26.2 (amended effective Apr. 30, 2010), available at 
http://www.ded.uscourts.gov/sites/default/files/local_rules/LocalRulesCivil_4-30-10.pdf. 


52 D. Alaska Local Form 26(f): Scheduling and Planning Conference Report Local Rule 16.1 Pre-Trial Procedures 
(requiring use of Local Form 26(f) or one substantially similar); E.D. Ark. and W.D. Ark., Local Rule 26.1 Outline 
for FED. R. CIV. P. 26(f) Report; N.D. Cal., Guidelines for the Discovery of Electronically Stored Information, ESI 
Checklist for use during the Rule 26(f) meet and confer process, Model Stipulated Order Re: the Discovery of 
Electronically Stored Information Standing Order for All Judges of the Northern District of California, Joint Case 
Management Statement & [Proposed] Order; S.D. Cal., Local Patent Rule 2.1 Governing Procedure, Local Patent 
Rule 2.6 Model Order for Electronically Stored Information (“ESI”), Model Order Governing Discovery of 
Electronically Stored Information in Patent Cases; D. Colo., Civil Case Scheduling Order; D. Conn., Local Civil 
Ruler 16(b), Local Civil Rule 26, Local Civil Rule 37, Form 26(F); D. Del., Default Standard for Discovery, Including 
Discovery of Electronically Stored Information (“ESI”), Default Standard for Access to Source Code; Bankr. D. Del. 
L.R. 7026-3 Discovery of Electronic Documents (“E-Discovery”); M.D. Fla., Civil Discovery Practice Handbook 
(Part VII “Technology”); S.D. Fla., Local Rules, Rule 16.1 Pretrial Procedure in Civil Actions, Rule 26.1 Discovery 
and Discovery Material (Civil), Appendix A: Discovery Practices Handbook; N.D. Ga. LR 16.2 Joint Preliminary 
Report and Discovery Plan; Appendix B: Documents Associated with Civil Cases Pending in the United States 
District Court of the Northern District of Georgia; S.D. Ga., Rule 26(f) Report; Bankr. D. Haw., LBR 1004-1. Rule 
2004 Examinations; D. Idaho, Rule 16.1 Scheduling Conference, Voluntary Case Management Conference (VCMC) 
and Litigation Plans; N.D. Ind., Report of Parties’ Planning Meeting; S.D. Ind., Uniform Case Management Plan (see 
Part III(K)), Rule 16.1 Pretrial Procedures (requiring use of Uniform Case Management Plan); N.D. Iowa and S.D. 
Iowa, Scheduling Order and Discovery Plan, Instructions and Worksheet for Preparation of Scheduling Order and 
Discovery Plan and Order Requiring Submission of Same, Local Rule 16.1 Scheduling Order and Discovery Plan 
(requiring use of form), Local Rule 26.1 Pretrial Discovery and Disclosures (requirement to submit discovery plan 
satisfied by submission of form Scheduling Order and Discovery Plan); D. Kan., Guidelines for Discovery of 
Electronically Stored Information, Initial Order Regarding Planning and Scheduling; D. Md., Suggested Protocol for 
Discovery of Electronically Stored Information, Local Rule 802 Scheduling Conference, Stipulated Order Regarding 
Confidentiality of Discovery Material and Inadvertent Disclosure of Privileged Material, Appendix A: Discovery 
Guidelines of the United States District Court for the District of Maryland; Bankr. D. Md., Appendix C: Discovery 
Guidelines of the United States District for the District of Maryland; D. Mass., Local Rule 16.6 Scheduling and 
Procedures in Patent Infringement Cases; D. Minn., Local Rules of Civil Procedure, Form 3 Rule 26(f) Report, Form 
4 Rule 26(f) Report (Patent Cases); N.D. Miss. and S.D. Miss., Local Civil Rule 26 Discovery Control, Local Civil 
Rule 45 Subpoena, Case Management Order; E.D. Mo., Local Rule 26-3.01 Federal Rule of Civil Procedure 26; D. 
Neb., Form 35: Report of Parties’ Rule 26(f) Planning Conference; D.N.H., Local Rule 26.1 Discovery Plan Civil 
Form 2: Sample Discovery Plan; D.N.J., Local Rule 26.1 Discovery (subpart (d)), Joint Proposed Discovery Plan; 
E.D.N.Y., Local Rule 26.3 Uniform Definitions in Discovery Requests; N.D.N.Y., General Order 25 (subsection G 
of Case Management Plan form); S.D.N.Y., Local Rule 26.3 Uniform Definitions in Discovery Requests, Standing 
Order (In re: Pilot Project Regarding Case Management Techniques for Complex Civil Cases in the Southern 
District of New York [Exhibit B: Joint Electronic Submission and Proposed Order]); W.D.N.Y., Rule 16 Alternative 
Dispute Resolution and Pretrial Conferences, Rule 26 General Rules Governing Discovery; W.D.N.C., Local Civil 
Rule 16.1 Pretrial Conferences (subpart (G) Initial Pretrial Conference); N.D. Ohio, Local Rules, Appendix K: 
Default Standards for Discovery of Electronically Stored Information (“E-Discovery”), Rule 16.3 Track Assignment 
and Case Management Conference, Local Patent Rules Appendix A: Stipulated Protective Order, Local Patent Rules 
Appendix B: Report of Parties’ Planning Meeting in Patent Cases; S.D. Ohio, Rule 26(f) Report of Parties (Western 
Division at Dayton), Rule 26(f) Report of the Parties (Eastern Division), General Order No. 12-01. Pretrial and Trial 
Procedures [Dayton]; N.D. Okla., Guidelines for Discovery of Electronically Stored Information; W.D. Okla., 



http://www.cand.uscourts.gov/model-protective-orders
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Conference’s Working Group 1 on Electronic Document Retention and Production has issued 
numerous guidelines covering different aspects of the use and discovery of electronically stored 


information.53 Many individual courts have similarly created their own forms or have crafted their 


                                                 
Appendix II, Form: Joint Status Report and Discovery Plan (Civil and Criminal, scroll to relevant Appendix [p. 71]), 
LCrR 16.1 Discovery Conference, Best Practices for Electronic Discovery of Documentary Materials in Criminal 
Cases; E.D. Pa., Report of Rule 26(f) Meeting; M.D. Pa., 26.1 Duty to Investigate and Disclose, Appendix A Joint 
Case Management Plan; W.D. Pa., Local Civil Rule 16.1 Pretrial Procedures, Local Civil Rule 26.2 Discovery of 
Electronically Stored Information, Local Civil Rule 34 Serving and Responding to Requests for Production in 
Electronic Form, Local Civil Rules Appendix 16.1A: 26(f) Report of the Parties, Local Civil Rules Appendix 23.E: 
26(f) Joint Report of the Parties (Class Action); Bankr. W.D. Pa., Local Bankr. Rule 7026-1 Discovery of Electronic 
Documents (“E-Discovery”), Local Bankr. Rule 7026-2 Electronic Discovery Special Master; D.P.R., Rule 16 Pretrial 
Conferences; Scheduling; Management; M.D. Tenn., Administrative Order No. 174: Default Standard for Discovery 
of Electronically Stored Information (“E-Discovery”); W.D. Tenn., Local Rule 26.1 Discovery in Civil Cases, Local 
Patent Rules Appendix A: Stipulated Protective Order, Local Patent Rules Appendix B: Joint Planning Report and 
Proposed Schedule; E.D. Tex., [Model] Order Regarding E-Discovery in Patent Cases (see Appendix P); N.D. Tex., 
Amended Miscellaneous Order No. 62 (Dallas Division, Patent Cases) (see item 2.1(a)(2)); S.D. Tex., Local Rules of 
Practice for Patent Cases Rule 2-1. Procedure; D. Utah, Attorney’s Planning Meeting Report; Bankr. D. Utah, Form 
35: Report of the Parties’ Planning Meeting Pursuant to FED. R. CIV. P. 26(f); D. Vt., Local Civil Rule 26 Discovery; 
W.D. Wash., Local Rule of Civil Procedure Rule 26 Duty to Disclose; General Provisions Governing Discovery, 
Model Agreement Regarding Discovery of Electronically Stored Information (as addressed in LR 26(f)(1)(I)(ii)); 
S.D.W. Va., Report of Parties’ Planning Meeting, Local Rule 16.1 Scheduling Conferences (requiring use of court’s 
form); E.D. Wis., Civil L. R. 16 Pretrial Conferences; Scheduling; Management; Alternative Dispute Resolution, Civil 
L. R. 26 Duty to Disclose; General Provisions Governing Discovery; D. Wyo., V. Discovery, 26.1 Discovery, 26.2 
Electronically Stored Information (ESI); 7th Cir., Electronic Discovery Pilot Program.  


53  The Sedona Conference, Commentary on Privacy and Information Security (Nov. 2015), available at 
https://thesedonaconference.org/download-pub/4430; The Sedona Conference, Commentary on Rule 34 and Rule 45 
“Possession, Custody, or Control” (Apr. 2015, public comment version), available at 
https://thesedonaconference.org/download-pub/4115; The Sedona Conference, Cooperation Proclamation: Resources for 
the Judiciary (Dec. 2014, public comment version), available at https://thesedonaconference.org/download-pub/3968; 
The Sedona Conference, Commentary on Protection of Privileged ESI (Nov. 2014, public comment version), available at 
https://thesedonaconference.org/download-pub/4006; The Sedona Conference, Glossary: E-Discovery & Digital 
Information Management (4th ed. Apr. 2014), available at https://thesedonaconference.org/download-pub/3757; The 
Sedona Conference, Commentary on Information Governance (Dec. 2013, public comment version), available at 
https://thesedonaconference.org/download-pub/3421; The Sedona Conference, Best Practices Commentary on Search & 
Retrieval Methods (Dec. 2013), available at https://thesedonaconference.org/download-pub/3999; The Sedona 
Conference Commentary on Achieving Quality in the E-Discovery Process (Dec. 2013), available at 
https://thesedonaconference.org/download-pub/3668; The Sedona Conference, Commentary on Proportionality 
(January 2013), available at https://thesedonaconference.org/download-pub/1778; The Sedona Conference, 
Commentary on Ethics & Metadata (Aug. 2013), available at https://thesedonaconference.org/download-pub/3111; The 
Sedona Conference, Primer on Social Media, 14 Sedona Conf. J. 191 (2013), available at 
https://thesedonaconference.org/download-pub/1751; The Sedona Conference, Database Principles Addressing the 
Preservation and Production of Databases and Database Information in Civil Litigation, 15 Sedona Conf. J. 171 (2014), available 
at https://thesedonaconference.org/download-pub/4008; The Sedona Conference, “Jumpstart Outline”: Questions to 
Ask Your Client & Your Adversary to Prepare for Preservation, Rule 26 Obligations, Court Conferences & Requests for Production 
(Mar. 2011), available at https://thesedonaconference.org/download-pub/427; The Sedona Conference, Cooperation 
Guidance for Litigators & In-House Counsel (Mar. 2011), available at https://thesedonaconference.org/download-
pub/465; The Sedona Conference, Commentary on Legal Holds: the Trigger & the Process (Sept. 2010), available at 
https://thesedonaconference.org/download-pub/3992; The Sedona Conference, Commentary on Inactive Information 
Sources (July 2009, public comment version), available at https://thesedonaconference.org/download-pub/64; The 
Sedona Conference, Commentary on Preservation, Management and Identification of Sources of Information that are Not Reasonably 
Accessible (Aug. 2008), available at https://thesedonaconference.org/download-pub/3932; The Sedona Conference, 
Cooperation Proclamation (July 2008), available at https://thesedonaconference.org/download-pub/3802; The Sedona 
Conference, Commentary on Non-Party Production & Rule 45 Subpoenas (Apr. 2008), available at 
https://thesedonaconference.org/download-pub/69; The Sedona Conference, Commentary on ESI Evidence & 



https://thesedonaconference.org/download-pub/4430

https://thesedonaconference.org/download-pub/4115

https://thesedonaconference.org/download-pub/3968

https://thesedonaconference.org/download-pub/4006

https://thesedonaconference.org/download-pub/3757

https://thesedonaconference.org/download-pub/3421

https://thesedonaconference.org/download-pub/3999

https://thesedonaconference.org/download-pub/3668

https://thesedonaconference.org/download-pub/1778

https://thesedonaconference.org/download-pub/3111

https://thesedonaconference.org/download-pub/1751

https://thesedonaconference.org/download-pub/4008

https://thesedonaconference.org/download-pub/427

https://thesedonaconference.org/download-pub/465

https://thesedonaconference.org/download-pub/465

https://thesedonaconference.org/download-pub/3992

https://thesedonaconference.org/download-pub/64

https://thesedonaconference.org/download-pub/3932

https://thesedonaconference.org/download-pub/3802

https://thesedonaconference.org/download-pub/69
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own preferred protocols for eDiscovery. The Federal Circuit Advisory Council and some district 


courts likewise have provided model orders governing electronic discovery in patent cases.54  


In general, these electronic orders implement procedures associated with the Electronic Discovery 
Reference Model (EDRM), and contain provisions that dictate how parties employ information 
management, identification, collection, preservation, processing, review, analysis, production, and 


presentation of electronic information like emails, text messages, and wiki pages.55 In the context of 
patent cases, model orders governing electronic discovery frequently will include a variety of 
provisions aimed at ameliorating the complexities and high costs of electronic production. Some 
typical conditions imposed by such model orders include the following: (1) provisions that allow 
costs to be shifted for disproportionate electronically stored information (ESI) production requests; 
(2) limitations on the parties’ collection or production of metadata, and a requirement that good 
cause be shown before any metadata is produced; (3) requirements detailing that any requests for 
email production be made separate from other general ESI requests, and be tailored to specific 
issues rather than the general discovery of an accused product or system; (4) specified limits on how 
emails are to be searched based on the use of a limited number of permissible custodians and search 
terms; and (5) provisions ensuring that the inadvertent production of work product and attorney-
client communications can be immediately remedied without substantial motion practice. Moreover, 
model orders, when particularized to patent cases, typically encourage the parties to make 
production requests seeking emails only after the parties first have exchanged initial disclosures, 
basic documentation about the patents, the prior art, the accused instrumentalities and information 


about the relevant financial issues.56  


By incorporating these provisions governing eDiscovery into a court order at the onset of litigation, 
courts can help curb burdensome and costly requests for irrelevant material. This makes ESI 
production more focused and less wasteful, and saves all of the parties significant cost and 
expenditures. Indeed, by limiting the number of custodians and search terms employed to find 
information, courts can lead the parties to exercise care and due diligence in their discovery, while 
ensuring that discovery requests are targeted at specific information needed for the case. The benefit 
to the parties is that their litigation costs become significantly lowered. The courts should, when 
practicable and subject to the fact-specific needs of their individual patent cases, use its resources to 
shape how electronic discovery will be made available. 


                                                 
Admissibility (Mar. 2008), available at https://thesedonaconference.org/download-pub/70; The Sedona Conference, 
The Sedona Guidelines: Best Practice Guidelines & Commentary for Managing Information & Records in the Electronic Age (Nov. 
2007), available at https://thesedonaconference.org/download-pub/74; The Sedona Conference, Commentary on Email 
Management (Aug. 2007), available at https://thesedonaconference.org/download-pub/75; Thomas Y. Allman, The 
Sedona Principles after the Federal Amendments (Aug. 2007), available at https://thesedonaconference.org/download-
pub/78; Sedona WG1 Principles Addressing Electronic Document Production, supra note 50.  


54  See Federal Circuit Advisory Council, Model Order Regarding E-Discovery in Patent Cases, available at 
http://memberconnections.com/olc/filelib/LVFC/cpages/9008/Library/Ediscovery%20Model%20Order.pdf (last 
visited Sept. 25, 2015); E.D. Tex., [Model] Order Regarding E-Discovery in Patent Cases (2014), available at 
http://www.txed.uscourts.gov/cgi-bin/view_document.cgi?document=22218. 


55  See, e.g., N.D. Cal., Guidelines for the Discovery of Electronically Stored Information, available at 
http://www.cand.uscourts.gov/eDiscoveryGuidelines (last visited Sept. 25, 2015).  


56 See, e.g., Federal Circuit Advisory Council, Model Order Regarding E-Discovery in Patent Cases, supra note 54. 



https://thesedonaconference.org/download-pub/70

https://thesedonaconference.org/download-pub/74

https://thesedonaconference.org/download-pub/75

https://thesedonaconference.org/download-pub/78

https://thesedonaconference.org/download-pub/78

http://memberconnections.com/olc/filelib/LVFC/cpages/9008/Library/Ediscovery%20Model%20Order.pdf

http://www.txed.uscourts.gov/cgi-bin/view_document.cgi?document=22218

http://www.cand.uscourts.gov/eDiscoveryGuidelines
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Best Practice 18 – The court should require that the parties know in what form 
eDiscovery can and will be produced, and what limits will exist 
on eDiscovery, as part of its case management order. 


In complex litigation, documents can be scanned and produced in a multiplicity of computer-imaged 
forms (e.g., native, TIFF or PDF computer formats). As a result, questions frequently arise about 
how both paper and electronic documentation will be generated, converted, and produced. One very 
common question is whether electronic discovery will be converted to a word-searchable format for 
production. Courts should attempt to require that this question be resolved as part of the 
eDiscovery order, as it can impact a variety of cost and discovery issues that might not otherwise be 
recognized by the parties before they begin their exchange of information. For example, courts 
should require that any discoverable information or data that was stored or generated by a party in a 
proprietary format that is not generally readable by computers used by the receiving parties’ lawyers 
is to be converted into and produced in a format that the receiving party can reasonably be expected 
to use.  


Best Practice 19 – The court should require the parties to address in the Rule 26 
joint discovery plan how and where they believe any computer 
source code production should be made available to the 
parties and experts. 


Patent litigation involving allegations where computer software is the accused device, or is relevant 
to proving infringement, is invariably complex and expensive. As a result, both fact and expert 
discovery in such cases are also expensive and time-consuming. As part of the infringement analysis 
(and sometimes as part of an invalidity analysis), both parties will engage experts and forensic 
software analysts to review and prepare summaries of the functionality of the underlying source 
code. This process by itself can be extremely costly, as the source code to many modern computer 
applications can run into the hundreds of thousands, even millions, of lines of programming, and 
may take weeks for even sophisticated consultants to review in any detail. Adding complexity to the 
problem, computer source code is typically deemed to be the “crown jewel” of companies engaged 
in exploiting such software, and is invariably treated as a confidential trade secret that is 
competitively sensitive.  


As a result, discovery in patent ligation governing source code cannot really begin in earnest until a 
protective order is in place that sets out the parameters for how, when, and where source code will 
be produced to a requesting party. Given its heightened confidentiality, source code disclosure 
almost always is the subject of detailed provisions set forth in the underlying protective order. 
Accordingly, courts should require that before the first case management and scheduling conference, 
the parties in their Rule 26 joint discovery plan set forth exactly how and where they believe any 
source code will be produced. By forcing the parties to address these issues before the case 
management conference, the court ensures that it can resolve any disputes before undue expense or 
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delay is incurred. Some courts have developed model protective order source code provisions that 


govern discovery until a specific protective order tailored to the facts can be entered.57 58  


Best Practice 20 – The court should require that the parties address whether there 
should be a patent prosecution bar in the protective order, and 
to what extent such a patent prosecution bar should apply to 


anticipated parallel USPTO proceedings, such as inter partes 
review. 


It is not uncommon for seasoned patent litigators also to maintain a robust practice prosecuting 
patents before the Patent and Trademark Office, or to include attorneys with prosecution 
backgrounds as part of their litigation teams. Because these same attorneys may as part of their 
litigation practice receive access to highly confidential and competitively sensitive business 
information such as source code, parties often seek to include patent prosecution bar provisions in 
the protective order that prevent the attorneys from prosecuting any patents relating to the parties’ 
own technologies. The concern is that the attorneys have the skills requisite to draft patent 
applications that cover the opposing parties’ products. Those may be involved in drafting or 
prosecuting patent applications for the party asserting the patents in the infringement action. Such 
prosecution bars also can extend to parallel proceedings such as ex parte reexaminations, inter partes 
reexaminations, inter partes review, and covered business method review, where the patentee has the 
right to amend the patent claims. In the case of inter partes review and covered business method 
review, however, the potential issue may apply to attorneys on both sides since the attorneys 
defending the action may be involved in drafting the petition on which either proceeding is 
instituted. Both forms of parallel proceedings are more akin to a litigation than the prosecution of a 
patent. In joint defense groups, it is not uncommon for attorneys to also represent competitors of 
other defendants in unrelated prosecution of other patent applications. Hence, an unnecessarily 
broadly worded patent prosecution bar can inhibit such defense counsel’s ability to prosecute those 
other patent applications. Plaintiff’s counsel likewise may be unfairly inhibited from prosecuting 
other patents outside of the immediate litigation if the prosecution bar is too broad. 


Disputes over patent prosecution bars are frequently contentious because they severely limit the 
choice of counsel and give rise to ethical constraints that may govern future work, including in 
parallel proceedings and in unrelated prosecution of other patents. Accordingly, as early in any 
patent litigation as possible, courts should encourage the parties to discuss and address the question 
of whether the protective order should include a patent prosecution bar, and how extensive its reach 
should be, including whether it should cover an attorneys’ participation in a related inter partes review 


or the prosecution of unrelated patent applications.59 It is always preferable that these disputes be 


                                                 
57  See N.D. Cal., Stipulated Protective Order for Litigation Involving Patents, Highly Sensitive Confidential 


Information and/or Trade Secrets (2014), available at http://www.cand.uscourts.gov/model-protective-orders (last 
visited Sept. 25, 2015).  


58  For a full discussion of Working Group 10’s recommended best practices regarding source code discovery, see Sedona 
WG10 Discovery Chapter, supra note 32, at Sec. VI.C. (Source Code Discovery).  


59  The Sedona Conference’s WG10 Parallel USPTO Proceedings drafting team recommends as a best practice that 
“[l]itigation counsel should not be barred from litigating patentability in the PTAB.” See Sedona WG10 Parallel USPTO 
Proceedings Chapter, supra note 5, at Sec. II.D. (Protective Orders), BP35. Some members of the WG10 Case 
Management Issues from the Judicial Perspective drafting team, however, have questioned whether this 



http://www.cand.uscourts.gov/model-protective-orders
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worked out by the parties themselves, and that any disputes that cannot be resolved informally be 
raised and resolved by the courts as early in the proceedings as possible. 


5. Claim Construction60 


Best Practice 21 – After the case management conference, the court should 
establish a schedule in a scheduling order that sets dates for 
claim construction briefing, any related briefing of issues that 


also will need to be addressed at the Markman hearing, a 


tutorial (if any), and a date for a Markman hearing. 


Determining the proper construction of asserted claims forms a fundamental part of most patent-


infringement cases. The Supreme Court’s ruling in Markman61 has led courts to hold claim 
construction hearings (i.e., Markman hearings) and issue rulings to resolve disputes between the 
parties on the proper construction of disputed claim terms. As the case law concerning Markman has 
developed, the courts also have identified issues inextricably intertwined with claim construction that 
are advantageously addressed at the same time as claim construction. One such issue is claim 
indefiniteness, which the Supreme Court has acknowledged requires a court to determine if a claim, 
viewed in light of the specification and prosecution history, fails to inform, with reasonable 


certainty, those skilled in the art about the scope of the invention.62 Because indefiniteness renders a 
claim invalid, and because the parties may feel the need to submit expert testimony in conjunction 
with claims that are alleged to be indefinite, many courts may prefer that issues associated with this 
issue be separately raised in motions for summary judgment, but resolved at the same time as other 
Markman issues. 


If a court decides to hold a Markman hearing in a case, the court should set a schedule for the 
disclosures, briefing, and hearing to tee up the claim construction issues for resolution. The schedule 
should include dates for the following deadlines: 


(a) exchange of the claim terms for which parties request construction; 


(b) exchange of initial proposed constructions of terms for which construction is 
requested, along with supporting intrinsic and extrinsic evidence; 


(c) meet-and-confer regarding the disputed constructions to see if the parties can 
agree on the constructions for any of the proposed terms; 


(d) submission to the court of a joint claim construction statement; 


                                                 
recommendation is representative of consensus across WG10, and propose instead that this issue be decided by the 
courts on a case-by-case basis. WG10 will continue to dialogue this issue and attempt to bring it to consensus. 


60  WG10 has a team working on developing proposed best practices for the claim construction process in light of Teva 
Pharmaceuticals USA, Inc. v. Sandoz, Inc., __ U.S. __, 135 S. Ct. 831 (Oct. 15, 2014). It is anticipated that once 
finalized and adopted, any such proposals will be added to this Chapter on case management.  


61  Markman v. Westview Instruments, Inc., 517 U.S. 370 (1996). 


62  Nautilus, Inc. v. Biosig Instruments, Inc., ___ U.S. ___, 134 S. Ct. 2120 (Apr. 28, 2014). 
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(e) opening and responsive briefs and supporting declarations, if any;  


(f) any related motions directed to issues to be addressed at the same time as the 
other Markman issues, such as whether particular claims are indefinite; 


(g) submission (if reduced to media) or presentation (if requested by the court) of a 


technology tutorial;63 and  


(h) the claim construction hearing.  


Because the issue of claim construction is so important to the resolution of patent cases, courts 
should issue a schedule for claim construction briefing and the date of the Markman hearing 
following the case management conference.  


Best Practice 22 – At the case management conference, the parties should be 
prepared to discuss with the court whether a tutorial prior to 


the Markman hearing would be beneficial, and if so, the 
timing, format, and scope of any such tutorial. 


The court has broad discretion to adopt procedures and tools to aid its understanding of technically 


complex issues.64 The technological complexity involved in patent litigation varies tremendously 
from case to case.  


Depending on the complexity of the patent(s)-in-suit and the court’s familiarity with the involved 
technologies, a tutorial presented by the parties may be helpful to the court. In many courts with 
established patent practices, a tutorial is required as part of the claim construction process. Some 
judges, however, may find that in certain situations an earlier tutorial, before the claim construction 
briefs are even submitted, is beneficial. Generally, the tutorial should be an objective presentation 
rather than one addressing the merits of a case. At the case management conference, courts should 
inform the parties of the courts’ preferences regarding the necessity, scope, and format of a tutorial. 
Parties should likewise be prepared to present their positions regarding the tutorial, including the 
role that any experts or advisors may play in the tutorial. Consideration should be given to the length 


and scheduling of the tutorial.65 66 


                                                 
63  The District of Delaware requires that the parties separately or jointly submit a technology tutorial of no more than 


30 minutes on DVD. See Chief Judge Stark patent scheduling orders, available at 
http://www.ded.uscourts.gov/judge/chief-judge-leonard-p-stark (last visited Sept. 25, 2015). 


64  See, e.g., FED. R. EVID. 706 (Court-Appointed Expert Witnesses); FED. R. CIV. P. 53 (Masters). 


65  For a full discussion of Working Group 10’s best practice recommendations regarding technology tutorials and the 
roles of experts in tutorials, see The Sedona Conference, Commentary on Patent Litigation Best Practices: Use of Experts 
Chapter (Oct. 2014, public comment version), at Sec. IV. (Use of Experts to Present a Technical Tutorial), BP3 (“The 
timing and format of the technology tutorial should be discussed at the Rule 26(f) conference and addressed in the 
court’s Rule 16(b) Scheduling Order.”), available at 
https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%
20Litigation%20Best%20Practices%3A%20Use%20of%20Experts%2C%20Daubert%2C%20and%20Motions%20i
n%20Limine%20Chapter [hereinafter, Sedona WG10 Use of Experts Chapter]. 


66  For a full discussion on this issue, see infra, Sec. II.C.1(Technology Tutorial Management). 



http://www.ded.uscourts.gov/judge/chief-judge-leonard-p-stark

https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Litigation%20Best%20Practices%3A%20Use%20of%20Experts%2C%20Daubert%2C%20and%20Motions%20in%20Limine%20Chapter

https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Litigation%20Best%20Practices%3A%20Use%20of%20Experts%2C%20Daubert%2C%20and%20Motions%20in%20Limine%20Chapter

https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Litigation%20Best%20Practices%3A%20Use%20of%20Experts%2C%20Daubert%2C%20and%20Motions%20in%20Limine%20Chapter
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Best Practice 23 – At the case management conference, the court should inform 


the parties of its preferred format for the Markman hearing. 


Early in a case, the court should explain to the parties how it prefers to conduct the Markman 
hearing, including the length of such hearings, whether or not it prefers live testimony, and whether 
or not it will permit demonstratives or visual aids.  


Live testimony at a hearing typically makes the proceeding more complicated and lengthy, and often 
more confusing when there is conflicting testimony. On the other hand, there may be issues argued 
at the hearing that benefit from expert testimony, such as whether particular claims are indefinite or 
what meaning specific claim terms have to those of ordinary skill in the art. Courts sometimes 
appoint their own expert, and the parties may wish to question that court-appointed expert as part 
of the proceedings. The court and the parties thus should consider the question of whether live or 
expert testimony will be necessary to arguments well in advance of the hearing in order to allot 
ample hearing time, and set the scope of testimony to be received, including that of any court-
appointed expert. As soon as is practical, the court should explain to the parties how it intends to 
receive claim construction evidence and otherwise conduct the hearing. Where a court appoints an 
expert, the court should identify whether or not that expert will offer testimony at the Markman 
hearing, and make clear the scope and purpose of that testimony and the scope of information that 


the parties should be entitled to obtain from the expert.67 


Best Practice 24 – Should the court wish to utilize a court-appointed expert or 
technical advisor, the court should raise its preference with the 
parties at the initial case management conference, or as early 
as possible thereafter.  


As noted, courts may use appointed experts to aid with technical aspects of a case. The specific role 
of an expert or advisor will vary based on the court’s anticipated use of the expert or advisor.  


Courts often solicit recommendations for experts or technical advisors from the parties. After 
receiving the parties’ submissions, courts will generally narrow the list of candidates and interview 
them before selecting one. The selection process of identifying a pool of potential candidates from 
which to select and appoint an expert or technical advisor can be lengthy and contentious. It is 
recommended that where a court-appointed expert or advisor will be utilized, this process begin as 
early as possible. 


Best Practice 25 – If the court plans to utilize a court-appointed expert or 
technical advisor, the parties should be involved in providing 
input regarding the selection of potential candidates, and the 
court should issue an order defining the individual’s role and 
responsibilities in the claim construction proceedings. 


If a court decides to use an expert or technical advisor under FRE 706, then the court should 
establish a procedure for selecting that expert or advisor that permits input from the parties. For 
example, some courts have requested that parties jointly submit three potential candidates for the 
court’s consideration. If the parties cannot come to agreement over candidates to recommend, the 


                                                 
67  See id. 
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court can permit them to submit separate recommendations. If disagreement over potential 
candidates arises, the parties should be encouraged to explain their positions.  


The role of an expert or advisor deserves careful consideration and should be made explicit. Parties 
are often concerned when the expert or advisor has leave to speak freely with the court when the 
parties are not present. Likewise, parties may have a strong preference that the expert or technical 
advisor have a requisite background in the patented technology, and thus be deemed a “person of 
skill in the art” of the invention at issue. For that reason, discussions between advisors and the court 
outside the presence of the parties should be documented, and advisors should not provide off-the-


record substantive input to the court regarding claim terms.68 


Where the court appoints an expert who offers testimony, that expert’s testimony should be heard 


only sparingly at the Markman hearing and subject to cross-examination by the parties.69 70 


Best Practice 26 – The parties should advise the court, no later than the case 
management conference, whether a focused claim 
construction proceeding followed by a limited summary 
judgment motion is appropriate. 


Because of the judicial resources consumed by patent claim construction and summary judgment 
motions, serial claim construction and summary judgment motions directed to the same patent or 
issue (i.e., the filing of a first claim construction motion on a subset of claim terms, and later a claim 
construction motion on another set; or a first summary judgment motion followed by a subsequent 
summary judgment motion) are generally disfavored by the courts. Where the parties have identified 
a small number of disputed key claim terms whose resolution is potentially dispositive of the entire 
case or would be crucial to meaningful settlement negotiations, however, an early, focused claim 
construction hearing, with the possibility of an early motion for summary judgment thereafter, may 
be advisable upon a specific showing by the moving party as to why and how this procedure will be 


                                                 
68  See id; see also Carnegie Mellon University v. Marvell Technology Group et al., No. 2:09-cv-290 (W.D. Pa. June 28, 


2010) at Dkt. No. 146 (Order Appointing a Technical Advisor) (describing the duties of the appointed expert and 
the ground rules for communication with the court and the parties); In re Kensington, 368 F.3d 289, 305 (3d Cir. 
2004) (“[A] judge may consult ex parte with a disinterested expert provided that the judge ‘gives notice to the parties 
of the person consulted and the substance of the advice, and affords the parties a reasonable opportunity to 
respond.’”) (quoting Code of Conduct for U.S. Judges Canon 3 § A(4) (2003)). 


69  See The Sedona Conference, Report on the Markman Process (Nov. 2010), available at 
https://thesedonaconference.org/publication/Markman%20Process [hereinafter, Sedona WG5 Markman Report], 
Principle 14 (“Testimony From a Court-Appointed Expert Should be Used Sparingly”).  


70  For a full discussion of WG10’s recommended best practices for the use of court-appointed experts, see Sedona 
WG10 Use of Experts, Sec. II.B. (Court-Appointed Experts), and BP1 (“Both the selection of, as well as the 
communications with, the court-appointed expert or technical advisor should occur in the presence of the party 
attorneys or be put on the record in some fashion.”). 



https://thesedonaconference.org/publication/Markman%20Process
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more efficient.71 72 In such a situation, the court may also consider whether to stay discovery for 


matters unrelated to the early claim construction or the resulting focused dispositive motion.73  


6. Schedule for Fact Discovery and Expert Discovery Phases 


Best Practice 27 – The court should identify the dates of the close of fact and 
expert discovery in a scheduling order soon after a case 
management conference.  


Rule 16(b)(3) of the Federal Rules of Civil Procedure requires the court to issue a scheduling order 
limiting “the time to . . . complete discovery . . . .” While this rule requires only a single discovery 
cutoff date, the heavy reliance on expert testimony in patent infringement cases suggests that such 
cases would benefit by separate cutoff dates for fact and expert discovery. In many instances, fact 
and expert discovery itself is divided between “claim construction” and all other discovery. To avoid 
duplicative claim construction and other discovery, the court should identify in the case 
management order how (or if) claim construction discovery will be phased with discovery covering 
all other issues, such as liability, damages, invalidity, etc. Likewise, in order to avoid having to redo 
expert discovery, expert reports should be provided after the close of fact discovery, and the close of 
all expert discovery (including any depositions) should be scheduled no earlier than 30 days after the 
last scheduled expert report is served on the parties. To the extent possible in view of the trial 
schedule, courts should allow sufficient time to accommodate fact discovery before the Markman 
hearing and after the court’s claim construction ruling. 


                                                 
71  See Sedona WG10 Summary Judgment Chapter, supra note 46, at Sec. III. (Summary Judgment and Claim Construction), 


BP20 (“The court and counsel should distinguish and treat separately summary judgment issues dependent on claim 
construction from those independent of claim construction.”). 


72  For an example of a standing order implementing procedures for such an approach, see Standing Order Regarding 
Letter Brief and Briefing Procedures For Early Markman Hearing/Summary Judgment Of Noninfringement Request 
(J. Love, E.D. Tex., Jan. 9, 2012), available at http://www.txed.uscourts.gov/cgi-
bin/view_document.cgi?document=21674. These procedures reflect experience gained in that district in cases 
successfully implementing this approach. See, e.g., Parallel Networks L.L.C. v. Abercrombie & Fitch Co., No. 6:10-cv-
00111, ECF No. 338, at 6 (E.D. Tex. Mar. 15, 2010) (consolidating four cases, later construing three claim terms, 
granting in part the defendants’ resulting summary judgment motion, and resolving cases as to 99 of 112 defendants); 
but see McAirlaids, Inc. v. Kimberly-Clark Corp., No. 7:13-cv-00193, 2013 U.S. Dist. LEXIS 109921, at *2-3 (W.D. 
Va. Aug. 5, 2013) (denying the defendant’s request for an initial phase of discovery, claim construction, and 
dispositive motions limited to a single claim term, on the grounds that construing a single term, “divorced from 
contextual clues” would (1) “hamstring” the court’s analysis, because a court often must interpret claim terms that 
are not in dispute to provide a proper context for construction of the disputed term, and (2) potentially make 
appellate review of the court’s analysis more difficult). 


73  See Sedona WG5 Markman Report, supra note 69, Principle 8 (“The Markman Hearing Should Take Place Toward the 
Middle of the Case and May, In Appropriate Circumstances, Be Combined With Summary Judgment”); Sedona 
WG10 Summary Judgment Chapter, supra note 46, Best Practice 18 (“The court should not stay discovery on issues 
unrelated to early summary judgment motions unless both parties agree the issue is dispositive.”). 



http://www.txed.uscourts.gov/cgi-bin/view_document.cgi?document=21674

http://www.txed.uscourts.gov/cgi-bin/view_document.cgi?document=21674
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7. Bifurcation—Discovery  


Best Practice 28 – The court should consider whether bifurcation of discovery 
would be appropriate at the case management conference. 


Courts should consider, as part of the initial case management conference, whether the interests of 
justice would be served by phasing discovery. For example, the court may choose to stay some or all 
damages discovery until after the court’s ruling on claim construction because a ruling on a 
particular term may promote settlement or stipulation to judgment of 
infringement/noninfringement followed by appeal, or set a case up for dispositive ruling on 
summary judgment of infringement or invalidity. Whether an asserted claim addresses patentable 
subject matter likewise is not tied to damages, and frequently can be addressed very early in the case, 


sometimes without claim construction, and sometimes even before discovery has begun.74 Where 
damages are at the heart of the dispute, such as in a case involving calculation of a FRAND royalty 
covering a standards-essential patent, the court may accelerate, rather than defer, damages discovery. 
However, courts should as a general matter strive to avoid situations that will result in piecemeal or 
unnecessarily protracted litigation, and therefore phasing discovery should not be a presumptive or 
ordinary practice. When phasing discovery is nonetheless appropriate, the parties will enjoy the 
benefits if the court addresses the issue early on in the case, such as at the case management 


conference.75 


8. Settlement Schedule  


Best Practice 29 – The court should address a suitable settlement process at the 


case management conference.76 


One of the purposes of the initial pretrial conference is “facilitating settlement.” Fed. R. Civ. P. 
16(a)(5). To that end, Rule 16(c)(2)(I) urges courts to “consider and take appropriate action on . . . 
settling the case and using special procedures to assist in resolving the dispute . . . .” The first step is 
to identify an appropriate settlement process, e.g., mediation, early neutral evaluation, etc., as well as 
a selection of a neutral who will conduct the ADR process. The second step is to identify the 
deadline for the parties to participate in the settlement process and to report to the court. The issue 
of settlement should be revisited at several points throughout the litigation; there are various 
milestones that occur that might make the parties more amenable to settlement, e.g., Markman claim 
construction decision, denial of motion(s) for summary judgment, and eve of trial. Also, mediations 


                                                 
74  See Ultramercial, Inc. v. Hulu, LLC, 772 F.3d 709, 711-712 (Fed. Cir. 2014) (affirming the district court’s granting of 


Rule 12(b)(6) motion that patent claims were not directed to patentable subject matter); see id., 772 F.3d at 717 
(Mayer, J. concurring) (noting both that “whether claims meet the demands of 35 U.S.C. § 101 is a threshold 
question, one that must be addressed at the outset of litigation,” and “no presumption of eligibility attends the 
section 101 inquiry”). The Sedona Conference has a drafting team developing proposed best practice 
recommendations on the subject of § 101 motions post-Alice. Once any proposals are finalized and adopted, then 
such proposals will be incorporated into this Case Management Chapter. 


75  For a full discussion of Working Group 10’s recommended best practices regarding bifurcation or staging of 
discovery, see Sedona WG10 Discovery Chapter, supra note 32, at Sec. V (Bifurcation or Staging of Discovery).  


76  The Sedona Conference has a drafting team developing proposed best practice recommendations on the subject of 
patent litigation mediation. Once any proposals are finalized and adopted, such proposals will be published as a 
Chapter of this WG10 Commentary on Patent Litigation Best Practices. 
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are often not a single meeting event but part of a continuing process narrowing issues to move 
settlement forward. 


If the parties are unable to agree on these selections, then the court should identify the procedure by 
which it will, after considering input from the parties, decide the issue for the parties. The parties 
and the court should address what the appropriate settlement process should be for a case before 
the parties have incurred significant expenses associated with the litigation and, therefore, the parties 
and the court should address at the case management conference what settlement steps should take 


place and at what schedule.77  


9. Other Anticipated Pretrial Motions (i.e., Daubert) 


Best Practice 30 – The court should consider setting the schedule for filing and 


briefing Daubert motions in a scheduling order following the 
case management conference, as a distinct deadline separate 


from and much earlier than deadlines for motion in limine. 


Rule 702 of the Federal Rules of Evidence and the Supreme Court’s decision in Daubert provide 


district courts with a gatekeeping responsibility.78 Daubert motions are important in patent cases 
because of the heavy reliance on expert testimony at trial for liability and damages issues. 
Determination of Daubert challenges can alter significantly the settlement dynamics of a case. 
Accordingly, courts should consider scheduling the Daubert briefing and (if one is held) hearing in a 


scheduling order following the case management conference.79 However, it also is important that 
such motions not be used as a tactical weapon, and hence appropriate limitations on their use also 
should be made part of the scheduling order. For instance, the court may want to limit the number 
of issues that a party can raise related to an expert’s qualifications or opinions, or set strict page 
limits on the length of Daubert motions. Likewise, many Daubert motions can be raised immediately 
after a party has received an expert’s report and taken the expert’s deposition. The court as part of 
its scheduling order may also want to sequence when Daubert motions can be raised, and require that 
they be raised either before or at the same time as when the parties file any related summary 
judgment motions. This avoids the problem of Daubert issues being raised on the eve of trial via 
motions in limine, which may not provide sufficient time for the full airing of Daubert issues. 


                                                 
77  For example, N.D. Cal., ADR Local Rules, Rule 3-2 states: 


 When litigants have not stipulated to an ADR process before the Case Management Conference, the 
assigned Judge will discuss the ADR options with counsel at that conference. If the parties cannot 
agree on a process before the end of the Case Management Conference, the Judge will select one of 
the ADR processes offered by the Court, or may refer the case to a settlement conference hosted by a 
Magistrate Judge, unless persuaded that no ADR process is likely to deliver benefits to the parties 
sufficient to justify the resources consumed by its use. 


78  Daubert v. Merrell Dow Pharms., Inc., 509 U.S. 579, 597 (1993) (“[T]he Federal Rules of Evidence . . . —especially 
Rule 702—do assign to the trial judge the task of ensuring that an expert’s testimony both rests on a reliable 
foundation and is relevant to the task at hand.”). 


79  For a full discussion of Working Group 9’s recommended best practices regarding Daubert issues in the damages 
context, see Sedona WG9 Patent Damages Commentary, supra note 30. For a full discussion of Working Group 10’s 
recommended best practices regarding Daubert issues, see Sedona WG10 Use of Experts Chapter, supra note 65, at Sec. 
VIII. (Daubert Motions).  
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10. Pretrial Conference Date 


Best Practice 31 – The court should set a firm date for the final pretrial conference 
in a scheduling order following the case management 
conference. 


Rule 16(e) of the Federal Rules of Civil Procedure authorizes the court to hold a final pretrial 
conference and urges that such conference be “held as close to the start of trial as is 
reasonable . . . .” By clearing the date not only on the court’s calendar, but on the calendars of the 
parties’ counsel as well, the court ensures that it will be able to hold the date firm absent unusual 
circumstances; that is, neither party can change the date without showing good cause and obtaining 


the court’s approval.80 Although a date may be considered “firm” with respect to other civil cases, if 
the exigencies of the court’s docket require the date’s postponement, the court should promptly 
reschedule the final pretrial conference for the next available date.  


11. Trial Date  


Best Practice 32 – The court should set a firm trial date in a scheduling order 
following the case management conference. 


According to Rule 16(b), setting and holding a firm trial date will force the parties to work diligently 
to “narrow the areas of inquiry and advocacy to those they believe are truly relevant and material,” 
“reduce the amount of resources invested in litigation,” and “establish discovery priorities and 


thus . . . do the most important work first.”81 To effectively hold parties to a trial date, the court 
should set that date after consulting not only its calendar but the calendar of the parties’ counsel at 
the case management conference, and inform them that once that date has been set, it will not be 
moved absent good cause and the court’s consent consistent with Rule 16(b). Although a date may 
be considered “firm” with respect to other civil cases, if the exigencies of the court’s docket require 
the date’s postponement, the court should promptly reschedule the trial for the next available date. 


12. Supplemental Case Management Conference  


Best Practice 33 – The court should schedule a supplemental case management 
conference, if warranted, after the initial case management 
conference. 


The court’s active involvement in management of a patent infringement action may require one or 
more supplemental case management conferences between the initial conference and final pretrial 
conference. Supplemental conferences may be appropriate after early mediation, early claim 
construction, early summary judgment or other “special procedures for managing potentially 
difficult or protracted actions that may involve complex issues, multiple parties, difficult questions, 


or unusual proof problems . . . .”82 Fed. R. Civ. P. 16(c)(2)(L). Courts may find supplemental case 
management conferences particularly useful shortly after exchange of contentions, initial disclosures, 


                                                 
80  FED. R. CIV. P. 16(b)(4). 


81  FED. R. CIV. P. 16(b), advisory committee’s note (1983). 


82 FED. R. CIV. P. 16(c)(2)(L). 
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and early document production. Indeed, in contentious cases, courts may find it useful to hold 
monthly telephone conferences to address issues before they ripen into formal motions. In such 
cases, the court may find it efficient to have the parties file a jointly agreed-upon agenda several 
business days in advance of each conference, or notify the court in advance if there are no issues to 
discuss. 


C. MARKMAN HEARING LOGISTICS  


1. Technology Tutorial Management 


Best Practice 34 – Before the Markman hearing, the court should solicit the 
parties’ input regarding the length and scheduling of any 
technology tutorial.  


Courts use technology tutorials as opportunities to hear background information regarding the 
technology underlying the asserted patents. Such tutorials may be presented live or may be 
submitted to the court on recorded media. Because of the tutorial’s educational purpose, the parties 
may jointly present or submit the tutorial. The length of time required for a live tutorial will depend 
largely on the type of technology at issue, the level of technical detail the parties will address, and the 
degree of questioning the court anticipates asking of the parties. Some courts hold or request 
submission of tutorials earlier than the Markman hearing while others hold tutorials on the same day 
as the Markman hearing. Still others receive tutorials by recorded media (e.g., DVD), and prefer to 
review them in chambers or immediately prior to the Markman hearing. 


Should a court desire a live technology tutorial in a given case, it should order the parties to confer 
and jointly submit a proposal to the court regarding the anticipated length of the tutorial, the 
manner in which it will be presented, how time will be allocated at the tutorial session, the subject 
matter of the tutorial, and whether or not it will include live testimony. To give the court adequate 
time to consider the submission and to schedule the technology tutorial, the submission should be 
due at least six weeks prior to the Markman hearing. 


Best Practice 35 – The court should inform the parties of its preferences 
regarding the recording of the tutorial and submission of any 
materials presented with the tutorial. 


Courts have indicated that having tutorials available to them on recorded media is helpful for them 
so that they may refer to materials presented. Having the tutorial on recorded media as part of the 
record may provide useful background if a court’s claim construction order is appealed to the 
Federal Circuit.  


However, some courts may prefer a conversational tutorial in which they may ask questions of the 
parties without being recorded. Having the proceedings unrecorded may facilitate a more open 
discussion with the parties that ultimately enables courts to better understand the technology 


underlying the patent(s)-in-suit.83 


                                                 
83  See Sedona WG10 Use of Experts Chapter, supra note 65, BP4 (“Any technology tutorial should be presented or 


memorialized in written or video format for repeated review by the court and for submission on appeal.”).  
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Whether or not the technology tutorial is recorded and transcribed, any materials submitted by the 
parties should normally be filed and made part of the record before the district court.  


2. Markman Briefing and Hearing Management 


Best Practice 36 – The court should instruct the parties to agree on the form of 
specific terms or phrases submitted for construction or to 
clarify areas of disagreement. 


A patent may have similar and closely-related claim terms that vary slightly in form. Where the 
parties disagree about the meaning associated with a term to be construed, the parties should agree 
on the precise term that is in dispute and clarify areas of disagreement. This will facilitate the court’s 
consideration of the issues in dispute. 


By way of example, a claim may recite the limitations of “means for reducing inflammation” and 
“method of reducing inflammation comprising . . . .” Should the parties agree that the disputed term 
is “reducing inflammation,” they should make that clear in their submission to the court. Should the 
parties agree that both terms “means for reducing inflammation” and “method of reducing 
inflammation comprising” should have synonymous meanings, that should be made clear as well. 
Should one party believe that “means for reducing inflammation” has a different or more limited 
construction than “method of reducing inflammation comprising . . .,” the parties should also make 
that clear.  


Best Practice 37 – The parties should prioritize by their relative importance the 
claim terms to be construed. 


Courts have indicated that having context for their claim construction decisions enables them to 
better understand how and why their constructions are significant. Courts have also expressed 
concerns regarding the parties’ use at trial of their adopted constructions in ways inconsistent with 
their presentations during the claim construction process. 


Some courts require parties to prioritize claims in order of those most significant to the case.84 
Courts have found that when parties are forced to articulate the reasons they are proposing terms 
for construction in a joint submission, the number of terms for which the parties request 


construction dwindles.85 Requiring parties to provide an explanation for their prioritization also aids 
in framing the context for the claim construction process and helps avoid inconsistencies in the use 
of the adopted constructions at trial. 


                                                 
84  See, e.g., D.N.J. L. Pat. R. 4.3(c) (In their joint claim construction statement, parties shall “identif[y] . . . the terms 


whose construction will be most significant to the resolution of the case.”).  


85  Compare Ibormeith IP, LLC v. Mercedes-Benz USA, LLC, No. 2:10-cv-5378, ECF No. 45-1 (FSH) (D.N.J. Sept. 15, 
2011) (Joint Claim Construction and Prehearing Statement) (requesting seventeen terms for construction), with id., 
ECF. No. 69-1 (Apr. 11, 2012) (Supplemental Joint Claim Construction Statement) (reducing number of disputed 
terms to five).  
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Best Practice 38 – The court should determine the length of the Markman 
hearing.  


Depending on the complexity of the particular case, the number of terms at issue, and the court’s 
questioning of the parties, a claim construction hearing may last an hour to several hours. In rare 
complex cases, Markman hearings may last several days.  


After the parties have exchanged their proposed constructions for disputed claim terms, and have 
met and conferred to reduce the terms presented to the court, the court should determine the length 
of time to be allotted for the Markman hearing. 


Best Practice 39 – If there are a large number of terms to be construed, the court 


should organize Markman presentations by term, not by 
parties. 


At the Markman hearing, if there are a large number of terms to be construed, having parties 
respond to each other’s arguments for each claim term may be more beneficial to the court than 
having one party proceed through all of its proposed constructions before proceeding to the next 
party. The same applies when a small number of claim terms are at issue, though in that case courts 
may find efficiencies in permitting one side to present all of its arguments before permitting the 
other side to present its arguments and counterarguments. 


Best Practice 40 – Parties that propose “plain and ordinary meaning” of a term 
for construction should explain the contours of such 
construction if the term would remain ambiguous absent 
further construction.  


Though terms should in appropriate cases be given their “plain and ordinary meaning” to persons of 
skill in the art, members of the bench and bar have expressed concerns that the proposed 
construction “plain and ordinary meaning” has been used by parties to obfuscate their positions on 
invalidity and infringement. Other times, the main dispute before the court is whether to adopt a 
specific construction of a claim term, and if the court rejects that construction, the parties will not 
have a dispute as to whether the claim element is found within the accused product or prior art for 
purposes of determining infringement or invalidity. For instance, a party might request a 
construction of the term “computer” based on references to the term’s use in the specification. The 
other party might claim that it is sufficient for the court to accord the term’s “plain and ordinary 
meaning” to persons of skill in the art, and that the jury need not receive any further definition of 
the term to determine whether an accused product or prior art reference includes a “computer” for 
purposes of infringement or invalidity. If the court rejects the first party’s proposed construction, it 
may agree with the second party and rule that no further definition of the term is warranted at all. 


The court, however, also may feel that a term must be given some definition, even where one of the 
parties advocates the term should be accorded its “plain and ordinary” meaning. For instance, the 
court may be concerned that a jury will not understand if a calculator, an abacus, or a cash register is 
a “computer” within the meaning of a patent. Ordinarily, in such circumstances, the party 
advocating plain and ordinary meaning should give examples of usage of the claim term using its 
“plain and ordinary” meaning to persons of skill in the art. The party might also explain why it 
believes the competing construction is too narrow or broad to satisfy a claim term’s ordinary 
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meaning to persons of skill in the art. The court may elect not to further construe the term 
predicated upon such arguments, or it might proceed to offer a definition of what it believes the 
term’s “plain and ordinary” meaning would be to persons of skill in the art. In either situation, the 
party’s disclosures about the scope of a term’s supposed “plain and ordinary meaning” would help 
avoid surprises during expert discovery and at trial. 


Best Practice 41 – If the parties desire to call witnesses at the Markman hearing, 
the court should require the parties to disclose the identity of 
each witness (including a CV for any expert witness) and 
submit a report disclosing the opinions to be offered by any 
expert witness. 


Courts have considerable leeway in choosing how to receive extrinsic evidence pertaining to claim 
construction. Some courts only accept such testimony in the form of declarations and exhibits 
supporting the claim construction brief. Some courts prefer live testimony, as a kind of live tutorial, 
subject to cross-examination at the Markman hearing. Many courts require parties to be prepared at 
the case management conference to discuss the need for witness testimony at the claim construction 
hearing, and any limits to discovery as it relates to expert testimony and the claim construction 


hearing.86 


Most courts also require that, in advance of the claim construction hearing, the parties identify 
extrinsic evidence to support their proposed claim constructions, including any expert testimony. 
Most jurisdictions require that with regard to expert witnesses, each party further disclose a 
summary of the substance or opinions to be offered by such proposed experts in sufficient detail to 
satisfy Rule 26(a)(2)(B) of the Federal Rules of Civil Procedure and enable a meaningful deposition, 


though this standard varies from jurisdiction to jurisdiction.87   


                                                 
86  See, e.g., N.D. Cal., Patent L.R. 2.1(a)(2) (prior to the initial case management conference, “the parties shall discuss 


the scope and timing of any claim construction discovery from any expert witness permitted by the court”). See also, 
S.D. Ca. Patent L.R. 2.1(b); E.D. Mo. Local Patent R. 2.1(d); E.D.N.C. Local Civil Rule 302.1(a)(3); W.D. N.C. P.R. 
2.1 (A)(3); E.D.N.Y LPR 2(ii); N.D. Oh. L.P.R. 2.1(a)(7); W.D. Pa LPR 2.1; S.D. Ohio Pat. R. 102.1(a)(2); E.D. Tex. 
P.R. 2.1(a)(5); N.D. Tex. Misc. Order 62 2.1(5); E.D. Wash. LPR 110(10) and (11); and W.D. Wash. Local Patent 
Rules 110(10) and (11). 


87  See, e.g., N.D. Cal. Patent L.R. 4.2(b) (“Along with Preliminary Claim Construction each party shall designate any 
supporting extrinsic evidence including testimony of expert witnesses – including a description of the substance of 
that witness’ proposed testimony that includes a listing of any opinions to be rendered in connection with claim 
construction.”). See also, S.D. Cal. Patent L.R. 4.1(b) &(c), 4.2(b); N.D. Ga. Patent L.R. 6.3); D. Idaho Loc. Patent R. 
4.2(b); N.D. Ill. LPR 4.2(b); N.D. Ind. L.P.R. 4.1(b)(2) and (c)(4); E.D. Mo. Local Patent R. 4.2(b); E.D.N.C. Local 
Civil Rule 304.2; W.D.N.C. P.R. 4.2(b); D.N.J. L. Pat. R. 4.3; E.D.N.Y. LPR 12(a); S.D.N.Y. LPR 12(a); N.D. Oh. 
L.P.R. 4.2(b) & (c); S. D. Ohio Pat. R.105.2; W.D. Pa. LPR 4.3; N.D. Tex. Misc. Order 62 4.3(a) and 4.5; E.D. Tex. 
P.R. 4.3; S.D. Tex. P.R. 4.3(a)(92); E.D. Wash. LPR 131(b) and 132(f); and W.D. Wash. Local Patent Rules 131(b) 
and 132(f). 
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III.   Management of a Patent Trial 


A. EXPERTS 


Best Practice 42 – Daubert motions should generally be decided ahead of trial 
either to facilitate a resolution or to enable the parties to 
prepare for trial in view of the court’s ruling on the motion. 


Under Daubert v. Merrell Dow Pharmaceuticals, Inc., district courts perform a “gatekeeper” function and 
decide whether to exclude expert testimony that does not comport with Rule 702 of the Federal 


Rules of Evidence.88 Expert testimony plays a significant role in most patent cases, because most of 
the disputed issues tend to be the subject of specialized knowledge requiring expert testimony, 
including disputed issues concerning infringement and validity. The calculation of reasonable 
royalties or lost profit damages almost always requires expert testimony. Patent cases also involve 
issues to be considered from a hypothetical perspective, such as whether a patent claim would have 
been obvious to a person of ordinary skill in the art at the time the patent was filed. Patent damages 
under the Georgia-Pacific test are determined based on a hypothetical negotiation at the time 


infringement began.89  


Given the issues addressed by expert testimony in patent cases, Daubert motions to exclude expert 
testimony generally require significant attention from the court and can have a dramatic impact on a 


party’s ability to prove its case.90 The court should avoid, whenever possible, delaying decisions on 
Daubert motions or making Daubert rulings during trial. Deciding Daubert motions in advance of trial 
allows the court and parties to better allocate their resources and improves the potential for a well-
organized, streamlined trial. If there is an exclusion, it may lead the parties to settle, obviating the 
need for a trial.  


In contrast, delaying the resolution of Daubert motions until the eve of trial or during trial can 
potentially be extremely disruptive for the parties and the court. If the ruling pertains to a 
substantive issue for which the party proffering the expert testimony has the burden of proof, an 


                                                 
88  Daubert, 509 U.S. at 589 (1993) (“[U]nder the Rules the trial judge must ensure that any and all scientific testimony or 


evidence admitted is not only relevant, but reliable.”). Federal Rule of Evidence 702 provides:  


A witness who is qualified as an expert by knowledge, skill, experience, training, or education may testify 
in the form of an opinion or otherwise if: (a) the expert’s scientific, technical, or other specialized 
knowledge will help the trier of fact to understand the evidence or to determine a fact in issue; (b) the 
testimony is based upon sufficient facts or data; (c) the testimony is the product of reliable principles 
and methods; and (d) the expert has reliably applied the principles and methods to the facts of the case. 


89  Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. 1116 (S.D.N.Y. 1970). 


90  Concomitantly, resolution of a Daubert motion requires the court to invest significant resources, and in identifying 
issues to present in such a motion, parties should separate the wheat (legally insufficient facts or data, unreliable 
principles and methods, and unreliable application of principles and methods to the facts of the case) from the chaff 
(evidentiary weight, credibility of witness, and correctness of conclusions). See generally FED. R. EVID. 703; Apple Inc. 
v. Motorola, Inc., 757 F.3d 1286, 1314 (Fed. Cir. 2014) (“[A] district court judge, acting as a gatekeeper, may exclude 
evidence if it is based upon unreliable principles or methods, or legally insufficient facts and data. . . . A judge must 
be cautious not to overstep its gatekeeping role and weigh facts, evaluate the correctness of conclusions, impose its 
own preferred methodology, or judge credibility, including the credibility of one expert over another.”). 
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adverse ruling will usually materially impact that party’s case presentation. Because so much of a 
party’s case can rest on the testimony of one or more experts, the party often will need time to 
adjust its trial strategy and presentation. This is not to say that the affected party should get a second 
chance to correct positions previously advanced by that party’s expert. However, the adversely-
impacted party should be granted a fair opportunity to marshal what evidence and arguments it has 
remaining as best it can in light of the court’s ruling.  


The parties’ Daubert briefs should explain how the exclusion of the expert testimony at issue would 
impact the issues to be resolved at trial, which would give the court context as to the potential 
consequences of its ruling. The parties’ counsel should identify the issues implicated by the motion, 
the evidence excluded if the motion is granted, and the issues that could potentially be resolved 
based on how the court decides the motion.  


While there is no hard and fast rule for how far ahead of trial Daubert motions should be decided, 
deciding these motions before the pretrial conference assists in streamlining the case for trial. In 
addition, where Daubert motions go to potentially dispositive issues of liability, deciding these 
motions ahead of or in conjunction with summary judgment motions can further promote judicial 
efficiency. As a general rule, the timing of these motions should be early enough to provide 
meaningful streamlining and to avoid unfairly prejudicing a party at trial, but not so early as to invite 
new theories of the case.  


Finally, in cases in which a magistrate judge is tasked with ruling on non-dispositive motions, the 
court should coordinate closely with the magistrate judge regarding any issues that could impact the 


timing of expert discovery and Daubert motions.91 


Best Practice 43 – The court should limit experts to providing trial testimony only 
within the scope of their expert reports and require the parties 
to refrain from unwarranted Rule 26 objections. 


Rule 26(a)(2)(B) of the Federal Rules of Civil Procedure requires an expert who is retained or 
specially employed to provide expert testimony to supply a written report that sets forth a complete 


statement of all opinions and the facts or data considered in forming them.92 At trial, when experts 
opine on matters not in their expert reports, opposing counsel will usually object that the testimony 
is outside or “beyond the scope” of the expert report under Rule 26. Given that expert reports in 


                                                 
91  For an additional discussion of WG10’s key recommendations regarding Daubert motions, see Sedona WG10 Use of 


Experts Chapter, supra note 65, at Sec. VIII (Daubert Motions).  


92  Federal Rule of Civil Procedure 26(a)(2)(B) provides: 


(B) Witnesses Who Must Provide a Written Report. Unless otherwise stipulated or ordered by the court, 
this disclosure must be accompanied by a written report—prepared and signed by the witness—if the 
witness is one retained or specially employed to provide expert testimony in the case or one whose 
duties as the party’s employee regularly involve giving expert testimony. The report must contain: (i) a 
complete statement of all opinions the witness will express and the basis and reasons for them; (ii) the 
facts or data considered by the witness in forming them; (iii) any exhibits that will be used to summarize 
or support them; (iv) the witness’s qualifications, including a list of all publications authored in the 
previous 10 years; (v) a list of all other cases in which, during the previous 4 years, the witness testified 
as an expert at trial or by deposition; and (vi) a statement of the compensation to be paid for the study 
and testimony in the case. 
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patent cases tend to be long, with appendices and many exhibits, the resolution of such objections 
during trial can be tedious and time consuming.  


The court can ameliorate the situation by providing guidance ahead of the trial on how it will 
address beyond-the-scope Rule 26 objections. Making the parties aware of the court’s practices 
concerning what the court considers within the scope is recommended because the parties can then 
prepare accordingly, taking into account that rulings on the admissibility of expert testimony are 


generally governed by the law of the regional circuit.93 94 


Counsel for the parties should timely raise any objections as soon as counsel becomes aware of a 
potential issue concerning the scope of the expert’s testimony. If either of the parties believe that 
any disputes regarding the scope of an expert’s testimony may arise during trial, then the party 
should make every effort to bring such issues to the court’s attention so that these issues can be 
resolved either before trial or before the expert takes the stand. For example, if demonstrative 
exhibits exchanged in advance of the expert’s upcoming testimony reveal a potential problem 
concerning the scope of the expert’s testimony, counsel should raise the issue promptly with 
opposing counsel and if necessary with the court, ideally before the expert begins to testify. If there 
are a number of potential controversial issues regarding the expert’s testimony, the court may 
consider having counsel provide a summary of the expert’s testimony before the expert takes the 
stand so that such disputes can be addressed. 


In addition, the court can implement rules that attach consequences to unworthy objections and 
stray expert testimony—e.g., the court can require sidebars and charge the time to the objecting 


party;95 or, the court can allow each party a certain number of “free” objections (e.g., three), where 
the only consequence is the ruling on the objection; but for any objections above that number where 
the objection is overruled, the party will be penalized (e.g., loss of trial time). To promote expert 
testimony that stays within the bounds of the expert report, the court can allow each party a certain 
number of “free” expert digressions where an objection against the expert is sustained (e.g., three); 


                                                 
93  For example, in In re Omeprazole Patent Litig., 490 F. Supp. 2d 381 (S.D.N.Y. 2007), the court explained that, 


“evidentiary rulings concerning the admissibility of expert testimony are generally governed by regional circuit law,” 
although, “the determination of whether material is relevant in a patent case is governed by Federal Circuit law when 
the material relates to an issue of substantive patent law.” Id. at 400; see also, Micro Chem., Inc. v. Lextron, Inc., 317 
F.3d 1387, 1390–91 (Fed. Cir. 2003) (reviewing district court decision whether to admit expert testimony under Fifth 
Circuit law); MobileMedia Ideas, LLC v. Apple Inc., 907 F. Supp. 2d 570, 599 n.12 (D. Del. 2012) (evaluating 
whether expert testimony was timely disclosed under Third Circuit law.); Lucent Techs., Inc. v. Microsoft Corp., 837 
F. Supp. 2d 1107, 1123 (S.D. Cal. 2011) (“A trial court’s decision to admit expert testimony under Daubert follows the 
law of the regional circuit.”). 


94  For a further discussion on Working Group 10’s commentary regarding scope of expert testimony, see Sedona WG10 
Use of Experts Chapter, supra note 65, at Sec. VI.B. (The Scope and Supplementation of Expert Reports).  


95  See Quantum World Corp. v. Dell Inc., No. 1:11-cv-00688-SS, ECF No. 291, at 2 (W.D. Tex. Mar. 20, 2014) 
(“Objections to expert witnesses, such as illustrated in these five motions, will be handled at trial. If a party wishes to 
make a Daubert objection, the Court will accommodate that party, listen to the testimony of the witness and the 
argument of counsel, and make a determination as to admissibility of the witness’s testimony, in whole or in part. If 
the objection is overruled, the time taken for that process outside the presence of the jury will be subtracted from the 
eighteen hours of time of the objector(s). If the objection is sustained, the time taken will be subtracted from the 
presenter of the witness’s eighteen hours of presentation.”).  
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but for any digressions beyond that the party will be penalized if the objection is sustained (e.g., loss 
of trial time). 


B. JURY ENGAGEMENT AND COMPREHENSION 


Best Practice 44 – The court should provide preliminary jury instructions and 


consider playing for the jury the video The Patent Process: An 


Overview for Jurors. Typically the jury instructions should be 
read and the video played after the jury is selected.  


Preliminary jury instructions in patent cases are recommended in order to give the jury a framework 
to decide the complex issues often present in patent cases. The Federal Judicial Center’s video 
entitled The Patent Process: An Overview for Jurors, if used, should be timed to coincide with and 
promote the jury’s understanding of the issues.  


To promote efficiency, the court should inform the parties ahead of trial (e.g., at the pretrial 
conference) about the timing and content of the preliminary jury instructions and the viewing of the 
video so that the parties can craft their opening statements, and possibly voir dire questions, 
accordingly. The video was designed to help jurors in patent jury trials familiarize themselves with 


what patents are, how they are issued, and why disputes over them arise.96 Showing this video may 
increase the jury’s level of interest in the issues and may shorten the amount of time required for 
preliminary jury instructions. 


Where the court provides its preliminary jury instructions to the parties ahead of the trial, this 
further allows the parties to craft their opening statements accordingly. If parties know that the 
video will be shown before opening statements, their opening statements can build off of the video 
and avoid unnecessary repetition of information in the video. The court may choose not to play the 
last portion of the video, which covers legal standards for infringement and validity, if the court 
wishes to address these issues later in the trial or to avoid any inconsistencies with the final jury 
instructions. Not all courts play the video because of time constraints or because of a concern about 
the neutrality of the video, and some courts will play the video only if all of the parties consent. 
Some practitioners assert the previous version of this video overemphasizes the presumed validity of 
the patents issued by the United States Patent and Trademark Office. 


The preliminary jury instructions are an opportunity to acquaint the jury with the basic tenets of 
patent law, including special terminology used in the patent context. Preliminary instructions that 
summarize the positions of the parties and provide the order of proof give the jury a framework to 
assimilate the often complex and voluminous evidence that they will hear. Preliminary jury 
instructions also present an opportunity to explain the important role the jury has in deciding the 
issues, including, where appropriate, addressing why it is within the jury’s purview to decide validity 
even after the United States Patent and Trademark Office has issued a patent. To avoid losing juror 
attention, the preliminary jury instructions should be kept as short as practicable.  


                                                 
96  Fed. Judicial Ctr., The Patent Process: An Overview for Jurors, available at 


http://www.fjc.gov/public/home.nsf/autoframe?openform&url_l=/public/home.nsf/inavgeneral?openpage&url_r
=/public/home.nsf/pages/557. This video, updated in November 2013, replaced the previous video entitled, An 
Introduction to the Patent System, available at http://www.youtube.com/watch?v=-q0mLrvw1Yc. 



http://www.fjc.gov/public/home.nsf/autoframe?openform&url_l=/public/home.nsf/inavgeneral?openpage&url_r=/public/home.nsf/pages/557

http://www.fjc.gov/public/home.nsf/autoframe?openform&url_l=/public/home.nsf/inavgeneral?openpage&url_r=/public/home.nsf/pages/557

http://www.youtube.com/watch?v=-q0mLrvw1Yc
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The timing for showing the video can vary, but it should be based on considerations of when the 
showing will coincide with and promote jury engagement and understanding. Showing the video 
immediately after the jury is empaneled works well because the information from the video is fresh 
in the juror’s minds when preliminary jury instructions are read and opening statements made. 
Showing the video before opening statements allows for more streamlined opening statements that 
can build off of the video; on the other hand, showing it after opening statements allows jurors to 
watch the video after receiving greater context about the case.  


The video can be shown to the jury pool, but the court should consider whether showing the video 
this early is optimal, since members of the jury pool do not yet know whether they will serve on the 
jury and may not be as engaged, and some time may elapse between their seeing the video and 
hearing more about the case.  


The video uses a sample patent as an illustration. The sample patent is available from the Federal 


Judicial Center and can be included in juror notebooks.97  


Best Practice 45 – The court should consider permitting juror notebooks and 
allowing jurors to take notes. 


“Involved audiences are more likely than passive audiences to care about, think about, and evaluate 


the content of what is presented to them.”98 Permitting juror notebooks and allowing jurors to take 
notes are strategies for promoting and sustaining juror engagement and understanding. In complex 
patent cases involving numerous witnesses and patent claims, juror notebooks help organize and 
preserve information jurors find important. 


Each juror should receive his/her own notebook, labeled with the juror’s name, and notebooks 
should be collected at the end of each day of trial and redistributed the next day of trial. The court 
should determine whether or not jurors may take their notebooks into deliberations. The contents of 


juror notebooks can vary, but the following are commonly included:99  


                                                 
97  The sample patent is available from the Federal Judicial Center, available at 


http://www.fjc.gov/public/home.nsf/autoframe?openform&url_l=/public/home.nsf/inavgeneral?openpage&url_r
=/public/home.nsf/pages/557 (last visited Sept. 25, 2015); see also, Abaxis, Inc. v. Cepheid, No. 10-CV-2840-LHK, 
ECF No. 287, at 20 (N.D. Cal. Sept. 20, 2012) (Koh, J.) (Preliminary Jury Instructions) (“I will play a 17-minute 
video called ‘An Introduction to the Patent System.’ . . . The video uses a sample patent as an illustration. Your Jury 
Notebooks contain this sample patent so you can refer to it when the video discusses it.”). 


98  Cynthia E. Kernick, Chapter 24: The Trial, AM. BAR ASS’N SECTION OF INTELLECTUAL PROPERTY LAW, PATENT 


LITIGATION STRATEGIES HANDBOOK 1035 (Barry L. Grossman & Gary M. Hoffman, eds., 3d ed. 2010). 


99  See, e.g., id. at 1035–36; Abaxis, No. 10-CV-2840-LHK, ECF No. 287, at 23 (“You will be asked to apply my 
definitions of these terms in this case. My definitions are in your Jury Notebooks.”); Patent Case: Jury Requirements 
(J. Cohn) (“1. Each juror shall have a notebook that includes a copy of the patent with relevant portions highlighted, 
a glossary of terms and such drawings and other papers as the parties agree. 2. The parties shall make every effort to 
agree upon a stipulation of facts to be placed in the juror’s notebook. 3. Three-hole punched copies of admitted 
exhibits may be given to the jurors for placement in their notebooks.”), available at 
http://www.mied.uscourts.gov/pdffiles/Cohnpatentjury.PDF; Ambato Media, LLC v. Clarion Co., No. 2:09-cv-
242-JRG, ECF No. 373, at 8 (E.D. Tex. July 6, 2012) (Gilstrap, J.) (Preliminary Jury Instructions) (“In those 
notebooks you’ll see that you each have a copy of the patent . . . . Also . . . you’ll see some pages listing the claim 
terms. . . . [T]hen over under construction, in that column, is the definition that the Court has given you to work 
with as regards those terms. You also have pages with witness photos and names for the witnesses. New pages for 



http://www.fjc.gov/public/home.nsf/autoframe?openform&url_l=/public/home.nsf/inavgeneral?openpage&url_r=/public/home.nsf/pages/557

http://www.fjc.gov/public/home.nsf/autoframe?openform&url_l=/public/home.nsf/inavgeneral?openpage&url_r=/public/home.nsf/pages/557

http://www.mied.uscourts.gov/pdffiles/Cohnpatentjury.PDF
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 the patent(s) with the claims; but where including the patent(s) may cause 
confusion or otherwise not be helpful, the sample patent provided by the Federal 
Judicial Center may be used instead;  


 the court’s claim construction; 


 a glossary of terms; 


 additional key exhibits and any stipulated facts to which the parties agree; 


 a listing and description of the witnesses with a photo for each witness; and 


 blank pages at the end of the notebook for note taking. 


The American Bar Association’s Model Case Management Orders for Patent Cases includes these options, 


plus a few others.100 


The notebooks can be supplemented as the trial progresses with any additional and necessary 
documents, such as witness pages.  


                                                 
each day’s witnesses may also be added to your binder each morning before trial begins for that day.”); Realtime 
Data, LLC v. MetroPCS Texas, LLC, No. 6:10-cv-493, ECF No. 595, at 2 (E.D. Tex. Jan. 22, 2013) (Clark, J.) (Order 
on Limitations of Trial Time) (Juror notebooks will contain “agreements between counsel on definitions of terms, 
diagrams, key exhibits, timelines, etc. . . . a page for each side’s witnesses, containing a photograph of the witness 
(about 3” x 3”) with the witness’s name, title (or position, if employed by a party), and space for jurors to take notes . 
. . .”). 


100  Am. Bar Ass’n, Special Comm. on IP Litig., Model Case Management Orders for Patent Cases, Model Order No. 23 
(1998) [hereinafter, ABA Model Patent Case Order No. 23]: 


 
Contents of Juror Notebooks  
The parties shall jointly prepare, and counsel for plaintiff shall submit to the Court prior to jury 
selection, three-ring binder notebooks for each juror. Each juror notebook shall contain the following, 
separated by appropriate tabs; materials that have not specifically been approved by the Court may 
not be included:  


(a) a copy of each patent in suit;  


(b) a copy of the Court’s preliminary jury instructions, if any;  


(c) a list of exhibits included in the notebook as agreed by the parties or as ordered by the Court from 
time to time, the list to be updated daily after approval of the update by the Court, as well as copies of 
(or excerpts from) the included exhibits;  


(d) stipulations of the parties, if any;  


(e) at the request of any party and with the prior approval of the Court, other material not subject to 
genuine dispute, which may include, for example: (1) photographs of parties, witnesses, or exhibits; 
(2) curricula vitae of experts; (3) lists or seating charts identifying attorneys and their respective clients; 
(4) a short statement of the parties’ claims and defenses; (5) a glossary of terms; and (6) a chronology 
or timeline of events;  


(f) the court’s final instructions; and 


(g) blank paper. 
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Both as to juror notebooks and note taking, the court’s preliminary and final jury instructions should 
provide guidance. For the juror notebooks, the court should review what is in them and how jurors 


can use the notebooks, explaining the notebooks must stay with the court at the end of each day.101 
The court should admonish the jurors that the notes are only aids to memory, not evidence, and that 
each juror must rely on his or her own independent recollection, not the notes of others. 


Best Practice 46 – The court should consider allowing juror questions, which can 
enhance juror engagement and understanding, although it is 
recognized that the court needs to be careful that they do not 
become time consuming, interfere with the flow of 
examination, or potentially create juror bias. 


There are benefits to permitting juror questions, such as promoting juror participation, helping to 
ensure juror comprehension of complex information and allowing counsel to focus on evidence 


with which the jury is grappling.102 However, juror questions can interfere with the flow of witness 
examination and introduce juror bias. The benefits of allowing juror questions should be weighed 
against the incremental time involved in screening and answering jury questions. 


One way to reduce interference with the flow of examination is to require jurors to wait until the 
end of the witness’s testimony before asking questions and to have the court pose the question, 
rather than have counsel pose the question. To eliminate juror bias, it is important for the court to 
screen the question, as opposed to giving counsel the option of asking the question; if counsel is 
given the question but does not ask it (e.g., because it goes to evidence that has been excluded by an 
in limine motion), juror bias may develop. Objections to juror questions should be entertained 
outside the hearing of the jury. To keep the lawyers from knowing which juror is asking which 
question, the court could consider having every juror return a piece of paper after every witness with 
any juror questions. 


If juror questions are permitted, the court should so advise the parties ahead of time and may 
include the method for dealing with jury questions in a standing order or at the pretrial 


conference.103 This allows the parties to account for the practice in their trial preparations, including 
in their budgeting of time. 


Best Practice 47 – The court should permit brief interim statements, such as 
witness introductions.  


Some courts allow parties to offer “interim statements” to the jury while a patent trial progresses. 
Patent trials can benefit from the “proper use of the time allowed for interim statements to quickly 


transition between topics, and to inform jurors about expected testimony.”104 Such statements, 
which should be short, enable counsel to summarize the evidence previously presented and to place 


                                                 
101  See, e.g., Ambato Media, No. 2:09-cv-242-JRG, ECF No. 373, at 8 (“Whenever you leave each day, be sure 


that you leave your notebooks in the jury room.”). 


102  See, e.g., ABA Model Patent Case Order No. 23, supra note 100, at 1036–37.  


103  See, e.g., Patent Case: Jury Requirements, supra note 99 (“Jurors will be permitted to ask questions and take notes. The 
Court will screen the questions at the conclusion of each witness’ testimony.”). 


104  See HERBERT F. SCHWARTZ, PATENT LAW & PRACTICE 252–58 (5th ed. 2006). 
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that evidence in context with respect to what additional evidence will be presented through 
forthcoming witnesses. Indeed, brief witness introductions can be especially helpful and time-saving 
when introducing video testimony. The purpose of such interim statements is to help the jury 
understand and remember what the evidence is. These statements are not intended to be 
argumentative or to take the place of opening and closing arguments. Through these statements, 
counsel can refresh the jury’s recollection as to what a party believes are the key facts and evidence, 
and highlight the key testimony and other evidence that counsel wants the jury to focus on. There 
are a myriad number of ways that courts can manage such interim statements, including placing 
overall length and time limitations on their use, and requiring that such statements be given at 
particular times during trial (e.g., at the start of each morning, or right before a witness takes the 


stand).105  


Best Practice 48 – In longer patent trials, the court should consider allowing 
some interim arguments.  


In some patent cases, jurors may be asked to decide numerous issues and hear testimony from many 
witnesses over several weeks. The more patents and claims asserted, the more products accused, and 
the more defendants involved, the more complex the jury’s task becomes at the end of the case. In 
longer patent trials, the court should consider allowing some interim argument in addition to interim 
statements, perhaps phased by patent, so the jurors do not have to wait until the close of evidence to 
synthesize what they have heard.  


C. SETTING LIMITS AND OTHER MEANS TO STREAMLINE TRIAL  


Best Practice 49 – If the court has not already done so, at the final pretrial 
conference, the court should set time limits for trial. 


Patent cases typically involve technical subject matter and complex fact patterns that can be difficult 
for juries to digest. Given the concern that jurors might fail to understand key information, attorneys 
sometimes rely on repeated presentation of evidence in the hopes of fostering understanding and 
retention. Given this propensity, the court should consider exercising its power to manage trials by 


setting reasonable time limits.106 


By setting reasonable limits, the court can encourage attorneys to distill and prioritize their 
arguments, thereby keeping jurors engaged. Obviously, some cases will necessitate more time than 
others, and the following factors are relevant in determining how much time a particular trial may 
require the following: 


 the number of patents and claims at issue; 


 the number of claims and defenses; 


                                                 
105  If FED. R. EVID. 615 is invoked by any party at trial so that fact witnesses may not hear the testimony of other fact 


witnesses, then the application of this rule likewise should apply to such statements. 


106  Duquesne Light Co. v. Westinghouse Electric Corp., 66 F.3d 604, 609–10 (3d Cir. 1995) (“[C]ourts need not allow 
parties excessive time so as to turn the trial into a circus. After all, a court’s resources are finite and a court must 
dispose of much litigation.”). 
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 the complexity of the technology involved; and 


 the attorneys’ estimates concerning time needed. 


Best Practice 50 – At the final pretrial conference, the court should limit the 
number of exhibits. Along with limiting the number of 
exhibits, the court should encourage using demonstratives and 
summaries under Rule 1006 of the Federal Rules of Evidence. 


Under Rule 16 of the Federal Rules of Civil Procedure, courts have the discretion to discourage 


wasteful pretrial activities107 and can impose limits on exhibits to avoid the situation where parties 
identify an excessive number of exhibits. As one district court found, where one party alone had 
designated 1,900 exhibits, in order to use these exhibits within the time constraints of the trial, the 
party “would need to have nearly 2 exhibits entered into evidence every minute of the trial,” which 


the court concluded “is not humanly possible.”108 By imposing limits, the court can promote 
streamlining of the presentation of evidence and also avoids having to rule on objections to a 


voluminous number of exhibits that will never be used.109  


Several courts have imposed limitations on the number of exhibits that a party can list on an exhibit 


list.110 To address instances where more exhibits are truly needed, the court can place the burden on 
the party seeking more exhibits to establish good cause therefor. The parties will rarely need to list 
more than two hundred exhibits, and in actuality much less than this number are typically used at 
trial. Where a court does not sua sponte impose limits on the number of trial exhibits, the parties may 
raise the issue at the Rule 16 pretrial conference and in related written submissions to the court. 


                                                 
107  Rule 16(a) provides: 


(a) Purposes of a Pretrial Conference. In any action, the court may order the attorneys and any unrepresented 
parties to appear for one or more pretrial conferences for such purposes as: (1) expediting disposition of the 
action; (2) establishing early and continuing control so that the case will not be protracted because of lack of 
management; (3) discouraging wasteful pretrial activities; (4) improving the quality of the trial through more 
thorough preparation; and (5) facilitating settlement. 


108  Carnegie Mellon Univ. v. Marvell Tech. Group, Ltd., No. 2:09-cv-290, Dkt No. 586, 4 (W.D. Pa. Oct. 24, 2012) 
(Fisher, J.). 


109  Id. (“In addition, the overzealous submission of exhibit lists and deposition designations has caused the Court to be 
inundated with unnecessary objections. This Court is not in the business of resolving hypothetical disputes as to 
exhibits and deposition designations that the parties have no real intent to actually offer at trial and in fact could not 
actually be presented as a practical matter given the time restrictions.”). 


110  See, e.g., Abaxis, Inc. v. Cepheid, No. 10-CV-2840-LHK, ECF No. 278, at 2 (N.D. Cal. Sept. 17, 2012) (Koh, J.) 
(“The Court ordered the parties to reduce their exhibit lists to 250 exhibits per side.”); SimpleAir, Inc. v. AWS 
Convergence Techs., Inc., No. 2:09-cv-289, ECF No. 505, at 5 (E.D. Tex. April 3, 2012) (Schneider, J.) (“In light of 
the parties’ disregard of the Court’s previous order, and in light of the above rulings, the Court ORDERS the parties 
to refile compliant exhibit and deposition designation lists. Exhibit lists are limited to no more than 200 exhibits per 
party. Deposition designations are limited to a total of ten (10) hours of testimony per party.”); Genentech, Inc. v. 
Trustees of the Univ. of Penn., No. 10-CV-02037-LHK, ECF No. 652, at 4 (C.D. Cal. May 31, 2012) (Koh, J.) 
(Pretrial Conference Order) (“[T]he parties shall file revised exhibit lists, which shall be limited to no more than 125 
exhibits per side. . . . Parties must demonstrate good cause to use or seek to admit any exhibit during trial that is not 
on the parties’ list of 125 exhibits.”). 
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Federal Rule of Evidence 1006 permits the use of charts and graphs to summarize the content of 


voluminous writings “that cannot be conveniently examined in court.”111 Such evidence is 
particularly valuable in the context of patent cases, where jurors may have difficulty understanding 


the technology at issue, the prosecution history,112 or relevant expert testimony. The court should 
remind litigants of this option and encourage the use of such aids to facilitate the jury’s examination 
of testimony or documents in evidence. 


Best Practice 51 – The court should consider pre-admitting exhibits, which allows 
the trial to flow without objections as to those exhibits and 
without taking time during trial to admit the exhibits one-by-
one. 


A long-standing problem in patent litigation is the habit of counsel to over-designate exhibits and 
objections, which should be discouraged. Pre-admitting exhibits is a practical and effective of way of 
dealing with the volume of exhibits often involved in patent cases, with the ultimate goal of keeping 
this procedural task from taking up time during the trial itself. Several courts however, even when 
they pre-admit the exhibits, i.e., resolve all disputes before trial, only send back to the jury room 
those exhibits that are specifically identified and addressed in the testimony during the trial. The 
court may set a schedule whereby the parties exchange exhibit lists and objections, and then meet 
and confer to identify joint exhibits and resolve as many objections as possible. As part of this joint 
exchange, courts may want to also impose case management rules about how the submissions and 
objections will be received and ruled upon, in order to limit the number of submissions made. For 
instance, courts may want to set rules whereby any exhibits that are never discussed at trial will be 
withdrawn, and not presented to the jury during deliberations. Any objections to such exhibits will 
then also be moot. In order to limit additional objections, courts may allow the parties to designate 
any exhibits for an exhibit list, but limit the number of objections that parties can make immediately, 
reserving rulings on all others until the exhibit actually is introduced. 


Following their meeting, the parties then should jointly submit a list of exhibits as to which there is 
no dispute and separate lists with exhibits and remaining objections (subject to any limits on the 
number of objections the court will receive initially). The timing for pre-admitting exhibits and 
ruling on the objections varies, with some courts preferring to pre-admit all the exhibits and rule on 
all objections at once, possibly setting aside an entire day before trial begins, and with other courts 


                                                 
111  Litigants must remember that “[t]he materials or documents on which a Rule 1006 exhibit is based must be made 


available for ‘examination or copying . . . by other parties at [a] reasonable time and place,’ but need not be admitted 
into evidence. If they are not introduced, however, those materials or documents must be admissible under the 
Federal Rules of Evidence. In other words, Rule 1006 is not a back-door vehicle for the introduction of evidence 
which is otherwise inadmissible.” Peat, Inc. v. Vanguard Research, Inc., 378 F.3d 1154, 1160 (11th Cir. 2004) (citing 
J. MCLAUGHLIN, J. WEINSTEIN, & M. BERGER, 6 WEINSTEIN’S FEDERAL EVIDENCE § 1006.03[3] (2d ed. 2004) 
(“Charts, summaries, and calculations are only admissible when based on original or duplicate materials that are 
themselves admissible evidence.”); C.A. WRIGHT & V.J. GOLD, 31 FEDERAL PRACTICE AND PROCEDURE § 8043, at 
527 (2000) (“Rule 1006 evidence may also be excluded where the source materials are inadmissible hearsay or even 
where just some parts of those materials are inadmissible hearsay.”)). 


112  See, e.g., Ford Motor Co. v. Lemelson, Nos. CV-N-92-613-LDG(PHA), CV-N-92-545-LDG(PHA), 1995 WL 
628330, at *10 n.18 (D. Nev. June 16, 1995) (discussing approvingly of a color coded chart summarizing and 
illustrating the prosecution history, in a case with a “tedious and lengthy genealogy” of patent claims). 
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preferring to admit exhibits and rule on objections on a daily basis, possibly in the mornings before 
the jurors arrive. 


D. BIFURCATION AND WILLFULNESS AT TRIAL  


1. Preliminary Statements Regarding Bifurcation 


Best Practice 52 – At the final pretrial conference, the court should consider 
whether bifurcation of certain issues or claims will expedite 
trial and promote the jury’s ability to digest the facts of the 
case. 


As the Federal Circuit noted in Bosch, “[d]istrict court judges, of course, are best positioned to make 


th[e] determination [of bifurcation] on a case-by-case basis.”113 Given that the issues of liability and 


damages are often disparately complex in patent cases, bifurcation has become more common.114 In 
a case with a straightforward damages theory but complex technology, it may make sense to address 
the issue of liability alone so that the parties and the jury can focus on and understand the question 
of liability. The same may hold true where serious questions as to patent validity exist. Similarly, 
sorting out damages in a case involving numerous parties and accused products may be particularly 
challenging, and a jury may perform more effectively if it is asked to evaluate only one issue at a 
time.  


Alternatively, courts must consider the potential efficiency gains of handling the issues of liability 
and damages together. For instance, where evidence relating to both liability and damages will come 
from the same sources, bifurcation may be inadvisable. Courts must also consider how a decision to 


bifurcate will impact discovery, which may be similarly bifurcated or held to a single schedule.115 


                                                 
113  Robert Bosch, LLC v. Pylon Mfg. Corp., 719 F.3d 1305, 1319–20 (Fed. Cir. 2013) (en banc). 


114  One district court previously made bifurcation not the exception but the rule. See J. Robinson (D. Del.), Patent Case 
Scheduling Order ¶ 3 (“The issues of willfulness and damages shall be bifurcated for purposes of discovery and trial, 
unless good cause is shown otherwise.”). The judge’s rationale was that “discovery disputes related to document 
production on damages and the Daubert motion practice related to damages experts are a drain on scarce judicial 


resources.” Robert Bosch, LLC v. Pylon Mfg. Corp., Civ. No. 08‐542‐SLR, 2009 WL 2742750, at *1 (D. Del. Aug. 


26, 2009); Dutch Branch of Streamserve Dev., AB v. Exstream Software LLC, Civ. No. 08‐343‐SLR, 2009 U.S. Dist. 
LEXIS 76006, at *2 (D. Del. Aug. 26, 2009). This court’s recently revised standard patent scheduling order, however, 
no longer bifurcates willfulness and damages issues from liability issues. See Hon. Sue Robinson, Standard Patent 
Scheduling Order (revised 3/24/14), available at 
http://www.ded.uscourts.gov/sites/default/files/Chambers/SLR/Forms/Sched-Order-Patent-03-24-14.pdf. 


 Some judges have expressed concerns about the impact bifurcation and subsequent appeals may have on patent 
litigants. See Fresenius USA, Inc. v. Baxter, 733 F.3d 1369, 1381 (Fed. Cir. Nov. 5, 2013) (O’Malley, J., dissenting) 
(cautioning that incentives created under Bosch to bifurcate liability from damages will lead courts “to try to limit the 
time and resources spent on patent cases by seeking an interlocutory review of their claim construction and liability 
determinations,” and that this will generally “drag out the litigation, causing multiple appeals and probably multiple 
remands”). 


115  For a discussion of Working Group 10’s recommended best practices regarding the bifurcation of discovery (as 
contrasted to just trial), see Sedona WG10 Discovery Chapter, supra note 32, at Sec. V. (Bifurcation or Staging of 
Discovery).  



http://www.ded.uscourts.gov/sites/default/files/Chambers/SLR/Forms/Sched-Order-Patent-03-24-14.pdf
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2. Preliminary Statements Regarding Willfulness 


Best Practice 53 – The court should rule on the objective prong for willfulness 
before trial if the conclusion is obvious and clear.  


The objective standard for willful infringement is the first prong of the two-prong Seagate test 


developed by the Federal Circuit.116 The Seagate test requires a patent holder charging willful 
infringement to prove: (1) the accused infringer took action in the face of “an objectively high 
likelihood” that such action constituted infringement; and (2) the “objectively-defined risk . . . was 


either known or so obvious that it should have been known” to the alleged infringer.117 While the 
ultimate determination of willfulness has traditionally been treated as a question of fact, the Federal 
Circuit decided in Bard to classify the objective prong’s recklessness determination as a question of 


law subject to de novo review.118 According to the Bard court, judges are “in the best position for 
making the determination of reasonableness,” so while the jury may determine underlying facts, the 
ultimate objective assessment of whether a reasonable person would have perceived a high 


likelihood of infringement of a valid patent is exclusively the domain of the court.119 


From a judicial standpoint, the Bard holding puts more responsibility on the bench, with a 
substantial factor contributing to enhanced damages now in the judge’s hands. This may strain 
judicial economy, with judges required to take a closer look at issues once at least partly within the 
purview of the jury. However, it also provides judges with more control with respect to keeping the 
willfulness question away from the jury.  


Since Bard did not specify a time at which the objective prong determination must be made, courts 
(and litigants) have dealt with the issue at varying points during litigation based on the facts of each 
case. 


Because the objective prong must ultimately be decided by the judge, courts may be inclined to 
actively evaluate claims of willful infringement before trial. If claims can be resolved early, it will 
help parties evaluate the potential damages at stake, which will in turn help guide the litigation 
strategy before trial. It will also narrow the issues and preclude potentially prejudicial evidence on 
trivial claims going to the jury. The procedural vehicle to do so has typically been at the summary 
judgment stage. Courts have used summary judgment to dispose of the willfulness issue where the 
facts seemed clear on the lack of objective willfulness.  


Although some commentators have suggested a Markman-like objective willfulness prong hearing, 
few judges appear to have embraced or implemented such a practice. In fact, the issue seems to be 
supported more in theory than in practical application.  


                                                 
116  In re Seagate Tech., LLC, 497 F.3d 1360, 1371 (Fed. Cir. 2007) (en banc). 


117  Id. at 1371. 


118  Bard Peripheral Vascular, Inc. v. W.L. Gore & Assocs., 682 F.3d 1003, 1006–07 (Fed. Cir. 2012). 


119  Id. at 1006–07. 
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Best Practice 54 – The court should hear and weigh all the evidence of willfulness 
during the jury trial in significantly contested cases. 


Courts that have not addressed a willfulness claim before trial have implemented various approaches 
to the willfulness determination during trial, e.g.: (a) hearing evidence and submitting jury 
instructions on the subjective prong, such that if the jury finds no subjective willfulness, then there 
may be no need for the court to rule on the objective prong, but if the jury finds subjective 


willfulness, then the court decides the objective prong;120 (b) hearing evidence and making a 
determination on Rule 50 motions; (c) hearing evidence and deciding the objective prong just prior 
to jury instructions, and if the objective prong is met, submitting jury instructions on the subjective 
prong; and (d) hearing evidence and submitting special interrogatories to the jury on issues of fact 
related to objective recklessness, while reserving for the court the ultimate question of law (objective 
prong), such that if there is a jury verdict of infringement of a valid patent, then the court decides 
the objective prong with the input of special interrogatories, and after the court’s decision on the 
objective prong, if appropriate, the jury considers the subjective prong (i.e., whether the 
“objectively-defined risk . . . was either known or so obvious that it should have been known” to the 


alleged infringer. 121. 


Because facts and issues vary widely from case to case, there is no one-size-fits-all solution. But 
dividing cases into two categories—close calls and clear-cut cases—allows courts the requisite 
flexibility to make the best decision on objective willfulness whenever the issue is presented. 


E. JURY VERDICT FORMS  


Pursuant to Rule 49 of the Federal Rules of Civil Procedure, “the court may submit to the jury 
forms for a general verdict, together with written questions on one or more issues of fact that the 
jury must decide.” When the general verdict and answers are consistent, the court must approve for 
entry, under Rule 58 of the Federal Rules of Civil Procedure, an appropriate judgment on the verdict 
and answers. If the answers are inconsistent with each other or with the general verdict, the court 


“must direct the jury to further consider its answers and verdict, or must order a new trial.”122 
Accordingly, it is important to provide to the jury a verdict form that avoids jury confusion and 
results in a consistent verdict.  


Avoiding jury confusion and achieving a consistent verdict is especially important in technically 
complex patent trials, which often involve multiple patents, asserted claims, and prior art references. 
The following best practices will help ensure that verdict forms in patent cases avoid jury confusion 
and are consistent. Verdict forms should, however, be tailored to the specific facts and 
circumstances of each case. 


                                                 
120  One district court explained its rationale for hearing the evidence first and then determining the objective prong: 


“The Court concludes that only by its consideration of trial evidence can it make the ‘objective reasonableness’ 
finding necessary to the Defendant’s arguments.” Grant Street Group, Inc. v. Realauction.com, LLC, No. 2:09-cv-
01407, 2013 WL 2404074, at *4 (W.D. Pa. May 31, 2013).  


121  Seagate, 497 F.3d at 1371. 


122  FED. R. CIV. P. 49. 
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Best Practice 55 – Each verdict form question should include a citation to the jury 
instruction corresponding to that question. 


In addition to a general introductory statement in the verdict form that the jury should refer to the 
jury instructions for guidance on the applicable law, parties should agree on the inclusion, in each 
verdict form question, of a citation to the jury instruction corresponding to that question. This will 
help to ensure that the jury applies the applicable law to the facts in the case and can assist in 
minimizing disputes raised in posttrial motions. 


For example:  


Did the Plaintiff prove by a preponderance of the evidence that the Defendant 
infringed claim 1 of U.S. Patent No. 1,234,567? (For the court’s instructions on 
direct infringement, see page __ of the Jury Instructions.). 


Best Practice 56 – The parties should consider having each verdict form question 
include the applicable burden of proof.  


Parties should consider negotiating the inclusion of the applicable burden of proof in each verdict 
form question, and the court should resolve any disputes regarding the applicable burden of proof. 
This will help to ensure that the jury applies the proper burden of proof and can assist in minimizing 
disputes raised in posttrial motions. 


For example:  


Did the Plaintiff prove by a preponderance of the evidence that the Defendant 
infringed the following asserted claims of each patent-in-suit?; or  


Did the Defendant prove by clear and convincing evidence that any of the following 
claims are invalid as obvious?  


1. For Infringement 


Best Practice 57 – Verdict forms should include questions as to whether each 
accused product infringes each asserted patent claim, either 
directly or indirectly. 


Best Practice 58 – Verdict forms preferably should not include separate questions 
on literal infringement, infringement under the doctrine of 
equivalents, induced infringement, or contributory 
infringement, particularly where it would cause confusion and 
significantly lengthen the size of the verdict form. 


Parties should negotiate verdict forms that include certain questions (e.g., whether each accused 
product infringes each asserted patent claim) and exclude certain questions (e.g., separate questions 
on literal infringement, infringement under the doctrine of equivalents, induced infringement, or 
contributory infringement), and the court should resolve any disputes regarding these issues. To the 
extent detailed separate questions are deemed necessary, a chart format is recommended.  
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For example: 


 Literal Infringement Infringement under the 


Doctrine of Equivalents 


Who Must Prove Plaintiff 


Burden of Proof Preponderance of the evidence 


 Not infringed Infringed Not 


infringed 


Infringed 


U.S. Patent No. x,xxx,xxx 


  Claim 1      


  Claim 2      


 


The potential advantage of obtaining separate infringement findings on each type of infringement is 
that it may help to limit issues on appeal. However, this advantage may be substantially outweighed 
by the possibility of confusing the jury with a complex verdict form. Therefore, courts and litigants 
should take these factors into consideration in determining how much detail to include in 
infringement questions.  


For example: 


For Product X, did the Plaintiff prove by a preponderance of the evidence that the 
Defendant infringed the following asserted claims of each patent-in-suit? versus: 


 For Product X, did the Plaintiff prove by a preponderance of the 
evidence that the Defendant literally infringed the following asserted 
claims of each patent-in-suit?;  


 For Product X, did the Plaintiff prove by a preponderance of the 
evidence that the Defendant infringed the following asserted claims of 
each patent-in-suit under the doctrine of equivalents?;  


 For Product X, did the Plaintiff prove by a preponderance of the 
evidence that the Defendant induced infringement of the following 
asserted claims of each patent-in-suit? or 


 For Product X, did the Plaintiff prove by a preponderance of the 
evidence that the Defendant contributed to the infringement of the 
following asserted claims of each patent-in-suit? 
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2. For Obviousness 


Best Practice 59 – Verdict forms should include questions as to whether each 
asserted patent claim is obvious.  


Best Practice 60 – Verdict forms should not include every possible permutation of 
prior art references or possible defense.  


Parties should negotiate verdict forms that include questions as to whether each asserted patent 
claim is obvious. Verdict forms preferably should not include questions regarding the following: 


 questions that require the jury to separately address each prior art reference or 
combination of references; 


 questions that require the jury to separately address specific factors involved in 
the obviousness determination (e.g., the level of ordinary skill in the art at the 
time of the invention, the scope and content of the prior art, the differences 
between the claimed invention and the prior art, whether the defendant 
demonstrated a motivation to combine references, or whether the defendant 
demonstrated a reasonable expectation of success in combining references); or 


 questions that require the jury to separately address whether each specific 
secondary consideration of non-obviousness (e.g., commercial success, long felt 
need, failure by others, copying, unexpected results, licensing, skepticism, etc.) 
supports non-obviousness of the patent. 


For example:  


Did the Defendant prove by clear and convincing evidence that any of the following 
claims are invalid as obvious? versus: 


 Did the Defendant prove by clear and convincing evidence that any of the 
following claims are invalid as obvious over any of the following prior art 
references, taken alone or in combination?; 


 Did the Defendant prove by clear and convincing evidence that there was 
motivation for a person of ordinary skill in the art at the time of the invention to 
combine the following references?; or 


 Indicate which of the secondary considerations of non-obviousness the Plaintiffs 
have proven by a preponderance of the evidence are present in this case and 
support non-obviousness of the patent. 


The potential advantage of obtaining separate obviousness findings is that it may serve to limit 
issues posttrial and on appeal when the court determines obviousness as a matter of law. It may also 
focus the jury on the obviousness analysis to prevent irrelevant bias for one side or the other, or 
hindsight bias for inventions that may appear obvious after the fact. However, this advantage may 
be substantially outweighed by the possibility of confusing the jury with a complex verdict form.  
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Courts and litigants should take these factors into consideration in determining how much detail to 
include in obviousness questions. On the one hand, a litigant asserting one or two specific prior art 
combinations that render obvious a small set of claims may be able to ask specific interrogatories of 
the jury without a lengthy multi-page jury verdict form on obviousness; for example, questions 
directed at what claim elements a prior art reference discloses. However, presenting more than a few 
combinations to a jury for multiple claims may lead to, rather than avoid, confusion. 


One potential compromise between a limited and expansive obviousness verdict form is to focus 


questions on the Graham v. John Deere analysis123 as adopted by the Northern District of California. In 
the Northern District of California Model Jury Instructions and Verdict Form, the court proposes 
asking the jury to choose between the parties’ contentions for (1) the level of skill the art, (2) what 
the prior art discloses, (3) the differences in the art, and (4) the secondary considerations proven. 
The jury can also be asked for an advisory verdict of obviousness, but ultimately the court would 
decide obviousness based on these findings.  


On balance, Best Practice 59, identified above, is the recommended approach. 


Best Practice 61 – Verdict forms should direct the jury to skip questions where 
appropriate. 


Parties should negotiate verdict forms that direct the jury to skip questions where appropriate; for 
example, questions relating to dependent claims when certain answers are given to the 
corresponding independent claims. Directing the jury to skip questions, where appropriate, will help 
to minimize confusion, simplify the process and minimize the risk of inconsistent verdicts.  


For example:  


For Product X, did the Plaintiff prove by a preponderance of the evidence that the 
Defendant literally infringed the following asserted claims of each patent-in-suit? 


Please check YES or NO. 


Claim 1: YES ___  NO: ____ 


If you answered NO, please skip to question number 3. 


F. JURY INSTRUCTIONS ON OBVIOUSNESS  


The best practices described herein are directed toward parties drafting and submitting proposed 
jury instructions on obviousness to the court.  


                                                 
123 Graham v. John Deere Co., 383 U.S. 1 (1966). 
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Best Practice 62 – Jury instructions on obviousness should clearly explain the 
factual questions to be decided by the jury. Should the court 
decide to make the ultimate determination on obviousness 
itself, the instructions should convey to the jury that the court’s 
determination depends upon the jury’s factual findings. 


Obviousness instructions can be lengthy and complicated, thus risking confusion for the jury. It is 
therefore important to lay out upfront the determinations that the jury has to make, including 
whether the court is submitting the ultimate determination on obviousness to the jury.  


For example, if the court is submitting only the underlying factual questions to the jury, the 
instructions may include a statement explaining to the jury that the court has the responsibility of 
determining whether the patent claims are obvious based on their determination of several factual 
questions. This will inform the jury as to the reason for the questions being submitted to them.  


Best Practice 63 – The jury instructions should identify the burden of proof 
required to make a showing of obviousness.  


The jury instructions should identify the burden of proof required to make a showing of 
obviousness. For example, where the court submits the obviousness question to the jury, the 
instructions may include a statement similar to the following:  


The alleged infringer must prove by clear and convincing evidence (i.e., that it is 
highly probable) that the claimed invention was obvious. 


Best Practice 64 – The jury instructions should describe the relevant factors 
involved in the obviousness determination in some detail 
depending upon the nature and scope of disputes that remain 
between the parties. 


Only the factual issues that are disputed need be instructed on and submitted to the jury. For 
example, if the only dispute between the parties is whether the prior art is different from the claimed 
invention, that is the only factor the jury should be instructed on and the only question presented to 
them.  


Each of the relevant factors should be described in relevant detail so as to allow the jury to 
appreciate the importance of considering all the factors in making the obviousness determination. 
For example, as discussed below, the instruction relating to the level of ordinary skill in the field of 
the invention should explain the various factors the jury can consider in determining the requisite 
level of skill.  
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Best Practice 65 – The jury instructions should specifically identify each prior art 
reference or combination of references that is being asserted to 
invalidate each of the claims under obviousness, as well as the 
details of the dispute, if any, surrounding each reference or 
combination. To the extent possible, only a limited number of 
asserted combinations should be submitted to the jury. The 
instructions should provide some guidance on what the jury 
may consider to be reasonably related art.  


The parties may dispute various factual issues, such as whether a reference was publicly available on 
a given date. It is important for the jury instructions to highlight to the jury that these are 
preliminary issues that need to be resolved before the jury can address whether the elements of a 
given claim are disclosed in the prior art reference. 


The instructions should also inform the jury that prior art is not limited to the references at issue, 
but also includes the general knowledge that would have been available to one of ordinary skill in the 
field of the invention. 


The instructions could include a brief description of what the jury may consider pertinent or 
analogous art. For example, an instruction similar to the following may be helpful:  


Pertinent, or analogous prior art is defined by the nature of the problem solved by 
the invention. It includes prior art in the same field of endeavor as the claimed 
invention, regardless of the problem addressed by the reference, and prior art from 
different fields reasonably pertinent to the particular problem with which the claimed 
invention is concerned. 


Best Practice 66 – With regard to the level of ordinary skill in the art at the time of 
the invention, the jury instructions should provide guidance on 
the factors that can be considered in making this 
determination. 


With regard to the level of ordinary skill in the art at the time of the invention, the instructions 
should provide guidance on the factors that can be considered in making this determination. For 
example, the instruction could include factors such as (1) the levels of education and experience of 
persons working in the field; (2) the types of problems encountered in the field; and (3) the 
sophistication of the technology of the claimed invention. 


Best Practice 67 – With regard to the differences between the claimed invention 
and the prior art, the parties should try to come to agreement 
on what differences are considered relevant, and to the extent 
that the parties agree, the jury instructions should provide 
some guidance on the relevant differences to be considered 
and the importance of comparing these differences in context 
of the invention as a whole, not merely portions of it. 


It is important to highlight to the jury that most inventions rely on building blocks of prior art and, 
out of necessity, will be combinations of what, in some sense, is already known. The significance of 
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any difference between the claimed invention and the prior art should be determined from the 
perspective of a person of ordinary skill in the art at the time of the invention, ignoring what is 
learned from the teaching of the patent itself.  


Best Practice 68 – With regard to secondary considerations, the jury instructions 
should briefly describe each factor that is in dispute, preferably 
grouping them by factors that tend to show obviousness and 
those that tend to show nonobviousness. It is also important to 
highlight the importance of a sufficient nexus between this 
evidence and the claimed invention, and that no factor alone is 
dispositive.  


The jury instructions should inform the jury that although they should consider any evidence of 
these objective factors, the relevance and importance of any of these factors to their decision on 
whether the claimed invention would have been obvious, is up to them. 


The instructions should caution the jury on common mistakes that one may make in considering 
each of these factors. For example, in discussing commercial success, the instructions could explain 
that the jury should consider whether the invention was commercially successful as a result of the 
merits of the claimed invention rather than as a result of design needs or other activities such as 
advertising, market demand, etc.  


Best Practice 69 – To the extent the verdict form contains separate questions on 
each of the obviousness factors, the jury instructions should 
make clear the connection between the instructions being 
provided and the question(s) to which they relate. 


To the extent the verdict form contains separate questions on each of the obviousness factors, the 
instructions should alert the jury about the correlation between the instructions being provided and 
the question to which they relate. This helps avoid confusion about the correlation between the 
different factors/issues to be considered and the questions to be answered by the jury. The jury 
instructions should be organized in the same structure as the verdict form, with section and 
paragraph numbers for the instructions corresponding to question numbers on the verdict form. 
Ideally, the jury should be provided with a copy of the jury instructions to use during their 
deliberations.  


Best Practice 70 – Where the court submits the ultimate determination of 
obviousness to the jury, the jury instructions should provide 
guidance on how that determination should be made.  


The instructions need to provide explanations of the terms and the balance between a patentable 
invention on one hand and the mere application of common sense and ordinary skill to solve a 
problem on the other. The jury should be instructed on the importance of viewing the claimed 
invention from the perspective of the person of ordinary skill in the art at the time the invention was 
made. It is also important to warn the jury against using hindsight in making an obviousness 
determination. 
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The court can provide guidance to the jury by listing specific questions that the jury may consider in 
making the obviousness determination: 


 whether the alleged infringer has identified a reason that would have prompted a 
person of ordinary skill in the field of the invention to combine the requirements 
or concepts from the prior art in the same way as in the claimed invention; 


 whether the claimed invention applies a known technique that had been used to 
improve a similar device or method in a similar way; and 


 whether the claimed invention would have been obvious to try, meaning that the 
claimed innovation was one of a relatively small number of possible approaches 
to the problem with a reasonable expectation of success by those skilled in the 
art.  


G. EXCEPTIONAL CASE DETERMINATIONS 


The Supreme Court’s recent decisions regarding the standard of proving an exceptional case under 
35 U.S.C. § 285 in Octane Fitness and Highmark has resulted in more motions for attorney’s fees in 


patent litigation.124 The Court’s decision to lower the standard and burden of proving an exceptional 
case present new challenges for district courts and litigants. These challenges include: 


 whether and when parties should plead requests for an exceptional case determination;  


 what discovery parties should receive in connection with requests for an exceptional case 
determination, and when that discovery should take place; 


 when parties should make motions for an exceptional case;  


 what evidence litigants should present and district courts should consider in 
connection with motions for attorney’s fees under § 285;  


 whether a portion of a case may be deemed exceptional for an award of partial 
attorney’s fees;  


 whether cases may be determined to be exceptional from a specific point in time 
of the litigation onward; and, 


 whether success or contingency fees should be recoverable. 


Working Group 10 has a team currently considering these issues and working on developing 
proposed Best Practices to guide the bench and bar on when and how to determine whether a case 


                                                 
124  Octane Fitness, LLC v. ICON Health & Fitness, Inc., ___ U.S. ___, 134 S. Ct. 1749 (Apr. 29, 2014); Highmark, Inc. 


v. Allcare Health Management System, Inc., ___ U.S. ___, 134 S. Ct. 1744 (Apr. 29, 2014).  







The Sedona Conference Commentary on Patent Litigation Best Practices: Case Management Chapter        December 2015 


59 


is exceptional.125 This section will be separately published for public comment in the near future, and 
fully incorporated into this Case Management Issues from the Judicial Perspective Chapter in its 
next iteration.


 


 


                                                 
125  Working Group 9 has previously proposed substantive proposals for determining when a case is exceptional. These 


proposals were made before the Court’s Octane and Highmark decisions. See Sedona WG9 Patent Damages Commentary, 
supra note 30, at Sec. V.C. (Attorney’s Fees and Fee Shifting). 
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Appendix A: The Sedona Conference 


Working Group Series & WGS 


Membership Program 


 


“DIALOGUE 


DESIGNED 


TO MOVE 


THE LAW 


FORWARD 


IN A 


REASONED 


AND JUST 


WAY.” 


The Sedona Conference was founded in 1997 by Richard Braman in pursuit 
of his vision to move the law forward in a reasoned and just way. Richard’s 
personal principles and beliefs became the guiding principles for The 
Sedona Conference: professionalism, civility, an open mind, respect for the 
beliefs of others, thoughtfulness, reflection, and a belief in a process based 
on civilized dialogue, not debate. Under Richard’s guidance, The Sedona 
Conference has convened leading jurists, attorneys, academics, and experts, 
all of whom support the mission of the organization by their participation 
in conferences and the Sedona Conference Working Group Series (WGS). 
After a long and courageous battle with cancer, Richard passed away on 
June 9, 2014, but not before seeing The Sedona Conference grow into the 
leading nonpartisan, nonprofit research and educational institute dedicated 
to the advanced study of law and policy in the areas of complex litigation, 
antitrust law, and intellectual property rights. 


The WGS was established to pursue in-depth study of tipping point issues 
in the areas of antitrust law, complex litigation, and intellectual property 
rights. It represents the evolution of The Sedona Conference from a forum 
for advanced dialogue to an open think tank confronting some of the most 
challenging issues faced by our legal system today.  


A Sedona Working Group is created when a “tipping point” issue in the law 
is identified, and it has been determined that the bench and bar would 
benefit from neutral, nonpartisan principles, guidelines, best practices, or 
other commentaries. Working Group drafts are subjected to a peer review 
process involving members of the entire Working Group Series including—
when possible—dialogue at one of our regular season conferences, resulting 
in authoritative, meaningful, and balanced final commentaries for 
publication and distribution.  


The first Working Group was convened in October 2002 and was dedicated 
to the development of guidelines for electronic document retention and 
production. Its first publication, The Sedona Principles: Best Practices 
Recommendations & Principles Addressing Electronic Document 
Production, has been cited favorably in scores of court decisions, as well as 
by policy makers, professional associations, and legal academics. In the 
years since then, the publications of other Working Groups have had 
similar positive impact.  


Any interested jurist, attorney, academic, consultant, or expert may join the 
Working Group Series. Members may participate in brainstorming groups, 
on drafting teams, and in Working Group dialogues. Membership also 
provides access to advance drafts of WGS output with the opportunity for 
early input. For further information and to join, visit the “Working Group 
Series” area of our website, https://thesedonaconference.org/wgs.



https://thesedonaconference.org/wgs
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Appendix B: The Sedona Conference 


Working Group 10 on Patent Litigation 


Best Practices—List of Steering Committee 


Members and Judicial Advisors 


The Sedona Conference’s Working Group 10 on Patent Litigation Best Practices Steering 
Committee Members and Judicial Advisors are listed below. Organizational information is included 
solely for purposes of identification. 
 
The opinions expressed in publications of The Sedona Conference’s Working Groups, unless 
otherwise attributed, represent consensus views of the Working Groups’ members. They do not 
necessarily represent the views of any of the individual participants or their employers, clients, or any 
organizations to which they may belong, nor do they necessarily represent official positions of The 
Sedona Conference. Furthermore, the statements in each publication are solely those of the non-
judicial members of the Working Group; they do not represent judicial endorsement of the opinions 
expressed or the practices recommended. 
 
 
 


Steering Committee Members 
 
Gary M. Hoffman, Pillsbury Winthrop Shaw Pittman LLP 
Andrea Weiss Jeffries, WilmerHale 
Patrick M. Arenz, Robins Kaplan LLP 
Donald R. Banowit, Sterne, Kessler, Goldstein & Fox P.L.L.C. 
Marta Beckwith, Aruba Networks, Inc.  
Michael L. Brody, Winston & Strawn LLP 
Monte Cooper, Orrick, Herrington & Sutcliffe LLP 
Melissa Finocchio, Intellectual Ventures 
Henry Hadad, Bristol-Myers Squibb 
R. Eric Hutz, Reed Smith LLP 
Rachel Krevans, Morrison & Foerster LLP 
Paul K. Meyer, TM Financial Forensics, LLC 
Teresa Stanek Rea, Crowell & Moring LLP 
Alexander H. Rogers, Qualcomm Incorporated 


Judicial Advisors 
 
Hon. Cathy Ann Bencivengo, U.S. District Judge, Southern District of California 
Hon. Cathy Bissoon, U.S. District Judge, Western District of Pennsylvania 
Hon. Hildy Bowbeer, U.S. Magistrate Judge, District of Minnesota 
Hon. Stanley R. Chesler, U.S. District Judge, District of New Jersey 
Hon. Joy Flowers Conti, Chief U.S. District Judge, Western District of Pennsylvania 
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Hon. Leonard E. Davis (ret.), Fish & Richardson 
Hon. Theodore R. Essex, Administrative Law Judge, U.S. International Trade Commission 
Hon. Marvin J. Garbis, U.S. District Judge, District of Maryland 
Hon. Paul Grewal, U.S. Magistrate Judge, Northern District of California 
Hon. Faith S. Hochberg (ret.), Judge Hochberg ADR, LLC 
Hon. James F. Holderman (ret.), JAMS 
Hon. Susan Illston, U.S. District Judge, Northern District of California 
Hon. Kent Jordan, U.S. Appellate Judge, Court of Appeals for the Third Circuit 
Hon. Barbara M. G. Lynn, U.S. District Judge, Northern District of Texas  
Hon. Paul R. Michel (ret.), U.S. Appellate Judge, Court of Appeals for the Federal Circuit 
Hon. Kathleen M. O’Malley, U.S. Appellate Judge, Court of Appeals for the Federal Circuit 
Hon. James L. Robart, U.S. District Judge, Western District of Washington 
Hon. Nina Y. Wang, U.S. Magistrate Judge, District of Colorado  
Hon. Ronald M. Whyte, U.S. District Judge, Northern District of California 
 


WG10 Chair Emeriti 
 


Hon. Paul R. Michel (ret.), U.S. Appellate Judge, Court of Appeals for the Federal Circuit 
Robert G. Sterne, Sterne, Kessler, Goldstein & Fox P.L.L.C. 
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Preface 


Welcome to the Public Comment Version of The Sedona Conference Commentary on Patent 
Litigation Best Practices: Discovery Chapter, a project of The Sedona Conference Working Group 
on Patent Litigation Best Practices (WG10). This is one of a series of Working Group commentaries 
published by The Sedona Conference, a 501(c)(3) research and educational institute dedicated to the 
advanced study of law and policy in the areas of antitrust law, complex litigation, and intellectual 
property rights. The mission of The Sedona Conference is to move the law forward in a reasoned 
and just way. 


WG10 was formed in late 2012 under the leadership of its now Chair Emeriti, the Honorable Paul 
R. Michel and Robert G. Sterne, to whom The Sedona Conference and the entire patent litigation 
community owe a great debt of gratitude. The mission of WG10 is “to develop best practices and 
recommendations for patent litigation case management in the post-[America Invents 
Act] environment.” The Working Group consists of around 200 active members representing all 
stakeholders in patent litigation. The draft Chapter was a focus of dialogue at The Sedona 
Conference WG10 Midyear Meeting in San Francisco in April 2014. This Chapter was first 
published as a “public comment version” in October 2014, and the editors have reviewed the 
comments received through the public comment process, the Sedona Conference “All Voices” 
Meeting in New Orleans in November 2014, and the Sedona Conference WG9/WG10 Midyear 
Meeting in Miami in May 2015. The drafting process for this Chapter has been supported by the 
Working Group 10 Steering Committee and Judicial Advisors. This Chapter is published here in 
“final” version, subject, as always, to further developments in the law that may warrant a second 
edition. 


The Chapter represents the collective efforts of many individual contributors. On behalf of The 
Sedona Conference, I thank in particular Gary M. Hoffman, who has graciously and tirelessly served 
as the Editor-in-Chief for this and all Chapters for this Commentary on Patent Litigation Best 
Practices and as the Chair of WG10. I also thank everyone else involved for their time and attention 
during the drafting and editing process, including: Steven Spears, Monte Cooper, Ahmed J. Davis, 
Melissa Finocchio, Eric Hutz, Robert O. Lindefjeld, George Pappas, Cynthia Rigsby, Daniel J. Shih, 
Philip Sternhell, and Nancy Tinsley.  


The Working Group was also privileged to have the benefit of candid comments by several judges 
with extensive patent litigation experience, including the Honorable Hildy Bowbeer, who served as 
drafting team lead before she took the bench last June, the Honorable Cathy Ann Bencivengo, the 
Honorable Joy Flowers Conti, the Honorable Faith S. Hochberg, and the Honorable Barbara M.G. 
Lynn, all of whom are serving as Judicial Advisors for the Discovery drafting team, as well as the 
Honorable Nina Y. Wang and the Honorable Paul S. Grewal. The statements in this Commentary 
are solely those of the non-judicial members of the Working Group and do not represent any 
judicial endorsement of the recommended practices. 


Working Group Series output is first published in draft form and widely distributed for review, 
critique, and comment, including in-depth analysis at Sedona-sponsored conferences. Following this 
period of peer review, the draft publication is reviewed and revised by the Working Group and 
members of the Working Group Steering Committee, taking into consideration what is learned 
during the public comment period. Please send comments to comments@sedonaconference.org, or 
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fax them to 602-258-2499. The Sedona Conference hopes and anticipates that the output of its 
Working Groups will evolve into authoritative statements of law, both as it is and as it should be. 


 


Craig W. Weinlein 
Executive Director 
The Sedona Conference 
December 2015 
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Foreword 


Discovery is ordinarily the most expensive part of patent litigation next to trial, and trials only occur 
in a small percentage of all litigations. There have been numerous discussions among the courts, 
patent litigators, and parties about finding ways to simplify and streamline the discovery process. 
The objective of this Sedona Conference Working Group 10 Patent Litigation Discovery drafting 
team has been to develop a series of best practices that will help accomplish this objective. 


The drafting team has focused on issues that are unique to patent litigation and those that 
commonly arise in patent litigation. Among the issues addressed are the topics of infringement and 
validity contentions, proportionality of discovery, early focus on the claims and products in dispute, 
and simplifying the process for resolving disputes. The overarching principles that helped in 
formulating the team’s best practice recommendations are set forth below. 


The goals of the drafting team were three-fold. First, the drafting team strived to develop an 
efficient approach to discovery that reduces discovery disputes, by proposing standards on both the 
scope of production and procedures for resolving disputes. It is hoped that such standardized 
practices will reduce discovery disputes and the need for motions to compel which will both save 
expenses in litigation and save valuable court time in having to address such disputes. 


Second, the drafting team aimed to develop processes for early and efficient exchanges of 
information. The benefits of such early exchanges include allowing the parties to better assess their 
cases, giving parties a better ability to realistically discuss and address settlement earlier in the 
process, and putting cases on a track to be resolved by trial more quickly. All of these benefits, if 
achieved, ultimately save litigation costs. 


Finally, the drafting team wanted to develop a balanced approach to discovery. It is understood that 
patentees and accused infringers often have diverse discovery goals. The drafting team sought input 
from all sides in developing these Best Practices. Drafting team members were asked to set aside 
their own personal preferences based upon what side of the “v” they often find themselves, and 
consider what would make for the most fair and appropriate approach to the issues at hand. 


The editors, likewise, would like to express their appreciation to the members of the Working 
Group and the Judicial Advisors for all of their valuable input. This project required an extensive 
time commitment by everyone, and involved much discussion and compromise at times. This final 
work product is a true consensus product incorporating the tremendous input by everyone on the 
team.  


 Gary M. Hoffman 
 Editor-in-Chief 
 Chair, Working Group 10 Steering Committee 
 
 
  Melissa Finocchio 
 Steven Spears 
 Chapter Editors  
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Discovery Principles 


“At a Glance” 


Principle No. 1 – Discovery should be proportionate with the overall nature of the dispute, 
including factors such as the number of patents or patent families asserted, complexity of the 
technology involved, the number of accused products involved, the past damages or future value 
(either monetary or injunctive) of a specific patent litigation, and the importance of the discovery 
sought to the resolution of the issues. ......................................................................................................2, 35 


Principle No. 2 – The parties should meet and confer before the first scheduling conference about: 
the substantive basis for their allegations; the specific identification of the claims being asserted and 
products alleged to infringe, damages theories, and known prior art; the scope of discovery needed 
by each party; and confidentiality issues. The parties should continue to meet and confer about the 
above throughout the case and, to the extent possible, to resolve any disputes expeditiously and 
independent of court intervention.  ............................................................................................................ 2, 5 


Principle No. 3 – Each party should be required to disclose primary relevant documents and 
contentions early in the discovery process and have an ongoing duty to disclose any additional such 
documents once it learns of their existence or relevancy; the court should consider not allowing 
untimely produced documents or contentions to be admitted at trial. ................................................3, 18 


Principle No. 4 – Where appropriate and necessary, the court should seek to resolve discovery 
disputes expeditiously and should use some form of gating function to determine which disputes 
truly require formal motion practice. ........................................................................................................3, 45 


Principle No. 5 – Discovery sanctions should not be routinely requested and should not be 
pursued by a party in a manner that overshadows the substantive issues in the case. Routinely 
seeking discovery sanctions, or conducting discovery in a manner primarily aimed at “catching” your 
opponent in a discovery error is not a proper function of the provisions providing for sanctions or 
an efficient use of client or judicial resources. .........................................................................................3, 47 


Principle No. 6 – If a party’s or attorney’s conduct during discovery warrants fee shifting or 
sanctions, the court should consider appropriate monetary or evidentiary sanctions against the party 
or counsel to remedy, deter, or punish such conduct. ...........................................................................3, 46 
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Discovery Best Practices 


“At a Glance” 


Best Practice 1 – Upon reasonable anticipation of patent litigation, parties should issue a litigation 
hold notice to the individuals most likely to have relevant information or control over systems in 
which relevant information is likely to be stored, and update the notice throughout the litigation 
(e.g., if additional custodians are identified, or additional patents or accused products are added to 
the case). .............................................................................................................................................................. 4 


Best Practice 2 – Parties should confer with opposing counsel early and reach agreement as to 
exchange of information about electronically stored information (ESI), including files to be 
searched, terms to use for searching, each party’s systems, the number and identification of 
custodians, format (or existing specialized formats) of production, and whether technology assisted 
review will be utilized, and reach agreement as to the scope and approach to discovery of ESI. ......... 5 


Best Practice 3 – Each party should identify early one or more individuals knowledgeable about the 
client’s IT practices, and involve these individuals in the Rule 26(f) meet-and-confer process............. 8 


Best Practice 4 – Upon the filing of a complaint, a default protective order should be automatically 
put in place, which can be modified on good cause shown, but the motion to modify should not stay 
discovery. In the absence of a standing order or local rule for such a default protective order, 
counsel should agree to exchange information at least on an “Outside Counsel Eyes Only” basis to 
avoid delay in the exchange of relevant documents. .................................................................................. 10 


Best Practice 5 – Protective orders should include tiered categories of information to be disclosed 
during discovery, including “Confidential” and “Confidential—Attorney Eyes Only,” and should 
identify the number and type of individuals who may be granted access to the disclosing party’s 
confidential information. ................................................................................................................................ 12 


Best Practice 6 – Protective orders should address how confidential information disclosed during 
deposition testimony will be designated. ...................................................................................................... 14 


Best Practice 7 – The parties should ask the court at the outset of the litigation, or as part of the 
protective order, to enter a Fed. R. Evid. 502(d) order that privilege is not waived by inadvertent 
disclosure. Prior to the entry of a protective order, or in the absence of a specific provision in the 
protective order to the contrary, there should be a presumption that a clawback procedure will be 
available. ............................................................................................................................................................ 14 


Best Practice 8 – Because of its importance and its ease of replication by electronic means, software-
related confidential information requires special protections. .................................................................. 16 


Best Practice 9 – The use of disclosed confidential information in subsequent proceedings, including 
any parallel USPTO proceedings, should be specified in the protective order, and disputes should be 
handled on a case-by-case basis. .................................................................................................................... 17 


Best Practice 10 – As part of a patentee’s Rule 26 mandatory disclosures, the patentee should 
provide basic information and materials within its possession, custody, or control concerning its 







The Sedona Conference Commentary on Patent Litigation Best Practices: Discovery Chapter December 2015  


x 


claims, the development of its patented technology, and the prosecution, ownership, assignment, 
and licensing of the patents-in-suit. ............................................................................................................... 19 


Best Practice 11 – In its initial disclosures, the accused infringer should provide basic information 
and materials within its possession, custody, or control concerning its defenses and/or declaratory 
judgment claims................................................................................................................................................ 20 


Best Practice 12 – Within 45 days of receipt of the patentee’s initial disclosures, the accused infringer 
should produce documents sufficient to show how the accused products work. ................................. 21 


Best Practice 13 – The parties should promptly amend and supplement their initial disclosures as 
they discover or obtain non-cumulative additional information. ............................................................. 21 


Best Practice 14 – Within 45 days of receipt of the accused infringer’s initial disclosures, the patentee 
should serve its infringement contentions for that accused infringer. ..................................................... 22 


Best Practice 15 – Within 45 days of receipt of the patentee’s infringement contentions, each 
accused infringer should serve upon all parties its initial invalidity contentions and responsive 
noninfringement contentions. ........................................................................................................................ 23 


Best Practice 16 – Initial invalidity contentions should state all asserted grounds of invalidity for 
each of the asserted claims, and should identify each item of prior art that allegedly anticipates each 
asserted claim or renders it obvious, and the required motivation to combine multiple prior art. ..... 23 


Best Practice 17 – Responsive noninfringement contentions should state whether each asserted 
claim element is present literally or under the doctrine of equivalents (where DOE is asserted in the 
infringement contentions) in each accused product, and the basis for denying the presence of any 
element. ............................................................................................................................................................. 24 


Best Practice 18 – Within 45 days of receipt of the accused infringer’s initial invalidity contentions, a 
patentee should serve upon all parties its responsive validity contentions. ............................................ 24 


Best Practice 19 – Each party’s initial contentions and responsive contentions should be considered 
to be that party’s final contentions, except that: (a) a party may amend its contentions no later than 
45 days after receipt of the court’s claim construction ruling if the claim construction ruling is not a 
construction proposed by the party and reasonably necessitates such amendment; (b) a party may 
promptly amend its contentions in response to new information produced by the opposing party 
provided such information is not merely cumulative and was not reasonably available to the party 
before the contentions were due; (c) a party may promptly amend its contentions if reasonably 
required to respond to amendments in the opposing party’s contentions; or (d) a party may amend 
its contentions upon obtaining leave of the court, based on a showing of good cause justifying such 
amendment. In connection with any request to amend, the court should consider whether the 
requesting party has acted diligently and whether there is undue prejudice to the opposing party..... 25 


Best Practice 20 – The parties should confer early in the case about whether to suggest to the court 
that bifurcation or staging of discovery would be appropriate, and if so, should present the issue to 
the court at or before the initial scheduling conference. ............................................................................ 26 
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Best Practice 21 – A patentee should identify and produce, as part of its initial disclosures, 
documents sufficient to identify all accused products, methods, systems, or instrumentalities it 
claims infringe its patent(s), and the bases for its claims. .......................................................................... 29 


Best Practice 22 – In response to a narrowly tailored discovery request, a party should be obligated 
only to identify all license agreements directed to the relevant field of technology. Then, if the 
requesting party can demonstrate the potential relevance of specific licenses to the particular 
reasonable royalty or damages theory advanced, the producing party may be required to produce the 
license agreements themselves, as well as communications with the licensed parties. .......................... 29 


Best Practice 23 – In response to a reasonably tailored request and where the requesting party has 
shown that the production would be relevant and non-duplicative, and in accordance with any 
protective order entered into, source code should be produced in the format in which it is 
maintained by the producing party, and the production should include all supporting files and 
documentation such that an executable version of the program could be completed. ......................... 31 


Best Practice 24 – When maintained in a version control system, the production of source code 
should include the revision history of the relevant code. Without the need for further discovery 
requests, the producing party should make available any changes or updates that occur during the 
discovery period to portions of the source code relevant to the dispute. The scope of the source 
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Best Practice 25 – Discovery into the prosecution of patents and applications related to the patents-
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Best Practice 26 – Broad discovery requests seeking all documents from a prior, related litigation 
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Best Practice 27 – Accused infringers should make samples of accused products available to 
patentees at early stages in litigation where (a) the products for which samples are sought are 
identified with particularity, (b) the patentee is not able to obtain samples without undue burden or 
cost, (c) the accused infringer is able to obtain samples without undue burden or cost, (d) 
appropriate confidentiality restrictions are in place, and (e) the patentee has stated a good faith basis 
upon which to accuse the particular products, for which samples are sought, of infringement. ......... 33 


Best Practice 28 – If the patentee is not able to obtain samples without undue burden, production of 
the samples may still be appropriate if the patentee agrees to compensate the accused infringer for 
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the sample is so high that it cannot be reasonably compensated, it may be appropriate to disallow 
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I. Need to Decrease Cost and Improve 


the Quality of Discovery and Curb 


Abuse in Litigation 


Discovery is one of the most expensive, if not the most expensive, portions of patent litigation. It 
also is the area where the greatest abuse often occurs, with some parties demanding overly broad 
discovery and others stonewalling legitimate discovery. While much of the current focus on 
discovery abuse is directed at those propounded by patent plaintiffs, in particular non-practicing 
entities (NPEs), the reality is that both patentees (whether practicing the patented technology or not) 
and alleged infringers are at times guilty of abusing the process. Such abuse drives up costs (both 
expenses and attorney fees), unnecessarily diverts a significant amount of time for in-house counsel, 
consumes a significant amount of the already limited resources of the courts, and imposes 
unnecessary delay to the dispute resolution process and trial. This issue is so contentious that a 
variety of companies and interest groups have pressured Congress to provide legislative “fixes” to 
curb these problems. For the good of the entire patent system, best practices must be developed and 
adopted for improving the overall efficiency of the process, decreasing the expense of discovery, and 
curbing abusive litigation. 


Patent litigation usually involves complex technical issues that generate and require analysis of a 
large quantity of documents. The kinds of documents generated in patent litigation include both 
electronic and hard copies of documents relating to the development of the patented technology, 
development of the allegedly infringing products, prior art, engineering reports, manufacturing 
records, quality control reports, marketing information, extensive financial information, and emails. 
Discovery devices such as interrogatories, Rule 30(b)(6) depositions, and subpoenas to third parties 
are commonly utilized to learn what the corporate entity knows about areas of relevant discovery. 
The complexity of the technology, the volume of relevant documents, and the financial amounts at 
stake can significantly add to the extent of the discovery taken. 


While there is much that can and should be done by the parties to improve the system, at the end of 
the day, the courts also need to make clear that abusive litigation tactics will not be tolerated. One 
important tool for accomplishing this is the imposition of sanctions, whether monetary (including 
fee and cost shifting) or evidentiary. For those litigators responsible for such abuses, a real and 
present threat of sanctions for such behavior may be the only effective deterrent. With the recent 
Supreme Court decisions in May 2014 in Highmark and Octane Fitness,1 those federal district court 
judges that intend to hold patent litigants accountable for abusive conduct now have better tools to 
do so, as the district courts now have more flexibility to fashion appropriate awards, and any award 
of attorney fee shifting by the district courts will now be reviewed on appeal under the more 
deferential “abuse of discretion” standard. 


The Sedona Conference’s Working Group 10 (WG10) includes this Chapter on Discovery, as part 
of its ongoing Commentary on Patent Litigation Best Practices, to set forth a series of proposed best 


                                                 
1  Octane Fitness, LLC v. Icon Health & Fitness, Inc., 134 S. Ct. 1749, 1756 (2014); Highmark Inc. v. Allcare Health 


Mgmt. Sys., Inc., 134 S. Ct. 1744 (2014). 
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practices intended to minimize the abuses that occur. The goal has been to help streamline the 
discovery process, require earlier disclosure of the most relevant materials, and require full disclosure 
of both sides’ contentions at a relatively early stage in the process, all to encourage meaningful and 
timely settlement discussions and to minimize surprise at trial. To the extent the court does not have 
local rules, general orders, or its own individual standing orders to the contrary regarding these 
aspects of the discovery process, the Working Group recommends the best practices presented 
below. In developing these proposals, the group has focused on the problems that most often arise 
in, and are the most impactful to, patent litigation. 


The drafting team has developed six overarching principles that have guided the development of 
these Best Practices. These six principles are:  


Principle No. 1 – Discovery should be proportionate with the overall nature of the 
dispute, including factors such as the number of patents or 
patent families asserted, complexity of the technology involved, 
the number of accused products involved, the past damages or 
future value (either monetary or injunctive) of a specific patent 
litigation, and the importance of the discovery sought to the 
resolution of the issues. 


Patent litigation issues should be decided on their merits and not based on a party’s conscious effort 
to drive up the litigation costs of the other party’s to raise the nuisance settlement value of the 
litigation, thus extracting a settlement unrelated to the actual value of the allegedly infringed 
patent(s) in the case. Recognizing this concern, where a plaintiff has raised serious questions of 
patent infringement, discovery also should not be so severely streamlined as to potentially deprive 
that plaintiff of its right to prove its case, and the defendant should not be permitted to use the 
discovery process to inhibit legitimate factual inquiry or to drive up costs to make pursuing litigation 
untenable. The amount of discovery requested by either a plaintiff or defendant should have a 
reasonable relationship to the nature of the issues and value involved, and the importance of the 
information sought to the resolution of those issues. This determination should be addressed by the 
parties and the court very early in the litigation. If it is later determined that there is a legitimate need 
for the expansion of discovery, then this can be addressed later in the case. 


Principle No. 2 – The parties should meet and confer before the first scheduling 
conference about: the substantive basis for their allegations; the 
specific identification of the claims being asserted and products 
alleged to infringe, damages theories, and known prior art; the 
scope of discovery needed by each party; and confidentiality 
issues. The parties should continue to meet and confer about 
the above throughout the case and, to the extent possible, to 
resolve any disputes expeditiously and independent of court 
intervention.  


The parties should be obligated to attempt in good faith to make decisions about narrowing and 
focusing the issues truly in dispute and what is needed to take the litigation through to a fair 
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resolution. By being realistic and willing to compromise, the parties can help the court in bringing 
the focus to the merits of the case more expeditiously. 


Principle No. 3 – Each party should be required to disclose primary relevant 
documents and contentions early in the discovery process and 
have an ongoing duty to disclose any additional such 
documents once it learns of their existence or relevancy; the 
court should consider not allowing untimely produced 
documents or contentions to be admitted at trial. 


Discovery should not be a game of hide and seek. Requiring both sides to turn over primary relevant 
documents early, and to fulfill this duty on an ongoing basis, expedites the case towards more 
efficient resolution. 


Principle No. 4 – Where appropriate and necessary, the court should seek to 
resolve discovery disputes expeditiously and should use some 
form of gating function to determine which disputes truly 
require formal motion practice. 


Where there are true disputes as to the scope of discovery, then they need to be addressed by the 
court and resolved. The court, however, should develop a gating mechanism to distinguish legitimate 
disputes from those that are improperly raised for purposes of delay or driving up of costs.  


Principle No. 5 – Discovery sanctions should not be routinely requested and 
should not be pursued by a party in a manner that overshadows 
the substantive issues in the case. Routinely seeking discovery 
sanctions, or conducting discovery in a manner primarily aimed 
at “catching” your opponent in a discovery error is not a proper 
function of the provisions providing for sanctions or an efficient 
use of client or judicial resources. 


Patent litigants sometimes pursue discovery sanctions as an end in themselves, with this pursuit 
taking priority to the legitimate resolution of the substantive issues in the case. Such conduct should 
be discouraged. Parties in patent litigation should strive to conduct discovery in an orderly manner. 
Patent litigation should not be pursued with the goal of obtaining discovery sanctions by catching 
one’s opponent in a discovery error, and then over-dramatizing that error to the court. Pursuing 
discovery sanctions in this manner in patent cases may, itself, be viewed as misconduct warranting 
redress by the court. 


Principle No. 6 – If a party’s or attorney’s conduct during discovery warrants fee 
shifting or sanctions, the court should consider appropriate 
monetary or evidentiary sanctions against the party or counsel 
to remedy, deter, or punish such conduct. 


Abusive conduct by the parties should not be tolerated or condoned by the courts. Making sure that 
the parties know that they are risking sanctions or fee shifting will serve to curb future abusive 
conduct.  
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II. Initial Discovery Communications 


A. LITIGATION HOLD  


Best Practice 1 – Upon reasonable anticipation of patent litigation, parties should 
issue a litigation hold notice to the individuals most likely to 
have relevant information or control over systems in which 
relevant information is likely to be stored, and update the notice 
throughout the litigation (e.g., if additional custodians are 
identified, or additional patents or accused products are added 
to the case).  


In patent matters, as in other types of litigation, there is not always a clear trigger for the obligation 
to issue a litigation hold. If a defendant has no prior notice that its product is believed to infringe 
another’s patent, the trigger would be receipt of information that a lawsuit has been filed. Prior 
receipt of a demand letter sufficiently identifying a patent, an accused apparatus, product, device, 
process, method,2 act, or other instrumentality (collectively referenced hereinafter as “accused 
product”), and allegations of infringement so as to allow the defendant to identify with reasonable 
specificity the sources and types of documents and information likely to be relevant would probably 
also trigger an obligation to issue a litigation hold, absent additional circumstances that, when 
brought to the attention of the patentee, would make it highly unlikely litigation will ensue (such as, 
for example, an obviously mistaken understanding about the design or functionality of the accused 
product, clear evidence of prior invention, or a license covering the accused product).3 On the other 
hand, a generalized demand letter so broad that it is difficult to define the products or systems that 
are implicated or to establish reasonable parameters for the documents and data to be retained might 
not be sufficient to trigger the obligation to issue a litigation hold.4  


From the patentee’s perspective, the trigger will almost certainly arise before the litigation is filed, 
but probably not at the very first suspicion of possible infringement.5 While there is no bright line 
rule, if the patentee has acquired and analyzed a product and identified its source, and the analysis 
supports an allegation of infringement of at least one claim, for safety, although not necessarily 
required by law, it should issue a litigation hold even if it has not yet explored all possible issues and 
made a final decision to sue.6 To the extent that the patentee believes a patent is likely infringed, 
albeit by one or more parties due to the patent reading on a standard or having potentially wide 
application to many known accused instrumentalities whose manufacturers cannot be readily 


                                                 
2  The recommendations of this WG10 Patent Litigation Discovery Chapter are focused primarily on device patents. 


The particular challenges associated with the litigation of process patents will be addressed in a future version of this 
Discovery Chapter. 


3  See Micron Tech., Inc. v. Rambus Inc., 645 F.3d 1311, 1320 (Fed. Cir. 2011); Hynix Semiconductor Inc. v. Rambus 
Inc., 645 F.3d 1336, 1345–47 (Fed. Cir. 2011); PersonalWeb Techs., LLC v. Google Inc., No. C13-1317, 2014 WL 
580290, at *2–3 (N.D. Cal. Feb. 13, 2014); Apple Inc. v. Samsung Elecs. Co., 888 F. Supp. 2d 976, 990–91 (N.D. Cal. 
2012). 


4  See id. 


5  See id. 


6  See id. 
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determined, a litigation hold directed to all custodians of documents related to the invention and 
prosecution of the patent, including the inventors and patent prosecutors of the patent, nonetheless 
still would be warranted once the belief of infringement is formed. 


Some courts have local rules or procedures or relevant court decisions in the district regarding 
litigation holds. These should be considered by each party to obtain further guidance on what is 
required. 


The style and content of the litigation hold will vary depending upon a number of factors, including 
the size of the company and the familiarity of the custodians with such holds. For a larger party, an 
effective notice may need to identify with some specificity the various types and categories of 
documents that may be relevant both to liability and damages, as the ordinary custodian is not likely 
to understand the full range of issues and potentially discoverable information. A notice that simply 
announces the existence of a patent dispute and tells the recipients to retain “relevant” documents is 
unlikely to create an obligation to issue a litigation hold without some further communication to 
educate the custodians about the types of documents that may be relevant to those issues. On the 
other hand, if the company is small and the number of custodians and documents relatively limited, 
a general notice imposing an obligation to retain all information relating to the accused product and 
the accused infringer may be both reasonable and effective.  


The party issuing the litigation hold must also take reasonable steps to assure that the recipients 
understand it and follow through with the instructions, both immediately and throughout the course 
of the litigation, until a release of the litigation hold is issued. A single, generic email from counsel 
without any confirmation of receipt or follow-up is usually insufficient. In addition, as the issues and 
key players are fleshed out in the course of investigation and litigation, the hold should be reviewed 
periodically and amplified (or narrowed) as needed.7 


B. EARLY COOPERATION  


As stated in Principle No. 2, supra: “The parties should meet and confer before the first scheduling 
conference about: the substantive basis for their allegations; the specific identification of the claims 
being asserted and products alleged to infringe, damages theories, and known prior art; the scope of 
discovery needed by each party; and confidentiality issues. The parties should continue to meet and 
confer about the above throughout the case and, to the extent possible, to resolve any disputes 
expeditiously and independent of court intervention.” 


Best Practice 2 – Parties should confer with opposing counsel early and reach 
agreement as to exchange of information about electronically 
stored information (ESI), including files to be searched, terms 
to use for searching, each party’s systems, the number and 
identification of custodians, format (or existing specialized 
formats) of production, and whether technology assisted review 


                                                 
7  For a full discussion on the issuance of legal holds, see The Sedona Conference, Commentary on Legal Holds: The Trigger 


& The Process, 11 SEDONA CONF. J. 265 (2010). 
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will be utilized, and reach agreement as to the scope and 


approach to discovery of ESI.
8
  


In every patent case, the parties will benefit from early discussion and exchange of information to 
lay the foundation for agreement about the appropriate scope of discovery efforts and cost-effective 
approaches to searching, collecting, reviewing, and producing electronically stored information 
(ESI).9 Such agreements could include the following: 


 A limit on and/or identification, by name or by function, of custodians and files 
to be searched. Any such discussion should include the process by which the 
parties will identify the sources to be searched, either for themselves or for their 
opponents. For example, the parties may agree that each will identify in good 
faith its own sources to be searched based upon its superior knowledge of where 
relevant documents are likely to be located, or that each will identify the sources 
the other must search based upon information exchanged at the Rule 26(f) 
meetings and in initial disclosures. Or, they could agree that each will identify, 
e.g., five sources of its own, and that the other will add two to the list. 
 


 Exclusion of emails from the first round of discovery, or from discovery 
altogether. In many patent cases, evidence relevant to infringement or validity is 
unlikely to be found in emails, or will be cumulative of evidence available from 
other sources. Thus, where there are significant quantities of ESI, the goals of 
Fed R. Civ. P. 1 could be advanced if the parties agree to focus first on discovery 
into sources most likely to have ESI that is directly relevant to claims and 
defenses in the pleadings, and thus to exclude emails until and unless it appears 
that new, probative, non-cumulative evidence may be located there and is worth 
the cost of searching for it. On the other hand, where evidence that is directly 
relevant to a claim or issue is most likely to be found in emails, such as in cases 
involving, for example, indirect infringement, certain damages issues, or the value 
to customers of the patented feature, postponing email discovery may yield no 
advantages in overall cost or efficiency. Regardless, however, of whether it is 
“phased” or included from the outset, it would be a best practice for the parties 
to focus email discovery by agreeing that the party seeking emails will propound 
specific, issue-oriented requests for which emails should be searched and 
produced. 
 


 The tools or methods to be used to cull ESI (e.g., manual review, key term 
searching, technology assisted review tools, etc.). This discussion will also have to 


                                                 
8  For additional Best Practice recommendations concerning eDiscovery and source code, see The Sedona Conference, 


Commentary on Patent Litigation Best Practices: Case Management from the Judicial Perspective Chapter, Best Practice Nos. 17-19 
(Feb. 2014 public comment version), available at 
https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%
20Litigation%20Best%20Practices%3A%20Case%20Management%20Issues%20from%20the%20Judicial%20Persp
ective%20Chapter [hereinafter Sedona WG10 Case Management Chapter]. 


9  For a full discussion on eDiscovery issues, see The Sedona Conference, The Sedona Principles: Best Practices 
Recommendations & Principles for Addressing Electronic Document Production (2d ed. June 2007), available at 
https://thesedonaconference.org/download-pub/81.  



https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Litigation%20Best%20Practices%3A%20Case%20Management%20Issues%20from%20the%20Judicial%20Perspective%20Chapter

https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Litigation%20Best%20Practices%3A%20Case%20Management%20Issues%20from%20the%20Judicial%20Perspective%20Chapter

https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Litigation%20Best%20Practices%3A%20Case%20Management%20Issues%20from%20the%20Judicial%20Perspective%20Chapter

https://thesedonaconference.org/download-pub/81
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include how those methods will be implemented. If the parties conclude that key 
terms will be best for searching the data set for relevant and responsive 
documents, they will need to determine how many key terms will be used and 
how and by whom they will be selected and validated. If predictive coding or 
another technology assisted review tool will be used, they will need to discuss the 
approach to creating review sets and gathering data, and the protocols for quality 
control, etc.  


The parties should keep in mind that the benefits, or lack thereof, of particular approaches to culling 
and review might be dependent on the technology area of a particular case and the kinds of 
documents likely to be sought and produced. Predictive coding, for example, can be particularly 
useful where there is a large volume of documents containing data that is primarily text (e.g., emails, 
PDFs, and word processing files). On the other hand, patent cases often involve numerous 
documents that are not predominantly text-based, such as spreadsheets, engineering drawings, or 
analytical results presented in graphs and charts, which do not lend themselves to predictive coding 
or other technology assisted review techniques and tools. Therefore, the early exchange of accurate 
information about the types of documents and data likely to be sought and produced in discovery is 
key to a meaningful discussion and agreement about the most cost-effective approaches to finding, 
reviewing, and producing them. The parties should also discuss whether the documents yielded by 
the key term search or application of the technology assisted review protocol will be produced in 
their entirety (subject to review for privilege) or further reviewed and culled for relevance.  


Counsel should also discuss the form of production, not only to accommodate the parties’ 
respective review platforms, but also to anticipate and deal with documents that may not lend 
themselves to traditional review or production formats. Again, the parties should consider whether 
they will be producing a number of documents that may need to be produced in native form to 
allow meaningful review, such as spreadsheets, documents created using proprietary software, or 
certain regulatory submissions that can only be viewed using special software. Understanding and 
reaching agreement on these technical issues can minimize unnecessary disputes, delay, and 
duplication of discovery efforts down the line.  


Clients tend to be highly protective of source code (which can be defined, for example, as code to 
drive consumer equipment, code to drive the manufacturing process, and even in some cases the 
“recipe” files which chip manufacturers use). These issues should be discussed between counsel to 
devise a plan that adequately protects the producing party without stifling the need for necessary 


information.
10


 


The parties should, of course, always consult the local rules for the district and judge before whom 
they are appearing. Many jurisdictions and individual judges have adopted rules for patent cases, or 


                                                 
10  For further discussion about the discovery of source code, see Sedona WG10 Case Management Chapter, supra note 8, 


Best Practice No. 19. 
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for complex civil litigation generally, that address these and other topics intended to further 
proportionality and efficiency in discovery.11 


Subsequent sections of this Chapter will discuss in greater detail phasing of discovery, such as by 
topic, by source, or by type of document.12 


C. IT POINT OF CONTACT  


Best Practice 3 – Each party should identify early one or more individuals 
knowledgeable about the client’s IT practices, and involve 
these individuals in the Rule 26(f) meet-and-confer process.  


The productivity of the discussion of ESI during the meet-and-confer process prescribed by Fed. R. 
Civ. P. 26(f) will be directly proportionate to counsel’s and their clients’ preparation for that 
discussion. Too often, neither counsel nor the party takes the time to prepare for the meeting by 
consulting with client IT personnel or consultants who are truly knowledgeable about the volume, 
locations, systems, and formats in which key documents and data are likely to be kept, what the 
retention and disposition schedule is for that information, and whether there are any unique 
difficulties associated with searching for it, viewing it, and producing it. Accordingly, the discussion 
of ESI at the Rule 26(f) meeting is often either one-sided or, worse, virtually nonexistent, with 
counsel essentially “kicking the can down the road” with regard to how ESI will be handled. The 
result is that a valuable opportunity to reach early agreements that could narrow the scope of 
discovery, minimize costly and time-consuming disputes later in the case, and make the discovery 
process more cost-effective for all clients is lost.  


Some have urged that the client IT contact should always be present at the Rule 26(f) meeting, but 
outside counsel may worry that the Rule 26(f) meeting could morph into a meet-and-informally-
depose, with the contact reacting “off the cuff” and saying or promising more than was intended or 
helpful. This Best Practice, therefore, does not take the position that the contact’s presence in 
person is necessary, although it may be beneficial in some circumstances since their expertise could 
be useful in resolving issues. What is essential, however, is that the relevant subject matter experts 
are involved in preparing counsel for the Rule 26(f) meeting so that counsel is best positioned both 
to request and to offer what they need to optimize the efficiency and effectiveness of the electronic 
discovery process. Ideally, a contact would also be available by phone during the Rule 26(f) meeting 
to consult with counsel as unanticipated issues arise or proposals are exchanged.   


                                                 
11  For an initial discussion about the use and application of representative claims, representative prior art, and 


representative accused products, see Sedona WG10 Case Management Chapter, supra note 8, particularly Best Practice 
Nos. 5-9. This WG10 Discovery Chapter drafting team will follow up with best practice recommendations on these 
issues in the next version of this Chapter. 


12  See infra Sec. V. (Bifurcation or Staging of Discovery). 
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III. Protective Orders 


Protective orders present particular concerns in patent litigation given the nature of the information 
being exchanged. To be sure, patent matters involve many of the same issues presented in other 
commercial cases, such as the preservation of confidential financial and employee data. But the heart 
of every patent case is the technology of the parties. The objectives here, then, are not just to ensure 
that confidential information is shielded from becoming public (where it could harm the parties’ 
trade secret rights or adversely affect their ability to secure related patents), but the parties should be 
afforded an ability to ensure that their strongest commercial assets do not fall into the hands of 
competitors, even if such disclosure were to occur on a “confidential” and non-public basis. 


Because of these concerns, the adoption of a suitable protective order often becomes a choke point 
that serves to delay timely exchange of information among the parties and the conduct of discovery. 
Courts have sought to avoid discovery delays in patent cases in a number of ways, including the 
promulgation of local patent rules that provide court-approved default protective orders that do not 
require negotiation, standing or automatic orders of individual judges in districts where there are no 
local patent rules, or in the absence of such orders, the provision of a standing rule that restricts the 
access of information (typically to outside counsel only) until a protective order can be entered. As 
of this writing, there is currently no national, “uniform” solution to the protective order question. 


The Sedona Conference has previously published its suggested best practices for balancing the 
public’s right of access against the need to protect confidential information in civil cases generally.13 
However, patent cases often present a heightened degree of harm to the disclosing party if 
confidential information is disseminated publicly. Patent cases also raise unique confidentiality issues 
related to the fact that the same parties to a lawsuit may be involved in parallel proceedings before 
the U.S. Patent and Trademark Office (USPTO) and the Patent Trial and Appeals Board (PTAB). 
As such, at the discretion of the court and in view of all the facts and circumstances of the case, the 
potential public disclosure of confidential information in such cases might receive greater scrutiny 
than is the case in the ordinary civil action. 


The Working Group does not attempt to set forth here a model protective order. Instead, the 
Working Group proposes the following best practices to guide litigants and the courts in the process 
of developing and negotiating the protective order while appropriately balancing the above 
competing factors. 


A. PROCEDURES ENCOURAGING TIMELY PRODUCTION OF RELEVANT 
DOCUMENTS 


Early disclosure of documents and information relevant to central liability and/or damages issues is 
necessary to advance the parties’ understanding of the challenges and strengths of their respective 
positions, and is important to facilitate early settlement discussions. Disputes concerning the terms 
of the protective order delay the exchange of this information, stall the progress of the case, and can 
expose a withholding party to a risk of waiving what might be valid objections to production. 
Accordingly, the Working Group proposes the following best practices regarding the use of default 


                                                 
13  See The Sedona Conference, The Sedona Guidelines: Best Practices Addressing Protective Orders, Confidentiality & Public Access 


in Civil Cases (March 2007), available at https://thesedonaconference.org/download-pub/478. 



https://thesedonaconference.org/download-pub/478
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protective orders and the inclusion of provisions concerning waiver and the return of inadvertently 
produced privileged or undesignated confidential information. 


Best Practice 4 – Upon the filing of a complaint, a default protective order should 
be automatically put in place, which can be modified on good 
cause shown, but the motion to modify should not stay 
discovery. In the absence of a standing order or local rule for 
such a default protective order, counsel should agree to 
exchange information at least on an “Outside Counsel Eyes 
Only” basis to avoid delay in the exchange of relevant 
documents.  


Where the protective order is court-imposed, parties should be afforded the ability to seek 
modification of the standing order to accommodate the particular circumstances in a given case. For 
example, if the disclosing party seeks to restrict access by in-house counsel14 and patent prosecution 
counsel to the disclosing party’s confidential information, the disclosing party should immediately 
bring the issue to the attention of the receiving party—before the deadline for disclosure—and 
engage in good-faith negotiations with the receiving party to reach a mutually acceptable solution. 
Likewise, if the disclosing party wishes to include a “bar” on the ability of an attorney (including 
litigation counsel) to have access to confidential materials if (1) they are expected to further 
prosecute the patent in proceedings before the USPTO (e.g., prosecuting continuing applications 
and divisional applications of the patent) or in parallel proceedings before the PTAB (i.e., ex parte 
reexaminations, inter partes reexaminations, inter partes review proceedings under the America Invents 
Act, covered business method patent reviews under the Americas Invent Act, etc.), and/or (2) they 
are expected to prosecute patents in related contexts for competitors of the entity represented by 
disclosing party, this issue should promptly be brought by the disclosing party to the receiving 
party’s attention. Where the parties do not agree, the disclosing party should seek immediate relief 
from the court before the disclosure deadline occurs. The court preferably should immediately order 
the information to be produced on an “attorney’s eyes only” basis until the parties have had an 
opportunity to be heard on the circumstances at hand and how the court-imposed order can be 
modified.  


In weighing the various circumstances that might warrant modification of a standing protective 
order, the court and parties should consider the following non-exhaustive factors: 


 The size and resources of the respective parties (e.g., parties with limited 
resources might seek to undertake much of the discovery internally rather than 
hiring outside counsel for discovery purposes) 
 


 Whether the parties are competitors 
 


 Whether the patent is subject to further prosecution and/or parallel proceedings 
before the USPTO or the PTAB, whether any claims subject to ongoing or 
future USPTO and PTAB proceedings may be amended, and whether persons 


                                                 
14  This sometimes might be inclusive of outside counsel who regularly serves a particular client in lieu of in-house 


counsel.  
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with access to the confidential information will be involved in any USPTO or 
PTAB proceedings (including whether counsel representing either party may 
otherwise prosecute patents for competitors in related technologies) 
 


 The scope of the restriction sought to be imposed (e.g., a narrowly tailored 
restriction is preferred over a broad one) 


 


 The degree and severity of prejudice to either party of such restriction of counsel 
 


 The role of a single in-house counsel and her ability to effectively serve her 
client’s interests should be balanced against the risk of harm that might come to 
the producing party from disclosure (e.g., a party with only one in-house counsel 
could be significantly prejudiced if not permitted to have access to the opposing 
party’s confidential information, whereas a party with a large internal legal 
department may be able to limit access to a small number of identified in-house 
attorneys to eliminate the risk that the disclosing party’s information is used to 
obtain a commercial advantage in matters unrelated to the litigation at hand; on 
the other hand, a single in-house counsel may be so integrally intertwined in the 
business that disclosure to him or her of the other party’s confidential 
information could risk more harm than disclosure to in-house counsel with a 
more narrowly defined role) 
 


 Where the disclosing party requests that in-house counsel have no access to 
confidential information, whether instead, limitations on such access might be 
imposed to eliminate or significantly mitigate the potential harm identified by the 
disclosing party, and the circumstances in which the limitations might apply (e.g., 
in-house counsel can agree not to engage in patent prosecution in the subject 
matter for a defined period after the date of disclosure, or not to counsel the 
relevant business on matters related to future product design or pricing; in some 
cases or for certain types of information, it might be sufficient for in-house 
counsel to simply affirm the obligation not to use the information for any 
purpose unrelated to the litigation at hand) 
 


 The court’s case management order and case schedule (the court and parties 
should avoid imposing restrictions that would adversely affect the schedule of 
the case) 


The court should retain the discretion as to whether such a modification is warranted under the 
circumstances of any particular case. 


If an agreed or default protective order is not in place, the disclosing party should seek an agreement 
with the opposing party to permit the disclosure on an “Outside Counsel Eyes Only” basis until a 
protective order is entered. If no such agreement can be reached, the disclosing party may object to 
going forward with the production until a protective order is entered. If the information or 
documents are under an obligation of confidentiality involving a third party, the disclosing party 
should object and provide prompt notice and an opportunity to object to the third party so that the 
issue can be quickly resolved and the information and documents disclosed in a timely manner. 







The Sedona Conference Commentary on Patent Litigation Best Practices: Discovery Chapter December 2015  


12 


B. PROCEDURES FOR PROTECTING CONFIDENTIAL INFORMATION 


A protective order should define tiered categories of confidential information that will be disclosed. 
It should also identify the various participants in the litigation, the type(s) of confidential 
information to which such persons may have access, and the undertaking that must be signed in 
advance of having access to confidential materials. Generally, court personnel should not be 
required to sign an undertaking because they are already bound by judicial rules of ethics to preserve 
the information as confidential. Attorneys are similarly obligated by ethical rules, but additional 
restrictions may be imposed in an undertaking such as an affirmation that counsel is not involved in 
the prosecution of patents involving the same subject matter, or that counsel will refrain from doing 
so for a specified time period. Litigation support personnel acting on behalf of counsel, such as 
document management employees, paralegals, court reporters, experts (both testifying and 
consulting), etc., are usually required to sign an undertaking. Prior to allowing access to confidential 
information to outside experts, including technical, financial, and marketing experts, the receiving 
party should identify such persons to the disclosing party, and provide the disclosing party a 
reasonable opportunity to object. A protective order will often set out a procedure for the 
identification of litigation support personnel and the amount of time from the date of that 
identification by which the disclosing party may lodge an objection. 


1. Designation of Authorized Recipients of the Receiving Party of Produced 
Confidential Information 


Best Practice 5 – Protective orders should include tiered categories of information 
to be disclosed during discovery, including “Confidential” and 
“Confidential—Attorney Eyes Only,” and should identify the 
number and type of individuals who may be granted access to 
the disclosing party’s confidential information.  


“Confidential” information ordinarily includes non-public information that is less sensitive to public 
disclosure, whereas “Confidential—Attorney Eyes Only” information is typically reserved for 
especially sensitive information such as technical, financial, marketing, or information useful for 
competitive purposes or in preparation or prosecution of a patent application relating to subject 
matter. The disclosing party should be responsible for designating documents as either “Confidential 
Information” or “Confidential Information—Attorney Eyes Only.” In some exceptional cases, there 
may be a benefit to additional level(s) of designation(s). Regrettably, over-designation occurs 
frequently in cases involving numerous documents, and any party may challenge a designation. Also, 
“Source Code Confidential” (see discussion, infra) may also be employed in cases involving 


computer programs.
15


 


It is preferable to grant access to a certain number of non-legal employees of the receiving party. 
Patent litigation often includes technical and scientific issues that make impracticable a complete 
division between counsel and the receiving party’s in-house technical and scientific experts. 
Recognizing the need for collaboration between counsel and certain of the receiving party’s 


                                                 
15  There also may be certain additional categories of information that might merit special confidentiality designation, 


such as marginal revenues where there are antitrust claims. The use of special categories, however, should be more of 
an exception than the rule. 







The Sedona Conference Commentary on Patent Litigation Best Practices: Discovery Chapter December 2015  


13 


employees, the following is a list of individuals who should be granted access to confidential 
information: 


 A limited number of specially-identified employees of the receiving party whose 
assistance is necessary to the litigation. These individuals will generally have 
access to “Confidential Information,” but not “Confidential—Attorney Eyes 
Only.” Receiving parties should avoid designating employees who are involved in 
the research and/or development of new products. The protective order, 
however, could include certain additional restrictions on such employees 
designed to mitigate the risk that disclosed information is used for a commercial 
purpose unrelated to the litigation.  
 


 A limited number of specially-identified in-house counsel and their 
administrative support staff who do not engage and agree not to be engaged 
during the litigation in any competitive business decision-making. Greater 
scrutiny and additional conditions to access should be used with respect to in-
house counsel who prepare, prosecute, supervise, or assist in the preparation or 
prosecution of any patent application that pertains to the field of invention of 
the patents-in-suit. Such additional conditions could include a requirement that 
no such in-house counsel have access to confidential information, or that the in-
house counsel not participate in such activities while the case is pending (and for 
some other defined period of time after completion of the litigation). Where the 
receiving party is a small entity with a small team of in-house counsel, the court 
should consider whether a party should be exempted from restrictions on 
prosecution activity.  
 


 Outside counsel and their administrative support staff, supporting personnel, 
experts, consultants, or other litigation support service providers.  
 


 Other designated persons as agreed by the parties. 


In terms of the notice period required before any such disclosure is made, the receiving party should 
provide the disclosing party with notice approximately ten calendar days prior to sharing 
information with any of the above individuals (the triggering event for this 10-day period is the 
notification of proposed disclosure by the receiving party). However, notice should not generally be 
required for disclosure to the following individuals: 


 Individuals who authored or previously received the information 
 


 Rule 30(b)(6) designees, as to information authored by an employee of the 
company for which the designee is to testify 
 


 The disclosing party’s own employees 
 


 Any individuals mutually agreed upon by the parties 
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2. Procedures for Confidentiality Designation and for Resolution of Disputes 


The protective order should specify the procedures and timing for designating information and 
testimony as confidential. In the absence of such provisions, however, the Working Group proposes 
the following best practices. 


Best Practice 6 – Protective orders should address how confidential information 
disclosed during deposition testimony will be designated.  


Protective orders should permit the parties to designate the transcript as containing confidential 
information at the time of deposition, or within 14 calendar days after the deposition. In the event 
that the transcript is not identified as containing confidential information at the time of the 
deposition, or within 14 days thereafter, the transcript may be presumed to not contain confidential 
information. During the 14 days after the deposition, however, deposition transcripts should be 
presumed to contain confidential information and should be treated accordingly. Counsel should 
endeavor to designate only those portions of the transcript that contain confidential information.  


Alternatively, a party may choose to designate an entire transcript as confidential unless and until a 
portion of it is to be used in connection with a motion or other court filing. In this event, and prior 
to the filing, the moving party should be required to meet and confer with the designating party to 
determine which portions of the transcript are truly confidential. This approach can result in 
efficiencies. Only a relatively small amount of deposition testimony is ever used for a motion or 
court filing. Requiring parties to review and designate every transcript can result in unnecessary work 
and expense to the client, as well as over-designation of testimony as confidential. A potential 
downside of this approach, however, is the opportunity for gamesmanship. A designating party may 
seek to exploit the meet and confer process to delay the moving party’s motion or to obtain advance 
information about the subject and content of the intended motion. 


Best Practice 7 – The parties should ask the court at the outset of the litigation, or 
as part of the protective order, to enter a Fed. R. Evid. 502(d) 
order that privilege is not waived by inadvertent disclosure. 
Prior to the entry of a protective order, or in the absence of a 
specific provision in the protective order to the contrary, there 
should be a presumption that a clawback procedure will be 
available.  


In patent litigation today, the volume of information sought and disclosed is often very significant 
and is usually in electronic form. Even so, primacy should be placed on the timely production of 
relevant documents and materials. It is possible, however, that even when a disclosing party has used 
reasonable processes for review and production of this great volume of information, privileged 
materials, or undesignated confidential information can be inadvertently produced. Such production 
does not necessarily constitute a waiver.  


Fed. R. Civ. P. 26(b)(5)(B) provides a default “clawback” procedure, under which inadvertently 
produced information subject to a claim of privilege is returned or sequestered, pending court 
determination of the applicability of the privilege claim, if it is in dispute. In addition, the ABA 
Model Rule of Professional Conduct 4.4(b) has been interpreted as requiring an attorney to return 
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inadvertently disclosed privileged or confidential information,16 and that rule is incorporated into the 
USPTO Rules of Professional Conduct as § 11.404(b). In addition to establishing a procedure to 
clawback privileged and confidential documents, the parties should ask the court to establish a 
substantive rule for determining questions of privilege waiver by entering a Fed. R. Evid. 502(d) 
order that privilege is not waived by disclosure, either as an explicit paragraph in the protective order 
or as a stand-alone order.  


A protective order should provide that if the receiving party discovers that the disclosing party may 
have unintentionally produced privileged or undesignated confidential information, the receiving 
party should promptly notify the disclosing party and should treat the information as privileged or 
confidential. If the disclosing party timely identifies the materials as inadvertently produced, 
particularly in the case of privileged information, the disclosing party may request their return within 
a reasonable, fixed period of time, or a certification of their destruction (subject to the receiving 
party contesting the assertion of privilege and submitting the documents in question to the court 
under seal for a judicial determination). The parties should negotiate a procedure for the return and 
replacement of produced documents where the privileged information was included on a drive or 
other media that also included non-privileged information, or where the inadvertently produced 
documents will be redacted rather than withheld in their entirety. 


The return of any materials that are “clawed-back,” however, should not preclude the receiving party 
from moving the court for an order that, e.g., the information is not privileged and is not immune 
from production, or that the circumstances of the production in fact constituted a waiver. Absent 
explicit terms to the contrary, compliance with the terms of a protective order should not be 
construed to mean any of the following: 


 An admission by either party that the information exchanged is or is not a trade 
secret or otherwise confidential 
 


 An admission by either party that the information is either within or beyond the 
scope of permitted discovery 
 


 A waiver of either party’s rights to obtain an order compelling that particular 
information be produced 
 


 A preclusion of either party from seeking further protective orders 
 


 A preclusion of the parties from reaching mutual agreement about particular 
terms of the protective order 


                                                 
16  See ABA Comm. on Ethics & Prof’l Responsibility, Formal Op. 11-460 (2011). 
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Best Practice 8 – Because of its importance and its ease of replication by 
electronic means, software-related confidential information 
requires special protections. 


To adequately protect the disclosing party’s source code, the preferred approach would be for the 
protective order to contain one or more of the following: 


 A separate designation for “Source Code Confidential” information (which may 
restrict further which individuals may have access). The term “source code” here 
normally includes source files, make files, intermediate output files, executable 
files, header files, resource files, library files, module definition files, map files, 
object files, linker files, browse info files, and debug files. 
 


 Limitation on the number of “stand-alone” (i.e., not networked) computers that 
receiving party may view the information. 
 


 “Stand-alone” computers should be provided preferably at the site of a third 
party escrow agent or other location agreed to by the parties, with the cost in 
typical circumstances being paid by the party requesting the use of the escrow 
agent or other location (or as parties agree), and in the absence of such an 
agreement, then at the offices of outside counsel for the disclosing party. If the 
information is disclosed at a location within the control of the disclosing party, 
then the receiving party should undertake the following obligations: 
 


 The receiving party should limit its request for access to normal business 
hours. 
 


 The receiving party should provide reasonable notice of its request for 
inspection. 
 


 Only those designated under the protective order should be entitled to 
obtain access to the confidential information. 


 


 Source code should not be copied (except for printing out of select portion to be 
used at a deposition or at trial) or decompiled, although selected portions source 
code may be printed for later use if labeled “source code confidential” (or 
whatever designation the parties have previously agreed to). 
 


 The disclosing party should supply software with which to view its source code. 
 


 The disclosing party may supervise outside the room where a standalone 
computer containing source code is located, but the disclosing party should not 
be permitted to review work product generated from the receiving party’s review 
of the source code. 
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 The receiving party should keep a log of who has reviewed source code and 
when. 


Best Practice 9 – The use of disclosed confidential information in subsequent 
proceedings, including any parallel USPTO proceedings, 
should be specified in the protective order, and disputes should 
be handled on a case-by-case basis.  


The preferred way of handling information previously disclosed under the terms of a protective 
order is to permit the parties at the conclusion of litigation to destroy the information or return it to 
the disclosing party. In the case of destruction of information previously exchanged, protective 
orders often require the parties to certify that the information has been destroyed, while also 
permitting outside counsel for each party to retain one record copy in the event that a subsequent 
dispute occurs between the parties. 


A common question that arises is the extent to which information exchanged in one proceeding may 
be used in a subsequent proceeding. An example of this question might be where a subsequent 
dispute raises as an issue the party’s duty of candor to the United States Patent and Trademark 
Office (as in the case where, say, a party fails to disclose prior art produced in a previous litigation in 
connection with a related but subsequent patent application). However, issues of this sort are very 
often inherently fact-specific and frequently depend upon the precise terms of the protective order 
that was adopted in the previous litigation. For example, if the disclosure in the prior case was 
limited to only a finite number of individuals who are not now involved in the subsequent patent 
application, then the patent applicant might properly assert that it has not violated its current duty of 
candor. Nevertheless, because these and other issues depend so much not only on the precise terms 
of the protective order entered in the previous patent litigation but also upon the facts that are at 
issue in the subsequent litigation, the preferred way to handle such disputes is simply to leave the 
matter at the discretion of the court after hearing from the parties. Of course, the parties may 
consent to a prospective ban on the subsequent use of any information disclosed for any purpose. 
In short, with regard to the use of information in subsequent proceedings, it is perhaps best to avoid 
having a “one-size-fits-all” protective order addressing every conceivable issue that might arise after 
the litigation at hand has reached its conclusion. 
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IV. Automatic Disclosures and 


Contentions 


As stated in Principle No. 3, supra: “Each party should be required to disclose primary relevant 
documents and contentions early in the discovery process and have an ongoing duty to disclose any 
additional such documents once it learns of their existence or relevancy; the court should consider 
not allowing untimely produced documents or contentions to be admitted at trial.” 


Mandatory automatic disclosures and contentions regarding fundamental information allow the 
parties to identify and define key issues central to the dispute(s) early in the action, and without the 
time and expense associated with broad, general discovery. Most local patent rules require initial 
disclosures as well as an exchange of contentions on issues of infringement and validity. In this 
paper, the Working Group refers to these as “initial disclosures” and “initial contentions.” 


In addition to recommending the continuation of initial disclosures and initial contentions, the 
Working Group proposes best practices regarding “supplemental disclosures” and “responsive 
contentions.” Supplemental disclosures should be required as new and additional information comes 
to the parties’ attention through investigation and discovery. Responsive contentions should be 
made in response to the initial contentions of the opposing party on the issues of infringement and 
validity. The Working Group is of the view that supplemental disclosures and responsive 
contentions will serve to more effectively define the key areas of dispute, thus facilitating earlier and 
more productive settlement discussions and mediations, and improving overall case management by 
focusing the parties’ and the court’s efforts on the issues that may dispose of or at least narrow the 
case.  


The Working Group recognizes that the requirement of responsive contentions could lead to 
disputes and motion practice regarding the sufficiency of each party’s contentions. However, in 
recommending these and all of the best practices herein, the Working Group assumes the parties 
will perform their obligations in good faith, and will produce the best and most complete disclosures 
and contentions as are reasonably possible at the time they are exchanged.  


The Working Group further recognizes the risk that a party could exploit the contention process in 
a way that effectively, and improperly, shifts the burden of proof from one party to the other. A 
patentee, for example, should not be allowed to provide insufficient infringement contentions and 
then expect the accused infringer to provide more robust responsive noninfringement contentions. 
Similarly, an accused infringer should not be permitted to provide insufficient invalidity contentions 
and then expect the patentee to provide more detailed validity contentions.  


To mitigate against this risk, the Working Group recommends as a general rule that responsive 
contentions be required only upon the receipt of meaningful initial contentions commensurate in 
detail to the information available to the producing party at the given stage of the litigation.  
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A. INITIAL DISCLOSURES 


1. Patentee’s Initial Disclosures 


Best Practice 10 – As part of a patentee’s Rule 26 mandatory disclosures, the 
patentee should provide basic information and materials 
within its possession, custody, or control concerning its 
claims, the development of its patented technology, and the 
prosecution, ownership, assignment, and licensing of the 
patents-in-suit. 


To the extent such information is currently in its possession, custody, or control, the patentee’s 
initial Rule 26 disclosures should be required to include: 


 identification of each accused product that it claims infringes each asserted 
patent(s); 
 


 documents sufficient to show the facts upon which it relied to support the 
allegations of infringement set forth in the complaint; 
 


 the original owner(s) of the asserted patent(s); 
 


 the assignee(s) of the asserted patent(s); 
 


 any licensee(s) to the asserted patent(s);  
 


 any prior or concurrent litigation or parallel proceeding before the USPTO 
involving the asserted patent(s); 
 


 any documents reflecting the development of the patented technology; 
 


 to the extent the party wishes to preserve the right to rely, for any purpose, on 
the assertion that an accused product practices the claimed invention, the 
identification of each such accused product; and 
 


 any non-party who is or will be directing, controlling, or funding that party’s 
pursuit of the litigation. 


Under current court precedent and the Federal Rules of Civil Procedure, there is no requirement 
that a patentee identify all accused products in the complaint.17 This Best Practice would deliver this 
fundamental information to the accused infringer, as it is known to the patentee at the time of the 
disclosure, at a very early stage in the case. This Best Practice is not intended, however, to anticipate 
or duplicate the party’s infringement contentions due at a later point in the litigation, or to prevent 


                                                 
17  The recently proposed Amendments to the Federal Rules of Civil Procedure would abolish Form 18 relating to the 


form of patent complaints. 
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the party from accusing additional products of infringement after further investigation or discovery, 
or in other appropriate circumstances.  


This Best Practice also calls for the patentee to identify documents sufficient to show the 
development of the patented technology and for the identification and/or production of the accused 
products (to the extent they can be reasonably produced) that the patentee contends practice the 
claimed invention. Such information is uniformly sought in patent infringement cases, and the early 
disclosure of it may streamline the discovery process and minimize unnecessary discovery disputes. 


As a part of its initial disclosures, the patentee should also be required to produce basic documents 
concerning assignment, licensing, and prosecution of the patents-in-suit, specifically: 


 documents sufficient to show all assignments of the asserted patent(s) 
 


 copies of all licenses to the asserted patent(s); and 
 


 a copy of the file history for each asserted patent and identification of any related 
(i.e. applications that are part of the same patent family) U.S. or foreign 
applications, except for those portions of the file history that are publicly 
available on the U.S. Patent and Trademark Office website on the date of the 
disclosure. Such related applications should include continuations, continuation-
in-parts (CIPs), divisionals, and reissues as well as pending applications in their 
current state of prosecution. 


Because there is a cost associated with the search, collection, and production of documents, it is 
generally not a best practice to require a party to obtain and produce public documents that are 
equally available to both sides. The producing party may, at its option, produce both publicly 
available and unavailable documents in its disclosure for the sake of efficiency and completeness. 


2. Accused Infringer’s Initial Disclosures 


Best Practice 11 – In its initial disclosures, the accused infringer should provide 
basic information and materials within its possession, custody, 
or control concerning its defenses and/or declaratory 
judgment claims. 


An accused infringer who claims the asserted patent(s) is invalid or unenforceable should be 
required to include in its initial disclosures:  


 each item of prior art (including evidence of any asserted public disclosure or use 
or offer for sale) which that party alleges, either alone or in combination with 
other prior art, invalidates one or more of the asserted patent claims;  
 


 any non-party who is or will be directing, controlling, or funding that party’s 
defense of the litigation;  
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 if the party asserts an equitable defense such as laches or estoppel, the facts that 
form the basis of the defense; and 
 


 if the party asserts a license defense, the license that forms the basis of the 
defense. 


The recommendations regarding publicly available documents described in the comments to Best 
Practice 10, supra, apply to the disclosures of this Best Practice as well. 


In actions seeking a declaratory judgment of noninfringement, invalidity, or unenforceability, the 
parties’ initial disclosures requirements should not apply unless and until a party makes a claim for 
patent infringement.  


Best Practice 12 – Within 45 days of receipt of the patentee’s initial disclosures, 
the accused infringer should produce documents sufficient to 
show how the accused products work.  


Subject to leave of the court and subject to the terms of any applicable protective order (particularly 
with respect to source code), the accused infringer should produce documents sufficient to show 
how the accused products or embodiments work within 45 days of receipt of the patentee’s initial 
disclosures. Such documents may include but are not limited to operation manuals, product 
literature, schematics, and specifications. 


In declaratory judgment actions where a licensee seeks relief from an obligation to pay royalties on 
the ground that no valid claim of the licensed patent covers an accused product on which royalties 
are sought, the parties’ initial disclosure requirements should not apply unless and until the licensor 
asserts that at least one claim of the licensed patent does cover the accused product. 


3. Supplementation of Initial Disclosures 


Best Practice 13 – The parties should promptly amend and supplement their 
initial disclosures as they discover or obtain non-cumulative 
additional information. 


Each party’s initial disclosures should be complete with respect to its knowledge at the time of the 
disclosure. It is understood, however, that new information will come to light through investigation 
and discovery. This Best Practice calls for the parties to promptly supplement their initial disclosures 
upon the discovery of such new information. Ideally, these supplemental disclosures should be made 
prior to the time the parties’ respective initial or responsive contentions are due to be served. 
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B. INITIAL AND RESPONSIVE CONTENTIONS
18
 
19
 


1. Patentee’s Initial Infringement Contentions 


Best Practice 14 – Within 45 days of receipt of the accused infringer’s initial 
disclosures, the patentee should serve its infringement 
contentions for that accused infringer.  


Most local patent rules or scheduling orders require the patentee to provide a detailed disclosure of 
asserted claims and infringement contentions. This Best Practice recommends that such contentions 
be made, subject to leave of the court, no later than 45 days after the patentee receives the accused 
infringer’s initial disclosures, and that the contentions specifically:  


 identify each claim of each asserted patent that is allegedly infringed by each 
opposing party; 
 


 separately for each asserted claim, identify each accused product; 
 


 state where each element of each asserted claim is found within each accused 
product, including, for each element that the patentee contends is covered by 35 
U.S.C. § 112(6), a description of the claimed function of that element, and the 
identity of the structure(s), act(s), or material(s) in the accused product that 
performs the claimed function; 
 


 state whether each element of each asserted claim is claimed to be literally 
present or present under the doctrine of equivalents in the accused product, and, 
if present under the doctrine of equivalents, explain each function, way, and 
result that such party contends are equivalent, and why it contends that any 
differences are not substantial;  
 


                                                 
18  The best practices in this section should be read in connection with:  


 the recommendations related to the timing for the exchange of claim terms and claim construction positions as 
presented in The Sedona Conference, Report on the Markman Process (Nov. 2010), available at 
https://thesedonaconference.org/publication/Markman%20Process; and 


 Sedona WG10 Case Management Chapter, supra note 8, at Sec. II.C.2. (Markman Briefing and Hearing 
Management). 


19 This section focuses only on infringement and invalidity contentions as typically required by those courts that require 
contentions. The Sedona Conference Working Group 9 (WG9), however, recommends that courts consider 
requiring the exchange of damages contentions as well. See The Sedona Conference, Commentary on Patent Damages and 
Remedies, Ch. III Pretrial Principles and Best Practices (June 2014 public comment version), available at 
https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%
20Damages%20and%20Remedies [hereinafter Sedona WG9 Damages Commentary]. WG9 has formed a subcommittee 
currently focused on developing a proposed set of local rules for the exchange of damages contentions, to be 
published for public comment in early 2016. 



https://thesedonaconference.org/publication/Markman%20Process

https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Damages%20and%20Remedies

https://thesedonaconference.org/publication/The%20Sedona%20Conference%20Commentary%20on%20Patent%20Damages%20and%20Remedies
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 state, for any patent that claims priority to an earlier application, the priority date 
to which each asserted claim allegedly is entitled; and 
 


 if a patentee wishes to preserve the right to rely, for any purpose, on the 
assertion that its own product practices the claimed invention, identify separately 
for each asserted claim each such product.   


2. Accused Infringer’s Initial Invalidity Contentions and Responsive 
Noninfringement Contentions 


Best Practice 15 – Within 45 days of receipt of the patentee’s infringement 
contentions, each accused infringer should serve upon all 
parties its initial invalidity contentions and responsive 
noninfringement contentions. 


As discussed above, most local patent rules or scheduling orders require an accused infringer to 
disclose its invalidity contentions.20 Noninfringement contentions, however, are less common, but 
required by some courts.21 The Working Group is of the view that requiring such contentions will 
serve to narrow or even eliminate issues for claim construction and trial, may reduce discovery 
disputes, and may facilitate early settlement discussions. The level of detail in such noninfringement 
contentions should be commensurate with the level of detail provided by the patent owner in its 
infringement contentions. A party should be permitted to file such noninfringement contentions 
under the protective order in effect for the case. Subject to leave of the court, these should be served 
within 45 days of receipt of the patentee’s infringement contentions. 


Best Practice 16 – Initial invalidity contentions should state all asserted grounds 
of invalidity for each of the asserted claims, and should 
identify each item of prior art that allegedly anticipates each 
asserted claim or renders it obvious, and the required 
motivation to combine multiple prior art. 


Invalidity contentions should state all asserted grounds of invalidity for each of the asserted claims, 


including invalidity based on 35 U.S.C. § 101,
22


 indefiniteness under 35 U.S.C. § 112(2), or lack of 
enablement or written description under 35 U.S.C. § 112(1). 


The invalidity contentions should identify each item of prior art that allegedly anticipates each 
asserted claim or renders it invalid, specifically the following: 


                                                 
20  See, e.g., Local Rules of Practice for Patent Cases before the United States District Court for the Northern District of 


California; Rules of Practice for Patent Cases before the Eastern District of Texas.  


21  But see, e.g., Local Patent Rules for the United States District Court for the Western District of Pennsylvania, LPR 3.4 
(Non-infringement and/or invalidity contentions); Local Patent Rules for the United States District Court for the 
Northern District of Illinois, LPR 2.3 (Initial Non-Infringement, Unenforceability and Invalidity Contentions). 


22 WG10 currently has a team working on developing proposed best practices in connection with the procedures for 
addressing motions relating to invalidity under 35 U.S.C. § 101. It is anticipated that once finalized and adopted that 
any proposals will be added to the Sedona WG10 Case Management Chapter, supra note 8. 







The Sedona Conference Commentary on Patent Litigation Best Practices: Discovery Chapter December 2015  


24 


 Each prior art patent should be identified by its number, country of origin, and 
date of issue. Each prior art publication should be identified by its title, date of 
publication, and where feasible, author and publisher. 
 


 Prior art under 35 U.S.C. § 102(b) should be identified by specifying the item 
offered for sale or publicly used or known, the date the offer or use took place or 
the information became known, and the identity of any person or entity who 
publicly used the item, who made or received the offer for sale, or who disclosed 
or received the information.  
 


 Prior art under 35 U.S.C. § 102(f) should be identified by providing the name of 
any person(s) from whom and the circumstances under which the invention or 
any part of it was derived.  
 


 Prior art under 35 U.S.C. § 102(g) should be identified by providing the identities 
of any person or entity involved in and the circumstances surrounding the 
making of the invention before the patent applicant. 


If a combination of items of prior art allegedly makes a claim obvious, each such combination 
should be disclosed, and the motivation to combine such items should be identified. 


Invalidity contentions should also state with specificity where in each alleged item of prior art each 
element of each asserted claim is found, including, for each element that such party contends is 
governed by 35 U.S.C. § 112(6), a description of the claimed function for that element and the 
identity of any structure, acts, or material in each item of prior art that performs the claimed 
function. 


Best Practice 17 – Responsive noninfringement contentions should state whether 
each asserted claim element is present literally or under the 
doctrine of equivalents (where DOE is asserted in the 
infringement contentions) in each accused product, and the 
basis for denying the presence of any element.  


Noninfringement contentions should be organized to directly respond to the patentee’s early served 
infringement contentions. The level of detail in such noninfringement contentions should be 
commensurate with the level of detail provided by the patent owner in its infringement contentions. 


3. Patentee’s Responsive Validity Contentions 


Best Practice 18 – Within 45 days of receipt of the accused infringer’s initial 
invalidity contentions, a patentee should serve upon all parties 
its responsive validity contentions.  


The patentee’s responsive validity contentions should be organized to directly respond to the 
accused infringer’s earlier served invalidity contentions. The level of detail in such responsive validity 
contentions should be commensurate with the level of detail provided by the accused infringer in its 
invalidity contentions. With respect to contentions that a claim is obvious or anticipated, the validity 
contentions should state as to each identified element in each asserted claim whether such element is 
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present in each item of prior art identified in the invalidity contentions and, if not, the reason for 
denying the presence of that element and the relevant distinctions. If any basis for invalidity other 
than obviousness or anticipation is disclosed in the invalidity contentions, the validity contentions 
should respond to each such asserted basis. Subject to leave of the court, these should be served 
within 45 days of receipt of the accused infringer’s invalidity contentions.  


Best Practice 19 – Each party’s initial contentions and responsive contentions 
should be considered to be that party’s final contentions, 
except that: (a) a party may amend its contentions no later 
than 45 days after receipt of the court’s claim construction 
ruling if the claim construction ruling is not a construction 
proposed by the party and reasonably necessitates such 
amendment; (b) a party may promptly amend its contentions 
in response to new information produced by the opposing 
party provided such information is not merely cumulative and 
was not reasonably available to the party before the 
contentions were due; (c) a party may promptly amend its 
contentions if reasonably required to respond to amendments 
in the opposing party’s contentions; or (d) a party may amend 
its contentions upon obtaining leave of the court, based on a 
showing of good cause justifying such amendment. In 
connection with any request to amend, the court should 
consider whether the requesting party has acted diligently and 
whether there is undue prejudice to the opposing party. 


Each party should be expected to use due diligence to conduct its own investigation as well as to 
seek and obtain the necessary discovery from the other party or parties to prepare full and complete 
contentions by the deadlines set in the court’s scheduling order or under the local patent rules. Each 
party should be encouraged to provide full and appropriate discovery permitting the opposing party 
to prepare full and complete contentions and minimize a need for later amendments. 


This Best Practice recognizes, however, that the court’s claim construction and any new information 
arising in discovery may alter the landscape as to both infringement and validity, and that the parties 
should have a reasonable opportunity to amend their contentions accordingly. However, the 
amendments should be responsive to the new developments or to changes in the other party’s 
contentions, and should not be an attempt to make changes or additions that could and should have 
been incorporated originally. The court may develop a construction significantly different from that 
proposed by a party, or (sometimes) by either party, which might lead to the need for the parties to 
amend their contentions.  
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V. Bifurcation or Staging of Discovery 


Best Practice 20 – The parties should confer early in the case about whether to 
suggest to the court that bifurcation or staging of discovery 
would be appropriate, and if so, should present the issue to the 
court at or before the initial scheduling conference.  


While bifurcation and staging of discovery are not typical in patent litigation, the parties should 
confer early in the case about whether any bifurcation or staging of discovery would be appropriate, 
and if so, should present the issue to the court at or before the initial scheduling conference. 


If thoughtfully implemented, bifurcation of a case or staging of discovery within the case has the 
potential to conserve judicial and party resources when focus on and resolution of certain issues 
early in the case is highly likely to dispose of the case altogether or to narrow the issues and pave the 
way for early settlement. On the other hand, these approaches can lead to delay, duplication of 
efforts, and waste of resources where there is overlap in the record upon which the issues would be 
resolved or where the resolution of the earlier issues does not in fact alter the parties’ evaluation of 
or approach to the litigation.  


As used in this section, the term “bifurcation” refers to the complete division of a case, including 
discovery, dispositive motion practice, and trial, into two or more parts in which each is limited to 
specific issues or sets of issues, such as liability and damages. By contrast, “staging of discovery” 
refers to the division of discovery within a case into two or more stages, with discovery limited to 
particular issues or particular sources of information at each stage or at least during the earlier stages. 
Staging of discovery may occur even if the trial is not divided into corresponding stages.  


Whether bifurcation or staging of discovery is appropriate in a particular patent case depends on the 
circumstances of the case and the case management priorities of the court. The parties and the court 
must consider not only the likelihood that bifurcation or staging will be successful in achieving an 
early resolution of the case, but also the consequences to the court and the parties in terms of time 
and resources if that hope of early resolution is not realized. Generally, bifurcation or staging of 
discovery should be employed only where the court is satisfied that the likelihood of early resolution 
and the resulting savings of time and resources would be substantially greater than the disadvantages 
if the desired early resolution is not achieved. 


Potentially relevant considerations include the following: 


 The likelihood that bifurcation or staging of discovery would result in less overall 
cost and burden to the parties because early resolution may result from attention 
to earlier-discovered issues 
 


 The potential for avoiding unnecessary work by the court and the parties, such as 
motions, interrogatory responses, and depositions on a specific set of issues 
 


 The potential that bifurcation or staging of discovery would delay the resolution 
of the case or result in inefficiencies as a result of piecemeal litigation 
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 The extent to which discovery underlying important issues cannot be bifurcated 
or staged cleanly, such as, for example, the commercial success of the accused 
products or of the patentee’s own products as it relates to lost profits (i.e., 
damages) on one hand, and to secondary considerations of nonobviousness (i.e., 
liability) on the other 
 


 Overlap among sources of information relevant to the various issues that could 
result in wasteful duplication of discovery efforts (e.g., multiple depositions of 
the same person or multiple searches or reviews of a custodian’s files) if 
bifurcation or staging does not result in early resolution 
 


 Whether bifurcation or staging will prevent a party from obtaining otherwise 
discoverable information that would be key to evaluating the case for settlement, 
or to determining whether to assert additional claims, and whether that concern 
can be addressed by permitting limited discovery outside topical limits of a 
particular stage in order to facilitate settlement evaluation and negotiation 


In general, the separation or staging of discovery into liability and damages phases is not a best 
practice. Damages information can be of particular use in both parties’ evaluation of the scope of a 
case for both settlement and strategy purposes. On the other hand, bifurcation at trial (perhaps even 
including expert discovery) of certain issues, such as liability, inequitable conduct and damages, and 
sometimes even invalidity from infringement, can be beneficial in some cases.  


Also, partial bifurcation or staging of discovery could achieve some of the benefits while avoiding 
the disadvantages. One approach, which has been adopted in the local patent rules of several courts, 
is to defer fact discovery on certain issues until after claim construction. Similarly, it could be 
productive to limit early fact discovery to specific issues and stay discovery on other issues until after 
the resolution of a specifically anticipated early dispositive motion.  


Courts are also sometimes faced with a request to stay fact discovery altogether pending decision of 
a Rule 11 motion or a motion to dismiss, in particular motions relating to § 101. As with other 
requests to limit or stay discovery, the court should consider the circumstances of the case and its 


own case management priorities.
23


 
24


 A stay pending the court’s decision on the motion may be 
appropriate where the court believes it will be able to issue a decision promptly and where there 
appears there is a substantial likelihood the decision will dispose of the case altogether. 


                                                 
23  The perfunctory filing of a motion to dismiss in lieu of an answer is not a best practice and should be discouraged. 


Courts should be alert to impermissible attempts to use such motions and attendant requests to stay discovery as a 
delaying tactic.  


24  The potential exists for an increase in the number of appropriate motions to dismiss and Rule 11 motions due to 
recent and anticipated changes in the law. The amendments to the Federal Rules of Civil Procedure that went into 
effect on December 1, 2015 eliminated Form 18 and now requires the plaintiff to provide more details in pleading 
patent infringement, even in a claim of direct infringement. While there are significant potential benefits to requiring 
this, it also has the potential for increasing disputes over the adequacy of the pleadings. WG10 currently has a team 
working on developing proposed best practices in connection with the development of a heightened pleadings 
standard. It is anticipated that once finalized and adopted that any proposals will be added to the Sedona WG10 Case 
Management Chapter, supra note 8. 
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A variation on staging of discovery may involve limiting discovery during early stages to particular 
sources of information, particular types of documents (such as technical overview documents and 
sales summaries), or a particular volume of information (for example, where a representative 
sampling of documents or products may be sufficient to resolve an issue), even if all issues may be 
pursued throughout. These approaches can be helpful in furthering the parties’ and court’s interest 
in assuring that the burden of discovery is proportional in view of the issues in the litigation and the 
potential importance of the information sought.   
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VI. Scope and Limits of Discovery 


A. AVAILABILITY OF DISCOVERY ON BASIS FOR BRINGING SUIT  


Best Practice 21 – A patentee should identify and produce, as part of its initial 
disclosures, documents sufficient to identify all accused 
products, methods, systems, or instrumentalities it claims 
infringe its patent(s), and the bases for its claims. 


This Best Practice is intended to balance the desire of an accused infringer to understand a 
patentee’s basis for bringing suit with the recognition that excessive discovery and litigation of this 
subject may be a costly distraction from the merits of a case and has the potential to be used to 
achieve delay or to run up costs. 


Such early disclosure is not intended to contemplate the production of claim by claim infringement 
charts or the exchange of any documents created by the patentee or their attorneys. Rather, the 
intention is to require the early production of documents in the custody or control of the patentee 
that the patentee is relying on for its claim of infringement. For example, if the patentee’s good-faith 
basis for alleging infringement by a particular product is the description of the accused functionality 
in a user manual, the patentee should produce that user manual as well as any documents that lead 
the patentee to believe that other products function similarly. This production is not in lieu of 
making a complete production of documents related to these topics to the extent required by Fed. 
R. Civ. P. 34 during the discovery phase of the case. Of course, to the extent the rules of a particular 
court call for the patentee’s disclosure of infringement contentions before any discovery is provided 
by the accused infringer, such disclosures may render the production recommended in this Best 
Practice unnecessary. 


The patentee’s disclosure and production should be commensurate with its knowledge at the time of 
the disclosure as necessary to meet its disclosure obligations. The identification or production of a 
document as part of this disclosure should neither constitute an admission of that document’s 
admissibility, nor should it bind the patentee to any claim construction position, express or implied. 
The patentee should have no obligation to produce documents or things outside of its custody or 
control, or to produce attorney work product or otherwise privileged information. 


B. DISCOVERY OF LICENSES  


Best Practice 22 – In response to a narrowly tailored discovery request, a party 
should be obligated only to identify all license agreements 
directed to the relevant field of technology. Then, if the 
requesting party can demonstrate the potential relevance of 
specific licenses to the particular reasonable royalty or 
damages theory advanced, the producing party may be 
required to produce the license agreements themselves, as well 
as communications with the licensed parties. 


Often there exist license agreements that are clearly directed to the technology in dispute, and may 
even be directed to the patents in dispute. Where this is the situation, more information should be 
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produced very early in the litigation process. While certain license agreements may be discoverable 
and contain information relevant to a parties’ damages theories, broad discovery requests for “all 
licenses” should be discouraged absent a showing of potential relevance by the requesting party. By 
instituting a two-stage process whereby a requesting party first obtains information regarding the 
existence of a license agreement, the producing party is shielded from producing irrelevant and 
confidential information while the requesting party receives information sufficient to make a 
showing of potential relevance for a further production.  


Working Group 9 recommends the exchange by the parties of preliminary compensatory damages 
contentions (“PCDCs”) “to allow the parties and the court to gain an early, initial understanding of 
the compensatory damages theories at issue, any preliminary supporting damages evidence, the 
potential settlement value of the case, and the scope of potential damages discovery.” The WG9 
Commentary addresses the situation where both/either of the patentee and the accused infringer 
rely on certain license agreements to support their respective positions, including in particular in 
connection with their PCDCs.25 WG9 states: 


“A party asserting patent infringement should produce copies of all materials 
reasonably known to it that allegedly support its preliminary compensatory damages 
theories. This disclosure should be as complete as is reasonably possible and should 
include high-level documents in the party’s possession concerning: . . . comparable 
license agreements and royalty rates related to the patent at issue; . . . .”26 


This Working Group 10 Patent Litigation Discovery Best Practice 22 is directed at those license 
agreements that are not clearly relied upon by either party in their PCDCs, and thus on which there 
may be a reasonable dispute as to whether those licenses are discoverable. This Best Practice 
provides a process whereby any such dispute can be resolved in an orderly and timely manner.  


In the first stage of the process, the producing party is required to disclose the following information 
for each responsive license agreement: 


 parties  


 effective date and termination date 


 patents licensed 


 product categories and/or field(s) of use licensed 


                                                 
25  See Sedona WG9 Damages Commentary, supra note 19:  


 Best Practice 8: “The party alleging patent infringement should produce to each opposing party, or identify for 
inspection and copying, all materials supporting its PCDCs theories of recovery.” 


 Best Practice 10: “Each party accused of patent infringement should produce to the party asserting 
infringement, or identify for inspection and copying, all materials supporting its preliminary response to the 
PCDCs theories of recovery. 


a. That information should include information about … what royalties are paid for licenses to 
those patents . . . .” 


26  Id. at 38. 
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This information can be disclosed in the form of a “license log,” akin to a privilege log. At this first 
stage, the producing party is not required to disclose the specific terms of the license agreements, 
including the licensing fee amounts.  


Upon receipt of the license log, the requesting party can request the production of those specific 
underlying license agreements, with an explanation of the potential relevance of each requested 
license as to the particular reasonable royalty or damages theories advanced. Should the producing 
party decline to produce a given license agreement, the producing party must explain the basis for 
each agreement. Ultimately, the requesting party may file a motion to compel, but the parties should 
negotiate and attempt to work out such disputes without motion practice. 


This Best Practice recommendation to require a showing of “potential” relevance is not to be 
interpreted as imposing a broad obligation of production akin to the recently amended “reasonably 
calculated to lead to the discovery admissible evidence” standard of Rule 26(b). Nor is the 
production of any licenses by either party to be construed as an admission that any license is in fact 
directly comparable to the licensing of the patents-in-suit at issue.  


C. SOURCE CODE DISCOVERY  


Best Practice 23 – In response to a reasonably tailored request and where the 
requesting party has shown that the production would be 
relevant and non-duplicative, and in accordance with any 
protective order entered into, source code should be produced 
in the format in which it is maintained by the producing party, 
and the production should include all supporting files and 
documentation such that an executable version of the program 
could be completed.  


Best Practice 24 – When maintained in a version control system, the production 
of source code should include the revision history of the 
relevant code. Without the need for further discovery requests, 
the producing party should make available any changes or 
updates that occur during the discovery period to portions of 
the source code relevant to the dispute. The scope of the 
source code requested and produced should match the scope 
of the accused products.  


Source code is often the most sensitive and confidential material in a producing party’s possession, 
and may simultaneously be the most relevant evidence with respect to infringement of a particular 
patent. Any production of source code should strike a balance that recognizes both the sensitive 
nature of the material itself and the importance of that information to the ultimate issue of 
infringement. Thus, source code should only be produced where the requesting party is able to show 
that it is actually relevant to the infringement theories advanced against a particular instrumentality. 
Production of source code should be prevented entirely where the requesting party fails to make a 
showing that the production would be relevant and non-duplicative. 


It is likewise important that any production of source code be made available in a format that is 
usable by the requesting party. A producing party should not be able to frustrate discovery by 
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making its source code available only in non-native formats, in uncompilable segments, or without 
supporting documentation or files necessary to understand the underlying code. Similarly, the parties 
should recognize that the most efficient way to explain the maintenance and file structure of any 
produced code may be through the deposition of a custodial witness capable of explaining any 
revision control processes in place. 


D. DISCOVERY OF PROSECUTION OF RELATED PATENTS  


Best Practice 25 – Discovery into the prosecution of patents and applications 
related to the patents-in-suit should be limited to non-publicly 
available information within the custody or control of the 
producing party.  


The prosecution of patents and applications directly related to any patent-in-suit often provides 
discovery relevant to claim construction. Positions that a patentee has taken with respect to the 
scope of a particular term or claim common to multiple applications may form the basis for 
arguments of disclaimer or estoppel in either parent or child applications. This relevance, however, 
should not unduly burden a patentee to collect information that is equally available to the requesting 
party from publicly available sources, nor should it place an obligation on a producing party to 
obtain materials that are outside of its custody or control at the time a request is made. It is 
recognized that at times foreign patent prosecution files are difficult for a non-patentee to obtain. 
Only in such situations, and where the patent owner already has a copy of the file in its custody or 
control, the patent owner should be obligated to produce such copy. 


For the purposes of this subsection, related patents and applications include only family members 
and foreign counterparts, absent a showing that a particular non-family patent or application is 
relevant to the proceedings. 


E. DISCOVERY OF REAL PARTIES-IN-INTEREST 


There has been much discussion in recent patent reform legislation proposals about the need for 
consistent discovery at the early stages of litigation regarding who the real parties-in-interest are in 
the litigation. A consistent feature of bills pending before Congress is a requirement that the 
patentee provide information regarding the assignee of the patents, who has the right to sublicense, 
who has a specified financial interest in the patents or the plaintiffs, and an identification of the 
parent of such assignees or entity. Working Group 10 agrees that such requirements provide 
important information to accused infringers, and that the information should be provided as part of 
the patentee’s initial disclosures. This information is potentially relevant to issues of potential 
conflicts, prior licenses that might exist, sources of discovery, limits on the scope of the protective 
order, motives for the litigation, settlement, and Section 285 awards. “Specified financial interest in 
the patent” is meant to broadly capture any entity that stands to receive, directly or indirectly, a 
designated portion of any money received as a result of the action, be it by license, settlement, or 
judgment. “Specified financial interest in the . . . plaintiff” is not intended to encompass individual 
minority stock holders of publicly traded institutions. 


It is likewise important for the patentee to know the identity of any non-party who will be directing, 
controlling, or funding the defense of the litigation. This information would be important to at least 
identify any estoppel issues either in the district court litigation context, or in the context of any 
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parallel inter partes review or post-grant review proceedings. If a “real party-in-interest” disclosure 
requirement is to be imposed on the patentee, it is fair to impose this converse requirement upon 
the accused infringer for the same types of reasons plus the potential impact of any indemnification 
obligations. 


F. REQUESTS FOR DOCUMENTS FROM OTHER LITIGATIONS 


Best Practice 26 – Broad discovery requests seeking all documents from a prior, 
related litigation should typically be disallowed. However, 
discovery requests directed to particularized documents from a 
prior litigation should be allowed where materiality is shown 
for such documents that outweighs the burden for their 
production. 


A common dispute in patent litigation centers on discovery of documents from prior, related 
litigations. Such related litigations could be other actions where the patent-in-suit, or a patent from 
the same family, is asserted. Such related litigation could also include actions where the same accused 
product was asserted to infringe another patent. While focused discovery from such actions could be 
allowable, unlimited requests such as “all documents” or “all depositions” are overly broad and 
overly burdensome.  


Instead, the parties should work together to identify focused materials from the prior litigation that 
are of particular significance to the current action. For example, prior depositions of the inventors in 
earlier actions involving the patent-in-suit, or a patent from the same patent family, would likely be 
highly relevant to the current action. Likewise prior 30(b)(6) depositions of the accused infringer 
related to how the same accused product was made would likely be of high relevance to the current 
action. The parties, and ultimately the court, should consider, as to each particularized type of 
document sought, whether the relevance of the documents outweighs the burden of their 
production. Relevant factors to consider may include the extent to which the documents are subject 
to a protective order in the prior litigation, the difficulty of identifying and redacting the third-party 
confidential information within an expert report or deposition transcript, and whether the document 
is of a nature that is expected to provide substantive evidence relevant to the merits of the case. 


G. OBTAINING SAMPLES OF THE ACCUSED PRODUCTS 


Best Practice 27 – Accused infringers should make samples of accused products 
available to patentees at early stages in litigation where (a) the 
products for which samples are sought are identified with 
particularity, (b) the patentee is not able to obtain samples 
without undue burden or cost, (c) the accused infringer is able 
to obtain samples without undue burden or cost, (d) 
appropriate confidentiality restrictions are in place, and (e) the 
patentee has stated a good faith basis upon which to accuse 
the particular products, for which samples are sought, of 
infringement.  


Best Practice 28 – If the patentee is not able to obtain samples without undue 
burden, production of the samples may still be appropriate if 
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the patentee agrees to compensate the accused infringer for all 
costs associated with obtaining the sample. In instances where 
the cost associated with obtaining the sample is so high that it 
cannot be reasonably compensated, it may be appropriate to 
disallow discovery of samples.  


Best Practice 29 – Accused infringers should not be required to make samples 
available to patentees of products for which no charge of 
infringement has been made, unless the patentee can 
demonstrate a substantial likelihood that production of the 
sample will lead to discovery of further infringing products. 


Discovery of samples of an accused product can often raise significant discovery disputes in patent 
litigation. For accused products that are readily available for purchase, this will likely not be an issue. 
Consider, however, claims directed to products that are involved in chemical reactions, or that are 
intermediate products in manufacturing processes. While providing samples can normally be done 
without undue expense, instances can arise where the expense can become quite extreme. For 
example, if providing samples would involve shutting down a reactor with extreme shut-down and 
startup costs, it could likely be the case that such sample discovery is prohibitively burdensome. 
Moreover, it may be the case that a product is so scarce that providing a sufficient sample would 
mean that some end user(s) would not have access. This could be particularly problematic regarding 
medical treatments where denying access could result in severe health consequences. 


The above best practices give guidelines for parties and courts to follow in ascertaining whether and 
how sample discovery should be permitted. Because of the unique case-by-case nature of sample 
discovery issues, no hard and fast rules can be applied. The parties should discuss the production of 
samples in good faith, and the accused infringer should produce a reasonable quantity of samples to 
the extent that such production is feasible. Instead, the factors a-e set forth in Best Practice 27 are 
provided to be balanced in arriving at a determination of whether sample discovery could be 
permitted.  


In instances where undue burden would be involved in obtaining samples, it may be appropriate to 
allow the patentee to pay the costs for obtaining the sample, if the patentee is so inclined. But even 
then, instances may exist where the cost and burden is so high that it cannot be compensated by 
monetary payments from the requesting party, as set forth in Best Practice 28. Should a party, 
however, successfully object to producing a sample on the grounds of cost, the court should 
consider whether or not to prohibit that party from offering a sample into evidence at trial. 


Best Practice 29 sets forth that sample discovery should not be conducted as part of a “fishing 
expedition.” If no charge of infringement has been made as to a particular product, sample 
discovery should not be had unless the patentee can demonstrate a substantial likelihood that 
production of the sample will lead to discovery of further infringing products. 
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H. FEE SHIFTING FOR DISCOVERY  


Best Practice 30 – If the discovery being requested is beyond the permissible 
scope, it should be disallowed. Fee shifting should not be used 
to grant access to discovery that is not otherwise permissible. 


Best Practice 31 – The court should consider shifting the cost of discovery where 
the cost of the discovery being sought is disproportionate to 
the size of the dispute.  


Some patent reform legislation currently pending before Congress provides for certain core 
discovery in patent cases, and then only permits additional discovery if the party seeking discovery is 
obligated to pay the producing party’s fees. While WG10 agrees with the concept of reducing the 
cost of discovery in patent cases, WG10 feels that such legislation may take the matter too far. 
Instead, district courts have already developed a framework for fee shifting in the context of 
electronic discovery with various factors for assessing when the costs are high and the potential 
benefits are low. The Zubulake27 or Rowe28 decisions are seminal cases setting forth such frameworks. 
In the view of WG10, these frameworks are equally suitable for assessing when fee shifting is 
appropriate in paper-based discovery contexts as well. One of the factors the court should consider 
when shifting the costs of discovery is where the cost of discovery being sought is disproportionate 
to the size of the dispute.  


Fee shifting, however, should not be a substitute for the requesting party’s need to demonstrate the 
relevance of the information sought and the likelihood that it exists in the location or sources at 
issue. For example, a requesting party should not be able to obtain discovery of otherwise non-
discoverable information just by offering to pay for the expense that the producing party would 
incur in making the production. 


I. PROPORTIONALITY LIMITS ON DISCOVERY  


As stated in Principle No. 1, supra: “Discovery should be proportionate with the overall nature of 
the dispute, including factors such as the number of patents or patent families asserted, complexity 
of the technology involved, the number of accused products involved, the past damages or future 
value (either monetary or injunctive) of a specific patent litigation, and the importance of the 
discovery in resolving the issues.” 


Best Practice 32 – Consistent with the amendments to the Federal Rules of Civil 
Procedure, discovery should be “proportional to the needs of 
the case, considering the importance of the issues at stake in 
the action, the amount in controversy, the parties relative 
access to relevant information, the parties’ resources, the 
importance of the discovery in resolving the issues, and 


                                                 
27  Zubulake v. UBS Warburg, LLC, 216 F.R.D. 280, 284 (S.D.N.Y. 2003). 


28  Rowe Entm’t, Inc. v. The William Morris Agency Inc., 205 F.R.D. 421, 429 (S.D.N.Y. 2002). 
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whether the burden or expense of the proposed discovery 
outweighs its likely benefit.”29 


Best Practice 33 – The discovery which will typically be most important in 
resolving the issues in patent cases includes (1) documents 
sufficient to evidence each discussion with, disclosure to, or 
other manner of providing to a third party, or sale of or offer to 
sell, the claimed invention prior to the date of application for 
the patent-in-suit; (2) documents evidencing the conception, 
reduction to practice, design, and development of each 
claimed invention; (3) the file history for each patent-in-suit; 
(4) samples of the accused products and documents 
evidencing their design and/or the method of their 
manufacture; (5) documents sufficient to evidence the revenue 
and profit generated by sales of the accused products; (6) 
documents relating to knowledge of the patent-in-suit by the 
accused infringer; and (7) documents supporting or refuting 
invalidity defenses (e.g., allegedly invalidating prior art). 


Best Practice 34 – Discovery of email communications should focus on the issues 
for which email is likely to be a source of relevant information, 
and should likewise be permitted only in proportion to the 
needs and importance of the matter. For example, email 
communications unrelated to the actual conception and 
reduction to practice of the claimed inventions or to 
knowledge of the patent-in-suit (where disputed) may be less 
important to resolving the issues in a patent case, and their 
production may not be financially justifiable. 


These Best Practices and the ones that follow in the next section are directed to a proportionality 
inquiry, as set forth in the amendments to the Federal Rules of Civil Procedure that went into effect 
on December 1, 2015, and to potential limitations on discovery where it is established that the 
amount in controversy is relatively low. The particular categories of discovery identified are those 
often exchanged early in the case in conjunction with local rules or as part of initial disclosures. In all 
cases the parties and the courts should focus discovery on the location of the most relevant 
information for the case at hand. 


The need to consider proportionality may be greatest in the area of electronic discovery. Electronic 
discovery in general, and email discovery in particular, are often the source of great expense in 
patent matters. Courts and parties should take into account issues of proportionality in considering 
the extent of email discovery that will be permitted. For example, in patent matters of lesser 
importance, it may be the case that only email discovery related to the actual conception and 
reduction to practice of the claimed inventions or to knowledge of the patent-in-suit is permitted. 
However, where a particularized showing of a need for email discovery is made as to other issues 


                                                 
29  See Summary of the Report of the Judicial Conference, Appendix B (Sept. 2014), available at 


http://www.uscourts.gov/uscourts/RulesAndPolicies/rules/Reports/ST09-2014.pdf. This amendment to the 
Federal Rules of Civil Procedure went into effect on December 1, 2015.  



http://www.uscourts.gov/uscourts/RulesAndPolicies/rules/Reports/ST09-2014.pdf
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(including but not limited to specific identified issues related to indirect infringement, customer 
contact, on-sale bars, or subjective intent to prove willful infringement), further discovery may be 
permitted depending upon the relative importance of the matter.  


J. TIERED DISCOVERY BASED UPON THE COMPLEXITY OF A CASE  


Best Practice 35 – If the accused infringer demonstrates that the amount in 
controversy or the value of any injunctive relief, if available, is 
small, then discovery should be more limited. 


Where the accused infringer demonstrates that the amount in controversy or the value of any 
injunctive relief, if available, is small, until either party establishes that additional discovery is both 
necessary and appropriate given the amount in controversy, discovery should likely be limited to:  


 documents sufficient to evidence each discussion with, disclosure to, or other 
manner of providing to a third party, or sale of or offer to sell, the claimed 
invention prior to the date of application for the patent-in-suit;  
 


 documents evidencing the conception, reduction to practice, design, and 
development of each claimed invention;  
 


 the file history for each patent-in-suit;  
 


 samples of the accused products and documents evidencing their design and/or 
the method of their manufacture;  
 


 documents sufficient to evidence the revenue and profit generated by sales of the 
accused products;  
 


 documents evidencing knowledge of the patent-in-suit by the accused infringer; 
and  
 


 documents supporting or refuting invalidity defenses (e.g., allegedly invalidating 
prior art).  


The “amount in controversy” is not a measure of the sales revenue of the accused product. Rather, 
the consideration is the amount that may be recoverable in damages. In that regard, one 
consideration might be whether the accused product is at its early stage of commercial introduction.   
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VII. Depositions 


A. 30(B)(6) DEPOSITIONS 


Best Practice 36 – The responsibility of a designated Fed. R. Civ. P. 30(b)(6) 
corporate representative in a patent case extends beyond that 
individual’s personal knowledge. The witness’s preparation 
should include reasonably diligent efforts to learn relevant 
information known to the corporation that would be 
responsive to questions on each noticed 30(b)(6) topic that can 
be reasonably anticipated.  


It is generally not possible for a corporate representative to have perfect knowledge of everything 
that might be “known” to the corporation on a particular topic, or to anticipate and prepare to 
answer every question the opposing counsel might ask.30 This is especially true for corporations with 
significant R&D or engineering departments. This can be a major problem where the technology is 
more complex and involves a variety of different disciplines and a multitude of different people 
working on the project.  


The presenting party, its counsel, and its designated representative, however, have an obligation to 
use reasonable diligence in anticipating the likely scope of questioning and in locating and 
assimilating available relevant information to prepare the representative to testify on the topic or 
topics for which the representative is designated. Reasonable diligence does not require interviewing 
every possible source or reviewing every relevant document, but it does require gathering relevant 
information that is not cumulative of information already known to the representative from those 
individuals who are most likely to have such information, and reviewing the documents most likely 
to contain such information. 


Since the questions that may be reasonably anticipated will depend on how specifically the topic is 
stated, the noticing party also has a role in assuring that preparation will be adequate and the 
deposition will be productive, by drafting the topics to be relevant and reasonably specific in scope 
so that the deposed party does not have to speculate about what preparation will be required. The 
goal of the Rule 30(b)(6) deposition should be to gather information that is relevant or reasonably 
likely to lead to the discovery of admissible evidence; not to “catch” the corporate deponent in a 
failure to prepare because it guessed wrong about the intended scope. 


Where a corporate representative who was otherwise diligent in preparing for the deposition 
nevertheless does not know or does not recall relevant and responsive information that is within the 
knowledge of the corporation, a rule of reason should be applied in determining the appropriate 
next steps. A further deposition is not always needed and should not be insisted upon if less 
expensive means would be sufficient. The parties are encouraged to agree upon a method of 


                                                 
30 It should be noted that there is no obligation to present the “most knowledgeable person” on the topic so long as 


the witness’s preparation includes assimilating the information known to those who are “knowledgeable.” 
Conversely, simply presenting the “most knowledgeable person” to testify on a topic, without conducting the 
preparation necessary to supplement that person’s knowledge with information known to others in the corporation, 
or contained within the corporation’s records, is not sufficient to meet the party’s Rule 30(b)(6) obligation. 
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supplementation that is reasonable in light of the nature and extent of the information involved, 
whether the time limit for the deposition had been reached, and whether it is reasonably likely that 
the additional information, if available at the time of the deposition, would have prompted follow-
up questions. If the additional information is relatively discrete and not likely to lead to additional 
questions, then written supplementation under oath may be sufficient. On the other hand, if the 
information would reasonably have given rise to additional questions, and if the deposing attorney 
did not exhaust the time available for the deposition, then a second deposition focused on the 
supplemental information and reasonable follow-up directly related to that information may be the 
most appropriate choice. 


In patent litigation, the parties can often anticipate when they will need multiple Rule 30(b)(6) 
depositions, because discovery frequently is staged in different phases. For instance, many courts 
identify in their scheduling orders a period of time prior to a Markman hearing when fact and expert 
discovery will be specifically devoted to issues related to claim construction. Likewise, some courts 
may set different deadlines for discovery on liability and damages. Or, the parties may agree between 
themselves to prioritize certain areas of discovery as they anticipate deadlines for infringement or 
invalidity contentions, or work toward an early settlement conference. In these instances, it often 
will not be feasible for the parties to conduct one all-encompassing Rule 30(b)(6) deposition 
covering all topics expected to be covered in the proceedings. Accordingly, counsel should attempt 
to identify at the earliest stages of the case how many Rule 30(b)(6) depositions each party expects to 
notice, and whether any time or subject matter limitations should be imposed.  


Early identification by counsel of the expected number of Rule 30(b)(6) depositions needed is 
particularly important because, pursuant to Fed. R. Civ. P. 30(a)(2)(A)(ii), leave of the court must 
ordinarily be obtained before a witness may be deposed a second time in the same case. This Rule 
has been invoked by some courts in patent infringement cases, even with respect to depositions 


noticed pursuant to Rule 30(b)(6).
31


 In these courts, a second Rule 30(b)(6) notice of deposition 
served without leave of the court is deemed to be invalid, even where fact and expert discovery has 
been sequenced in accordance with the schedule for a claim construction, leading the court to issue a 


protective order or quash the notice.
32


 On the other hand, recognizing that discovery in patent 
infringement cases is often sequenced, many judges will permit parties in patent infringement cases 


to notice more than one Rule 30(b)(6) deposition, even without prior leave of the court.
33


 Because of 


                                                 
31  See 7 MOORE'S FEDERAL PRACTICE § 30.05[1][c] (3d ed. 2015) (“The rule requiring leave of court to take a second 


deposition applies to an entity that is deposed pursuant to Rule 30(b)(6). Even though a party may be deposing a 
different corporate representative, it is still seeking a ‘second’ deposition of the entity”); see also Boston Scientific 
Corp. v. Cordis Corp., 2004 WL 1945643, at *2 (N.D. Cal. 2004); In re Sulfuric Acid Antitrust Litig., 2005 WL 
1994105, at *1–*2 (N.D. Ill. 2005). 


32  In re Sulfuric Acid Antitrust Litig., 2005 WL 1994105, at *2 (“The defendants here issued their second Rule 30(b)(6) 
subpoenas without leave of the court, despite the unambiguous requirement of [Rule 30(a)(2)(A)(i)]. The notices and 
subpoenas are thus invalid”); Ameristar Jet Charter, Inc. v. Signal Composites, Inc., 244 F.3d 189, 192 (1st Cir. 2001) 
(second Rule 30(b)(6) notice was invalid without leave of court); State Farm Mut. Auto Ins. Co. v. New Horizont, 
Inc., 254 F.R.D. 227, 234 (E.D. Pa. 2008) (neither text of Rule 30(a)(2)(A)(ii) nor committee’s note exempt Rule 
30(b)(6) depositions from leave of court requirement); Innomed Labs, LLC v. Alza Corp., 211 F.R.D. 237, 239–40 
(S.D.N.Y. 2002) (refusing to allow a second Rule 30(b)(6) deposition because leave had not been requested). 


33  Quality Aero Tech., Inc. v. Telemetric Elektronic, GmbH, 212 F.R.D. 313, 319 (E.D.N.C. 2002). 
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the variation in the courts’ views on this issue, counsel should attempt to avoid any dispute as to the 
number of Rule 30(b)(6) depositions that can be taken or the number of Rule 30(b)(6) topics to be 
noticed, by addressing the issue at or before the case management conference, and preferably before 
any second Rule 30(b)(6) deposition is noticed without leave of the court. One common approach is 
for the court to limit the total amount of fact discovery deposition time to a specified number of 
hours for the entire case, in lieu of limiting each party to ten total depositions, as is otherwise 
contemplated by Fed. R. Civ. P. 30(a)(2)(A)(i).  


It should be noted, however, that nothing in the foregoing precludes a party who has been properly 
served with a Rule 30(b)(6) deposition notice from designating more than one corporate 
representative to testify on different topics. In fact, Rule 30(b)(6) explicitly contemplates that the 
corporation may need to designate more than one corporate representative to testify on the 


identified subjects set forth in the Rule 30(b)(6) notice.
34


 Yet, in such circumstances, the Rule 
30(b)(6) deposition is counted as a single deposition, and each designee may be deposed the full 


seven hours contemplated by Rule 30(b)(2).
35


  


Technically, there is no limit on the number of topics a party can identify with “reasonable 


particularity” in the Rule 30(b)(6) notice of deposition.
36


 As a practical matter, though, where the 
number of topics becomes very large, some courts might consider the notice to be potentially 
abusive. To avoid such concerns, the parties should confer to try to both narrow the number of 
topics and ensure they conform with the requirement that the Rule 30(b)(6) notice set out with 
“reasonable particularity” the matters for examination. In the event no agreement can be reached, 


the parties can seek assistance from the court to resolve the dispute.
37


 


Best Practice 37 – The corporate representative need not commit to memory the 
contents of all documents that contain relevant information 
responsive to the topic on which the representative has been 
designated, but should be prepared to identify with reasonable 
specificity the types of documents in which responsive 
information can be found, and to respond to questions about 


                                                 
34  See FED. R. CIV. P. 30(b)(6) (Upon being served with a Rule 30(b)(6) notice of deposition, “[t]he named organization 


must then designate one or more officers, directors, or managing agents, or designate other persons who consent to 
testify on its behalf; and it may set out the matters on which each person designated will testify”). 


35  See FED. R. CIV. P. 30 Advisory Committee Notes, 2000 Amendment (“Paragraph (2) imposes a presumptive 
durational limitation of one day of seven hours for any deposition. The Committee has been informed that overlong 
depositions can result in undue costs and delays in some circumstances. This limitation contemplates that there will 
be reasonable breaks during the day for lunch and other reasons, and that the only time to be counted is the time 
occupied by the actual deposition. For purposes of this durational limit, the deposition of each person designated 
under Rule 30(b)(6) should be considered a separate deposition. The presumptive duration may be extended, or 
otherwise altered, by agreement. Absent agreement, a court order is needed. The party seeking a court order to 
extend the examination, or otherwise alter the limitations, is expected to show good cause to justify such an order.”). 


36  Quality Aero Tech., Inc. v. Telemetric Elektronic, GmbH, 212 F.R.D. 313, 319 (E.D.N.C. 2002). 


37  See FED. R. CIV. P. 30(d)(3)(B). 
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documents shown to the witness insofar as they can be 
reasonably anticipated.  


Most patent litigation involves the production of large numbers of corporate records, the contents 
of which are theoretically “known” to the corporation. The obligation to prepare adequately for a 
Rule 30(b)(6) deposition does not require the corporate representative to find and review, let alone 
memorize the contents of, all documents that might be relevant and responsive to a particular topic. 
He or she should, however, review the principal documents that contain information relevant and 
responsive to the types of questions that the witness and counsel can reasonably anticipate may be 
asked. The witness should also be prepared to identify the types of documents maintained by the 
corporation in which relevant and responsive information may be located, and should be prepared 
to state whether those documents have been produced in discovery. It is expected that counsel will 
assist in locating and identifying these documents for the witness’s review, but the witness should 
also participate actively in identifying other sources of relevant and responsive information that 
might have been missed by or unknown to counsel. 


Best Practice 38 – Counsel taking the deposition may inquire about the sources 
from whom relevant and responsive information was gathered, 
and the content of the information obtained from each source, 
even if the information was gathered by counsel rather than 
directly by the corporate representative. The witness, however, 
need only testify to the underlying facts and should not be 
required to answer questions seeking to elicit information 
about which information was gathered by counsel rather than 
directly by the witness.  


The boundaries of privilege in preparing for and responding to a Rule 30(b)(6) deposition notice are 
unclear. The goal is to provide sufficient information about the preparation to enable opposing 
counsel to ascertain that the preparation was adequate and fairly reflects the knowledge of the 
corporation on the designated topic, without straying into the confines of attorney-client 
communications or the attorney’s case strategy and mental impressions. This Best Practice balances 
those competing considerations by requiring the witness to identify the sources from whom the 
information was gathered and the factual content of their information, but not counsel’s role in 
gathering and conveying that information to the witness. In general, however, to avoid confusion 
and inadvertent waiver of privilege and work product immunities, the best practice would be to have 
the witness gather information directly to the extent practicable. 


Best Practice 39 – The corporate representative need not memorize or produce a 
list of all documents reviewed, so long as any such documents 
reviewed by the witness and responsive to a timely served 
request for production of documents have been produced to 
the deposing party prior to the deposition. However, deposing 
counsel may inquire of the corporate representative what 
documents he or she recalls reviewing to prepare for the 
deposition.  


The obligation to prepare adequately for a Rule 30(b)(6) deposition does not require the witness to 
memorize or generate a log of all documents reviewed, assuming that the presenting party did not 
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withhold or fail to produce documents reviewed by the witness that were the subject of a timely 
request for production in advance of the deposition. Deposing counsel may ask the witness what 
documents he or she recalls reviewing to prepare for the deposition, even if the documents were 
provided to the witness by counsel, because the extent of preparation for the deposition and the 
documentation of facts conveyed by the witness are legitimate inquiries of a corporate representative 
and not precluded by the attorney-client privilege or the attorney work product doctrine. On the 
other hand, deposing counsel should not inquire into which specific documents, if any, were 
identified or provided to and discussed with the witness by counsel, as such an inquiry would invade 
the privilege. 


Best Practice 40 – Counsel should refrain from using privileged documents to 
prepare a corporate representative for a Rule 30(b)(6) 
deposition. 


Some courts have held that if a corporate representative testifies about information gathered from 
the witness’s review of a document withheld from discovery on privilege or work product grounds, 
those objections are waived and the document must be produced. Therefore, it is best practice to 
avoid using privileged documents to prepare a corporate representative to testify. The question that 
arises, however, is how to prepare the witness adequately when the only source of facts that are 
otherwise relevant and responsive appears to be a privileged document.  


This could arise, for example, in a case involving an older patent where the business records about 
the invention are no longer available and the inventor is either no longer alive or no longer 
remembers relevant facts about the inventive process, but the internally-maintained file history 
contains a contemporaneous communication from the inventor to the prosecuting attorney. The 
question is whether the corporate representative (perhaps the inventor herself) then has an 
affirmative obligation to review that document to prepare for the deposition, and if so, whether the 
document should then be produced to the opposing party. The case law does not offer a clear 
answer. In such a case, the best practice would be, first, to make every effort to find a non-privileged 
source of the same information. Failing that, and if counsel is persuaded the information is reliable, 
relevant, responsive, and non-cumulative, the witness should be provided the facts but not the 
document, with counsel taking care to withhold any opinions or characterizations expressed by 
either the author or the recipient of the privileged document. The document itself should be 
identified on a privilege log, but if deposing counsel seeks production of the document, a redacted 
copy may need to be produced, ideally subject to a stipulation by all parties that the production will 
not be deemed to waive the privilege or work product immunity for the remainder of the document 
or the subject matter to which it refers. 


B. MINIMIZING DISPUTES AND DELAYS ASSOCIATED WITH DEPOSITIONS 


Best Practice 41 – In general, a Rule 30(b)(6) deposition should not be used to 
inquire into the opposing party’s contentions regarding 
substantive positions such as patent infringement, patent 
validity, willful infringement, or inequitable conduct. 


Generally speaking, inquiry into contentions (whether issued as required infringement or invalidity 
contentions or as responses to interrogatories) is better conducted by interrogatory. This is 
particularly true where a complete response would require knowledge of an opposing party’s 
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confidential information (e.g., the basis for a contention that the accused infringer’s conduct was 
willful), is integrally intertwined with legal analysis (e.g., the basis for a contention that the patent is 
invalid), or will be the subject of expert analysis and report (e.g., the basis for a contention that the 
accused product infringes the patent). Indeed, in many if not all of these situations, full and 
complete testimony would in significant part require testimony by counsel or information that could 
only be gathered from counsel, thereby necessarily implicating opinion work product.  


This Best Practice, however, should not be invoked by a party to improperly withhold facts upon 
which it intends to rely to support its contentions. Underlying facts that are within the knowledge of 
the party, such as those underlying a party’s position on secondary considerations of 
nonobviousness or the structure or function of its product upon which it relies to distinguish the 
patented invention, are properly discoverable and should be disclosed. Moreover, a party should not 
hide behind this Best Practice to withhold the deposition of a company employee whom it intends 
to call at trial to testify on the very topic sought in the opposing party’s Rule 30(b)(6) notice.  


Best Practice 42 – In general, a Rule 30(b)(6) deposition should not be used to 
inquire into the opposing party’s discovery process absent a 
threshold showing that significant relevant, non-cumulative 
information has been withheld or overlooked, and that other, 
less invasive means of inquiry would be insufficient. 


As with depositions that seek to inquire into the parties’ contentions, Rule 30(b)(6) depositions that 
seek to inquire into the opposing party’s discovery process present significant risk of intrusion into 
areas protected by the attorney-client privilege and the work product immunity. In addition, such 
depositions are often mere fishing expeditions, trolling for opportunities to second-guess the 
producing party’s diligence, but without any specific reason to believe important, relevant, non-
cumulative information has been overlooked or withheld. Accordingly, this Best Practice urges that 
such depositions be denied unless the party seeking the deposition can both show that it has specific 
reason to believe the producing party failed to take reasonably diligent steps to respond to discovery, 
and that other means of investigating those concerns, such as by interrogatory or follow-up requests 
for production, are inadequate. 


Best Practice 43 – The parties should communicate about the prioritization and 
pace of document production and should cooperate in 
scheduling depositions to allow adequate time for the 
production of relevant documents in response to timely 
requests for production. In general, productions of any 
substantial volume less than five business days before a 
deposition to which they relate would not be in keeping with 
this Best Practice. 


Parties often complain about the disruption caused by their opponents when significant numbers of 
documents that are clearly relevant to an upcoming deposition are “dumped” on counsel shortly 
before the deposition, forcing counsel to make the difficult decision whether to postpone the 
deposition, likely imposing delays and added costs, or to proceed and risk neglecting an important 
line of questioning that would have been aided by the documents. A party should not attempt to 
delay a deposition or to disrupt or undermine opposing counsel’s preparation by producing relevant 







The Sedona Conference Commentary on Patent Litigation Best Practices: Discovery Chapter December 2015  


44 


documents so near the date of the deposition that counsel does not have a reasonable time to 
incorporate them in his or her preparation. 


On the other hand, it is rare if ever that a corporate party in a patent case is able to locate, review, 
and produce all relevant and responsive documents within 30 days of receiving an exhaustive Rule 
34 request for production of documents. In almost all cases, the parties must plan on a rolling 
production. Accordingly, the parties should communicate early about a reasonable schedule for the 
production of documents and identify if possible which documents to focus on first in light of the 
anticipated deposition schedule. If for some reason a party realizes that despite its best efforts it will 
not be able to meet that schedule for production, it should notify the requesting party as soon as 
possible so that the deposition schedule can be adjusted to avoid the disruption of a last minute 
“document dump.” To allow for the exchange of timely and complete infringement and validity 
contentions, and minimize the need for amendments, it benefits all parties if relevant documents are 
produced in a timely manner. 


This Best Practice does not address whether the presenting party is required to produce documents 
reviewed in preparation for the deposition (because they are potentially relevant and responsive to 
the topic) that were not covered by and therefore not produced in response to a prior request for 
production of documents. In general, there should be no obligation to produce such documents; if 
the existence and relevance of the documents comes to light during a deposition, the noticing party 
can follow up with a proper Rule 34 request. 
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VIII. Discovery Disputes 


A. PROCEDURES FOR RAISING AND RESOLVING DISCOVERY DISPUTES 


As stated in Principle No. 4, supra: “Where appropriate and necessary, the court should seek to 
resolve discovery disputes expeditiously and should use some form of gating function to determine 
which disputes truly require formal motion practice.” 


Best Practice 44 – As part of the Rule 26(f) conference, parties should discuss 
whether to raise with the court suggested expedited or 
simplified procedures for raising and resolving discovery 
disputes, and whether such procedures should be included in 
the discovery plan. 


Best Practice 45 – Upon request by the parties or otherwise and in the proper 
case, the court should consider including expedited or 
simplified procedures for raising and resolving at least some 
discovery disputes in its Rule 16(b) scheduling order. 


Early consideration by the parties of simplified discovery procedures and the inclusion of those 
procedures in the scheduling order ensures that the parties and the court consider these issues well 
before the first dispute arises. Feedback from both the bench and bar suggest that the involvement 
of more senior team members improves the quality of Rule 26(f) meetings and improves the ability 
of the parties to resolve disputes. Of particular importance is the involvement of partners or lawyers 
with adequate experience to find and appreciate a practical solution and the authority to resolve the 
disputes. The involvement of decision-makers, regardless of whether they are actually taking the lead 
in the conversations, is critical. Notably, the Working Group does not recommend the requirement 
of face-to-face meetings, which can be quite cost-prohibitive given the national nature of most 
patent litigation practices. The Working Group, however, does recommend that as a best practice 
opposing counsel speak directly to one another, as opposed to simply exchanging correspondence 
which often includes a significant amount of posturing. 


Specific procedures to consider include (a) a requirement that a lead counsel or designated discovery 
partner participate in all conferences under Rule 26(f); (b) regularly scheduled discovery calls; (c) the 
use of a special master or magistrate; (d) simplified procedures for handling motions to compel;38 (e) 
the resolution of discovery disputes by letter briefing; and (f) simplified procedures for obtaining the 
court’s involvement in resolving disputes that arise during depositions.  


Involvement of the court in Rule 26(f) meetings or regularly scheduled discovery calls, where 
possible, may also encourage parties to take less extreme positions and lead to prompt and early 
resolution of disputes. Supervision tends to moderate behavior. The availability of the court to 
resolve deposition issues in real time can also be important for encouraging compliance with the 


                                                 
38  Amended FED. R. CIV. P. 16(b)(3)(B)(v), which went into effect on December 1, 2015, authorizes the court to 


“direct that before moving for an order relating to discovery the movant must request a conference with the court” 
as part of the pretrial scheduling order. This appears to represent Judicial Conference endorsement of the concept 
that motion practice can be reduced or avoided by early informal judicial involvement to resolve disputes. 
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rules by all parties. Of course, the already limited judicial resources should not be overtaxed. 
However, where judicial involvement leads to fewer disputes, and the earlier and easier resolution of 
disputes, then short of motion practice, the time spent by the court in attending Rule 26(f) calls may 
actually reduce the total amount of time the court has to spend supervising discovery disputes.  


The Working Group considered recommending jointly submitted reports of regular Rule 26(f) 
meetings, which the court or magistrate could then review when ruling on any later dispute. Of 
concern, however, is the cost of preparing such documents (leading to disputes over what was said 
and whether statements were fairly characterized) and the fear that, as when parties are exchanging 
letters regarding discovery disputes, the reports would become the source of significant posturing. A 
simple list or outline of topics discussed may be preferable. 


B. LETTER SUBMISSIONS ON DISCOVERY DISPUTES 


Best Practice 46 – Parties should consider asking the court to permit letter 
submissions on those issues on which the parties and the court 
agree that more formal briefing is unnecessary.  


Parties should consider asking the court to permit letter submissions on those issues on which the 
parties and the court agree that more formal briefing is unnecessary. Where permitted, the movant 
should serve and file a letter submission or brief to which the non-movant must respond in a 
shortened time frame (e.g., 5-7 days). If a prompt resolution to the motion is necessary to avoid 
delaying the litigation (e.g., by delaying depositions until the motion is resolved, potentially requiring 
a need to extend the close of discovery), the movant should expressly state this in the letter brief, 
identifying all relevant dates. 


Because letter submissions or briefs are designed to be a more simplified and expedited approach to 
handling discovery disputes, the length of any opening or responsive letter brief should be limited to 
three pages and this limit should not be circumvented by the inclusion of extensive attachments. 
Lead counsel or the designated discovery partner for each party should sign the letter in accordance 
with their standard professional responsibility obligations. 


C. SANCTIONS FOR FAILURE TO PRODUCE DISCOVERY 


As stated in Principle No. 6, supra: “If a party’s or attorney’s conduct during discovery warrants fee 
shifting or sanctions, the court should consider appropriate monetary or evidentiary sanctions 
against the party or counsel to remedy, deter, or punish such conduct.” 


Where appropriate, the court should utilize the sanctions provided in Fed. R. Civ. P. 37 to achieve 
the goal that the parties obtain disclosure of evidence determined to be discoverable in the 
controversy in a timely manner. The sanction imposed should be tailored to the particular discovery 
conduct at issue, taking into account factors such as (a) the nature and importance of the evidence 
sought, (b) the prejudice to the non-sanctioned party, (c) the actions and fault of the party for which 
sanctions are being considered, and (d) the availability of lesser sanctions. When a party seeks to 
frustrate its discovery obligations by disobeying discovery orders, thereby preventing disclosure of 
facts essential to the adjudication on the merits, severe sanctions should be considered. Monetary 
sanctions against an attorney for advising a disobedient party should be considered where it is 
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apparent that the attorney played a role in the disobedience and the attorney lacks a valid excuse or 
explanation for his action or inaction. 


The above is stated in the context of a failure to produce discovery or disobedience to a district 
court’s discovery order, but applies equally to abuses done for the purposes of delay. Often, the 
primary vehicle for delay is either failing to produce documents in a timely manner or failing to do 
so in compliance with a court order. Ideally, parties and their lawyers can conduct themselves in a 
manner that does not warrant sanctions. The unfortunate reality, however, is that parties or their 
lawyers are sometimes dilatory or noncompliant with their discovery obligation, and sanctions can 
serve as the only means to ensure that discovery is had so that justice may be properly administered 
in a case. 


Where one party refuses proposed simplified procedures and forces complete briefing while 
advocating a manifestly unreasonable position, sanctions should be more seriously considered. An 
amenability to simplified procedures on the part of the party refusing to produce, on the other hand, 
should be viewed favorably in a sanctions determination.  


One of the more difficult issues to address in awarding sanctions is the question of whether 
sanctions should be imposed on the lawyers as opposed to the parties. The attorney-client privilege 
often makes it difficult to ascertain who was actually at fault. This precise question also gives rise to 
ethics issues for the lawyer because the interests of the lawyer can become at odds here with that of 
the client. Likewise, lawyers in the midst of a discovery dispute may find that they were misled by 
the client and that a document that the lawyers filed and signed contains a material misstatement of 
fact potentially warranting correction. Lawyers should consult ethics rules and ethics counsel in any 
such circumstance. In any event, it is often still possible to ascertain from the circumstances whether 
the lawyer played a role in any noncompliance and lacks a valid excuse, and when this is the case, 
monetary sanctions should be considered against the lawyer and the law firm as well.  


D. PURSUIT OF DISCOVERY SANCTIONS SHOULD NOT BE ROUTINE 


As stated in Principle No. 5, supra: “Discovery sanctions should not be routine and should not be 
pursued by a party in a manner that overshadows the substantive issues in the case. Routinely 
seeking discovery sanctions, or conducting discovery in a manner primarily aimed at ‘catching’ your 
opponent in a discovery error is not an efficient use of client or judicial resources.” 


One goal of WG10 is to provide parties in patent litigation with focused guidance on the types of 
discovery that should be permitted in patent cases, and to place reasonable limits on that discovery 
to better control the costs of patent litigation. It is expected that, with this guidance and narrowed 
focus in hand, parties will be in a better position to comply with their discovery obligations. 


While sanctions for non-compliance may be appropriate in some instances as discussed above, such 
sanctions should not be routine. Patent litigants sometimes pursue discovery sanctions as an end to 
themselves, with this pursuit taking priority to the legitimate resolution of the substantive issues in 
the case. Such conduct should be discouraged. Patent litigation should not be pursued with the goal 
of obtaining discovery sanctions by catching ones opponent in a discovery error, and then over-
dramatizing that error to the court. Pursuing discovery sanctions in this manner in patent cases may, 
itself, be viewed as misconduct warranting redress by the court. 







The Sedona Conference Commentary on Patent Litigation Best Practices: Discovery Chapter December 2015  


48 


With the further guidance provided by these Best Practices, it is expected that parties will have a 
better understanding of their discovery obligations, and will be better able to conduct themselves 
accordingly. Moreover, because of the focus on narrowing discovery issues in these Best Practices, it 
is expected that both parties’ discovery burdens will likewise be reduced. This should reduce the 
need for discovery sanctions to enforce compliance with these obligations.  
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IX. Privilege 


A. COMMUNICATIONS WITH FOREIGN AND DOMESTIC PATENT AGENTS 


Best Practice 47 – Prior to litigation, parties should affirmatively treat 
communications with foreign and domestic patent attorneys 
and agents that provide legal support as privileged. Once 
litigation begins, parties should agree that such 
communications are protected and are not discoverable.  


The attorney-client privilege protects the confidentiality of communications between attorney and 
client made for the purpose of obtaining legal advice, and encompasses the attorney’s thought 
processes and legal recommendations. Whether the attorney-client privilege applies depends on the 
facts and circumstances of a particular case. Whether the person is a patent attorney or a patent 
agent, the protection for the communications should be treated the same. This protection should 
apply as to potential and actual litigation matters. Also where the courts provide for protection for 
attorney-client communications with respect to patent prosecution matters, the same protection 
should apply as to patent agents. The references here to patent attorneys and patent agents include 
those properly holding such positions under the laws of their country. 


B. DEPOSITIONS 


Best Practice 48 – Counsel should agree that no party will inquire about what 
documents a witness was shown by counsel during deposition 
preparation. The parties should agree, however, to allow 
limited questioning sufficient to determine whether any non-
privileged documents shown to the witness have not been 
produced to the questioning party in the litigation.  


The privileged communications between counsel and the witness in preparing for a deposition 
should not be indirectly pierced by opposing counsel seeking information about the documents 
discussed between counsel and client. However, since an attorney should not be withholding 
relevant and responsive documents and then using them to prepare a witness, some degree of 
latitude must be provided to explore whether documents utilized in preparation were produced to 
the questioning counsel, and if so each of the documents so utilized and withheld should be 
identified (at the same level as what would go on a privilege log). For example, it would be 
appropriate for questioning counsel to ask defending counsel to confirm that no documents were 
shown to the witness in preparation for the deposition that had not been produced in the litigation. 
Moreover, limited questions may be appropriate regarding whether the witness received documents 
that had no Bates numbers, or whether there may have been a waiver as to documents reviewed by 
the witness. Beyond the identification of such documents, it is generally viewed by the Working 
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Group as an unproductive use of time and resources to get into disputes and inquiries regarding 


what documents witnesses looked at during deposition preparation.
39


 


Best Practice 49 – If documents are shown to a witness to prepare for deposition 
which have not been produced in the litigation or listed in a 
served privilege log, as soon as practicable and in advance of 
the deposition, the party defending the deposition should (i) 
produce the documents, if non-privileged, or (ii) list the 
documents on and serve a privilege log. 


This Best Practice is in furtherance of the commentary to Best Practice 48 to provide the 
appropriate course of action if a party defending a deposition prepares a witness for depositions by 
using documents that have not been previously produced in the litigation. The goal of Best Practice 
48 is to avoid disputes over witness preparation because such questioning typically does not yield 
probative information. Because the questioning party is limited in his or her ability to ask questions 
about documents reviewed in preparation under Best Practice 48, it should be incumbent upon the 
defending party to provide prompt discovery of any new documents used to prepare a witness in 
advance of the deposition. 


Best Practice 50 – Counsel should negotiate the proper scope of inquiry in the 
deposition of a prosecuting attorney before the deposition. 
While the prosecuting attorney has an obligation to convey 
certain information to the USPTO, discussions with clients 
also involve a mix of legal advice regarding the nature and 
scope of protection that should be sought. Where possible, 
counsel should agree that the scope of the deposition will be 
limited to the facts relevant to prosecution of the patent, rather 
than the prosecuting attorney’s mental impressions.  


The prosecution attorney is more than just a mere conduit of information from the inventor to the 
USPTO. Along the way, legal advice is provided as the nature and scope of protection to seek, the 
prior art that must be disclosed, and issues relating to potential infringement of the claims. 
Sometimes these lines are clear and easy to draw, but at times they are not. It is preferable for the 
parties to negotiate and agree on the scope of the discovery to be provided, and avoid having to take 
multiple issues to the court. 


C. PRIVILEGE LOGS 


Best Practice 51 – The parties should agree to provide a privilege log with 
sufficient particularity to allow the receiving party to 
reasonably challenge the asserted basis for any claim of 
privilege. However, repetitive document-by-document 
privilege logs may be unnecessary when adequate descriptions 


                                                 
39  An exception to this general rule exists for 30(b)(6) depositions, for which it is appropriate to ask what kinds of 


documents a designated 30(b)(6) witness has reviewed to assure that the witness is adequately prepared to speak for 
the corporation on a particular topic. See supra, Best Practice 37.  
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may apply to entire categories of documents withheld on the 
same basis. 


A party that withholds responsive and relevant documents based on an assertion of privilege must 
describe the documents in a privilege log with sufficient detail so that the adversary will know 
whether to challenge the protection claim and seek production. The Federal Rules explicitly require 
such a description: 


When a party withholds information otherwise discoverable under the Rules of Civil Procedure by 
claiming that it is privileged or subject to protection as trial preparation material, the party must 
make the claim expressly and must describe the nature of the documents, communications, or things 
not produced or disclosed in a manner that, without revealing information itself privileged or 
protected, will enable other parties to assess the applicability of the privilege or protection.40 


Describing any given document with the requisite particularity, but without providing too much 
information about the contents of the document and thus risking a waiver of privilege, can be 
challenging. In a typical privilege log, for each document there are fields for the date, the sender, the 
recipients, and a description of the contents of the document sufficiently supporting the assertion of 
privilege. But, too often, the disclosure in privilege log entries amounts to “attorney-client privilege” 
or the variant “attorney-client privilege and/or work product.” This is not helpful and likely does 
not satisfy the Rule.  


A proper description may read: “Smith to Jones, attorney-client privilege because it would tend to 
disclose a communication from Smith to Jones about the tax consequences of a merger.” Such a 
description provides opposing counsel the opportunity to evaluate the nature of the document in 
question. 


Generating a compliant privilege log is typically a very time and labor-intensive process. Several 
courts have endorsed a strategy to streamline the privilege log by identifying documents by 
category.41 If individual document-by-document entries on the privilege log would be entirely 
repetitive (and time-consuming to review and enter), one entry may be made to apply to an entire 
category, e.g., “35 memoranda by and between client and outside attorney regarding X topic, dated 
between A and B, in anticipation of litigation.” Since this may be considered a technical departure 
from Rule 26(b)(5)(A), agreement of the parties and signoff by the court, before executing the 
privilege log, is advised. 


Best Practice 52 – The parties should agree that absent bad faith or flagrant 
disregard of a party’s obligations, failure to prepare an 
adequate privilege log does not constitute a waiver of privilege 
for the communications on the privilege log. The appropriate 
sanction would be the awarding of costs and fees incurred by 


                                                 
40  See FED. R. CIV. P. 26(b)(5). 


41  See John M. Facciola & Jonathan M. Redgrave, Asserting and Challenging Privilege Claims in Modern Litigation: The Facciola-
Redgrave Framework, 4 FED. CTS. L. REV. 19 (2009). 
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the receiving party in successfully obtaining relief from the 
court based on the inadequacy of a privilege log. 


In some courts, a late, incomplete, or insufficient privilege log may trigger an order requiring 
disclosure of some or even all documents on the log, pointing either to a failure of proof or waiver.42 
A more appropriate sanction for failing to provide an adequate privilege log might include requiring 


payment of costs and attorneys’ fees incurred in enforcing the discovery.
43


  


The basic objective is a sufficient description of the matters withheld to satisfy the needs of the case; 
and rigid insistence on certain logging or indexing procedures may go well beyond that. This is 
particularly true in larger cases. Therefore, unless there has been a bad faith failure to comply with a 
reasonable identification effort, automatically finding a waiver of the privilege would be unduly 
harsh, as some courts have already recognized.44  


Instead, there is an inherent discretion provided for in Rule 26(b)(5) and explicitly granted in the 
Rule’s comment. Such discretion, taken in view of the history of a case vis-à-vis other disputes, 
favors a “second chance” approach to disclosing the privileged documents, while assessing costs to 
compensate for the preparing and pursuing of the meritorious motion to compel. 


Best Practice 53 – The parties should agree that no privilege log entries are 
necessary for documents or communications that are not 
relevant under Fed. R. Civ. P. 26.  


Privilege log entries should not be required for non-relevant documents under Fed. R. Civ. P. 26. 
Should a party object to a document request as non-relevant, it should not be required to list any 
privileged documents that fall under the non-relevant scope of the request.  


In 2000, the Advisory Committee on Civil Rules recommended, and the Supreme Court prescribed, 
an amendment to Rule 26 of the Federal Rules of Civil Procedure changing the standard for 
discoverability. Parties were previously entitled to seek discovery of information that “was relevant 
to the ‘subject matter involved in the pending action.’” Now, the discovery must be “relevant to any 
party’s claim or defense.” While this amendment has not substantially diminished the liberal 
standards accorded to discovery requests, it was aimed at narrowing the scope of discovery in order 
“to address the rising costs and delay of discovery.” 


                                                 
42  See, e.g., In re Fannie Mae Secs. Litig., 552 F.3d 814, 823–24 (D.C. Cir. 2009) (OFHEO missed several discovery 


deadlines and, as a result, was held in contempt. The consequence of the contempt finding was, in essence, a limited 
waiver of privilege. Namely, the district court required the OFHEO to provide the actual documents to counsel for 
the defendant that were previously withheld because they were privileged and were not included in the privilege log 
by the final deadline.). 


43  See Charles A. Wright & Arthur R. Miller, Federal Practice and Procedure, § 2016.1 (“Draconian penalties should not 
readily be meted out to those found to have designated with inadequate specificity unless the court concludes they 
have acted in bad faith.”) 


44  See, e.g., In re In-Store Adver. Sec. Litig., 163 F.R.D. 452, 456 (S.D.N.Y. 1995) (acknowledging that failure to comply 
with local rule requiring privilege log is generally “considered presumptive evidence that the claim of privilege is 
without factual or legal foundation” (quoting Grossman v. Schwartz, 125 F.R.D. 376, 386–87 (S.D.N.Y. 1989)), but 
finding that the failure in this case “is not flagrant enough to warrant full production of documents that likely contain 
some attorney opinion work product.”). 
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In the newly proposed amendments to Rule 26, the Advisory Committee has proposed a narrower 
scope, limiting discovery to non-privileged matter than is relevant to a party’s claim or defense and, 
inter alia, “proportional to the needs of the case….” 


Best Practice 54 – The parties should agree that they need not provide a privilege 
log containing any communications from the date that the 
complaint in the litigation was filed.  


After commencement of the litigation, there is normally no legitimate reason to doubt that the 
communications between the attorney and client are protected by privilege. In such situations a 
requirement to log such documents would be unnecessarily burdensome. The parties should discuss 
this issue and determine if they agree to forego logging such communications. Where there are 
multiple or overlapping litigations between the same parties or involving the same patent(s), the 
parties should discuss and agree that no privilege log is required for any communications from the 
date of the complaint in the earliest of these lawsuits absent a specific need.  


Best Practice 55 – At the beginning of discovery, the parties should negotiate a 
deadline for completion of privilege logs that is a reasonable 
period of time after their respective productions are 
substantially complete.  


The timing of the exchange of privilege logs is often both a contentious and impactful issue in 
patent litigation. In general, it is advisable for parties to seek to require the producing party to 
submit its privilege log as early as possible, with some counsel asking for rolling privilege logs to be 
submitted at the same time documents are produced. Documents designated on a privilege log are 
often the most compelling of all documents involved in the case, and the producing party is likely to 
err on the side of designating documents as privileged or as attorney work product. Critical and 
discoverable documents may simply never be produced if they can be effectively “buried” in a late 
disclosed privilege log.  


All too often, particularly in cases involving a large number of documents, the privilege log is 
submitted months after the document production is completed. Or, when documents are produced 
on a rolling basis, the privilege log is produced only after the final installment of the production. 
Deposition discovery, however, is typically ongoing during the pendency of the production, at a time 
when counsel is likely focused on reviewing the produced documents so that they can be effectively 
utilized in depositions and in consultation with experts. Faced with the size of this discovery task, 
and with the possibility of spending months reviewing the propriety of each entry of the privilege 
log, and with litigating the sufficiency and accuracy of the privilege log, the privilege log issues often 
lose out. The result is that discovery may be completed without having had the benefit of utilizing 
what may be the very best discovery in the case. Even if counsel does engage in the arduous task of 
litigating the propriety of the privilege log and ultimately discovers the documents, the time to use 
the documents in the fact discovery window may have expired. 


To address these concerns, the Working Group’s recommended Best Practice is that the parties 
should negotiate, at the beginning of discovery, a deadline for completion of privilege logs that is a 
reasonable period of time after their respective productions are complete. Rule 26 itself 
“contemplates that the required notice and information is due upon a party withholding the claimed 
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privileged material. Consequently . . . the producing party must provide the Rule 26(b)(5) notice and 
information at the time it was otherwise required to produce the documents.”45 


The Working Group, however, does not propose what should constitute such a “reasonable” period 
of time. What is “reasonable” may not be the same from case to case, or even for the respective 
parties in a particular case, and will depend upon the size and nature of each party’s respective 
document productions.


                                                 
45  First Savings Bank, F.S.B. v. First Bank System, Inc., 902 F. Supp. 1356, 1360 (D. Kan. 1995). 
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“DIALOGUE 


DESIGNED 


TO MOVE 


THE LAW 


FORWARD 


IN A 


REASONED 


AND JUST 


WAY.” 


The Sedona Conference was founded in 1997 by Richard Braman in pursuit 
of his vision to move the law forward in a reasoned and just way. Richard’s 
personal principles and beliefs became the guiding principles for The 
Sedona Conference: professionalism, civility, an open mind, respect for the 
beliefs of others, thoughtfulness, reflection, and a belief in a process based 
on civilized dialogue, not debate. Under Richard’s guidance, The Sedona 
Conference has convened leading jurists, attorneys, academics, and experts, 
all of whom support the mission of the organization by their participation 
in conferences and the Sedona Conference Working Group Series (WGS). 
After a long and courageous battle with cancer, Richard passed away on 
June 9, 2014, but not before seeing The Sedona Conference grow into the 
leading nonpartisan, nonprofit research and educational institute dedicated 
to the advanced study of law and policy in the areas of complex litigation, 
antitrust law, and intellectual property rights. 


The WGS was established to pursue in-depth study of tipping point issues 
in the areas of antitrust law, complex litigation, and intellectual property 
rights. It represents the evolution of The Sedona Conference from a forum 
for advanced dialogue to an open think tank confronting some of the most 
challenging issues faced by our legal system today.  


A Sedona Working Group is created when a “tipping point” issue in the law 
is identified, and it has been determined that the bench and bar would 
benefit from neutral, nonpartisan principles, guidelines, best practices, or 
other commentaries. Working Group drafts are subjected to a peer review 
process involving members of the entire Working Group Series including—
when possible—dialogue at one of our regular season conferences, resulting 
in authoritative, meaningful, and balanced final commentaries for 
publication and distribution.  


The first Working Group was convened in October 2002 and was dedicated 
to the development of guidelines for electronic document retention and 
production. Its first publication, The Sedona Principles: Best Practices 
Recommendations & Principles Addressing Electronic Document 
Production, has been cited favorably in scores of court decisions, as well as 
by policy makers, professional associations, and legal academics. In the 
years since then, the publications of other Working Groups have had 
similar positive impact.  


Any interested jurist, attorney, academic, consultant, or expert may join the 
Working Group Series. Members may participate in brainstorming groups, 
on drafting teams, and in Working Group dialogues. Membership also 
provides access to advance drafts of WGS output with the opportunity for 
early input. For further information and to join, visit the “Working Group 
Series” area of our website, https://thesedonaconference.org/wgs.



https://thesedonaconference.org/wgs
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Appendix B: The Sedona Conference Working 


Group 10 on Patent Litigation Best Practices—


List of Steering Committee Members and 


Judicial Advisors 


The Sedona Conference’s Working Group 10 on Patent Litigation Best Practices Steering 
Committee Members and Judicial Advisors are listed below. Organizational information is included 
solely for purposes of identification. 


The opinions expressed in publications of The Sedona Conference’s Working Groups, unless 
otherwise attributed, represent consensus views of the Working Groups’ members. They do not 
necessarily represent the views of any of the individual participants or their employers, clients, or any 
organizations to which they may belong, nor do they necessarily represent official positions of The 
Sedona Conference. Furthermore, the statements in each publication are solely those of the non-
judicial members of the Working Group; they do not represent judicial endorsement of the opinions 
expressed or the practices recommended. 


 


Steering Committee Members 
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Andrea Weiss Jeffries, WilmerHale 
Patrick M. Arenz, Robins Kaplan LLP 
Donald R. Banowit, Sterne, Kessler, Goldstein & Fox P.L.L.C. 
Marta Beckwith, Aruba Networks, Inc.  
Michael L. Brody, Winston & Strawn LLP 
Monte Cooper, Orrick, Herrington & Sutcliffe LLP 
Melissa Finocchio, Intellectual Ventures 
Henry Hadad, Bristol-Myers Squibb 
R. Eric Hutz, Reed Smith LLP 
Rachel Krevans, Morrison & Foerster LLP 
Paul K. Meyer, TM Financial Forensics, LLC 
Teresa Stanek Rea, Crowell & Moring LLP 
Alexander H. Rogers, Qualcomm Incorporated 
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Preface 


Welcome to the Public Comment Version of The Sedona Conference Commentary on Patent Litigation Best 


Practices: Parallel USPTO Proceedings Chapter, a project of The Sedona Conference Working Group on 


Patent Litigation Best Practices (WG10). This is one of a series of working group commentaries published by 


The Sedona Conference, a 501(c)(3) research and educational institute that brings together leading jurists, 


lawyers, experts, academics, and others, at the cutting edge of issues in the areas of antitrust law, complex 


litigation, and intellectual property rights, in conferences and mini-think tanks called Working Groups, to 


engage in true dialogue, not debate, in an effort to move the law forward in a reasoned and just way. 


 


WG10 was formed in late 2012 under the leadership of its now Chair Emeriti, the Honorable Paul R. Michel 


and Robert G. Sterne, to whom The Sedona Conference and the entire patent litigation community owe a 


great debt of gratitude. The mission of WG10 is “to develop best practices and recommendations for patent 


litigation case management in the post-[America Invents Act] environment.” The Working Group consists of 


over 200 active members representing all stakeholders in patent litigation. To develop this Parallel USPTO 


Proceedings Chapter, the core drafting team held numerous conference calls over the past year, and the draft 


was a focus of dialogue at The Sedona Conference WG10 Annual Meeting in Washington, D.C. in September 


2013 and the WG10 Midyear Meeting in San Francisco in April 2014. 


 


The Chapter represents the collective efforts of many individual contributors. On behalf of The Sedona 
Conference, I thank in particular Gary M. Hoffman, who has graciously and tirelessly served as the Editor-in-
Chief for this and all Chapters for this Commentary on Patent Litigation Best Practices, and as the Chair of 
WG10. I also thank everyone else involved for their time and attention during the drafting and editing 
process, including: Michael Morin, Robert M. Asher, Steven Auvil, Joseph Lucci, John W. McIlvaine III, 
Teresa Stanek Rea, Michael T. Rosato, and Karen E. Keller. In addition, I thank volunteers James Alex, 
Anthony W. Brooks, and, in particular, J. Derek McCorquindale for their assistance and contributions to this 
effort.  
 


The Working Group was also privileged to have the benefit of candid comments by several judges with 
extensive patent litigation experience, including the Honorable Joy Flowers Conti, the Honorable Faith S. 
Hochberg, and the Honorable Barbara M.G. Lynn, who are serving as the WG10 Judicial Advisors for this 
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Foreword 


The work of the WG10 drafting team on this Parallel USPTO Proceedings Chapter has been primarily 
focused to date on the issue from the perspective of district court litigation and the development of best 
practices that should be considered by the litigants or the district courts.1 However, through this process, it 
has become apparent to the team that improvements in the proceedings and development of best practices 
also need to be made specific to the proceedings before the Patent Trial and Appeal Board (PTAB) as well. 
Even more importantly, efforts should be made to better integrate the proceedings before the PTAB and the 
district courts so as to achieve the goals of the Leahy-Smith America Invents Act of developing an effective 
alternative to court litigation, and of overall simplification of the process. It is the current intent of WG10 to 
develop such best practices in a future Chapter. 
 
      Gary M. Hoffman 


      Editor-in-Chief 


      Chair, Working Group 10 Steering Committee 


 


      Michael Morin 


      Chapter Editor 


 


  


                                                      
1  There has been essentially no federal court case law in connection with the United States Patent and Trademark 


Office (USPTO) post-grant proceedings to date. As such, the Working Group provides little commentary at this 
time concerning any best practices for managing such parallel USPTO post-grant procedures.  
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I. Introduction 
By all measures, the United States Patent and Trademark Office (USPTO) Patent Trial and Appeal Board 
(PTAB or “Board”) review proceedings instituted by the Leahy-Smith America Invents Act (AIA) have 
become the avenues of choice for practitioners looking to challenge the validity of patents. As of October 16, 
2014, 1,394 inter partes review (IPR) petitions have been filed for FY2014 (beginning October 1, 2013), far 
surpassing the 514 proceedings filed in FY2013. The number of covered business method review (CBM) 
petitions filed so far in FY2014 (193) has already surpassed the total from FY2013 (48).2 The bar’s enthusiasm 
for PTAB review proceedings is evident, and these proceedings will likely continue to grow in popularity. The 
vast majority of the petitions filed are related to one or more concurrently litigated patents in district courts, 
leading to situations where a patent is challenged in two forums simultaneously.  
 
As the PTAB and district court judges have been confronted with such parallel proceedings, a number of 


issues have arisen largely from the different standards that the two use when construing the claims and also 


the different scope of discovery that each forum permits to occur. As a consequence, a number of courts 


have struggled with deciding issues of stay and subsequent estoppels. The new post-grant procedures are 


intended to be a less expensive alternative to district court litigation, but in addressing motions to stay parallel 


district court proceedings, a number of courts have expressed concerns as to whether the new post-grant 


procedures will resolve all patentability issues or just delay the patent holder’s day in court and its ability to 


obtain relief. However, if the PTAB proceeding and any appeal therefrom is completed first and all the 


asserted patent claims are cancelled, then the district court should dismiss the infringement action, as 


contemplated by Fresenius USA, Inc. v. Baxter Int’l, Inc.3 The Federal Circuit’s recent determination that a still 


pending infringement action is moot upon a USPTO finding of invalidity during reexamination suggests that 


district courts and litigants must be ever mindful of the timing of parallel proceedings available under the 


AIA.4 


Also, as the PTAB has been developing its procedures, a number of issues have been in flux. For example, 
how will the PTAB decide what claims it will actually consider in the proceeding and what scope of discovery 
it will permit? As time and experience progress, there may well be changes to a number of aspects of the 
proceedings. Such changes will necessitate this WG10 drafting team to revisit this Chapter on a regular basis. 
At the same time, it is critical that practitioners familiarize themselves with the latest rulings of the PTAB and 
also the interplay between district court litigation and PTAB proceedings. 
 


A. THE NEW POST-GRANT PROCEDURES 


Under the AIA, the former Board of Patent Appeals and Interferences (BPAI) was renamed the PTAB, 


effective September 16, 2012. The AIA created three main additional proceedings by which the validity of 


patents can be challenged after they have been issued (i.e., granted) by the USPTO: inter partes review (IPR), 


covered business method review (CBM), and post-grant review (PGR).  


These new post-grant procedures were designed in part to address significant criticisms directed at the patent 


system leading to the passage of the AIA. To address concerns that resolving patent disputes in the district 


courts takes too long, the AIA instituted a rapid time frame for completing the post-grant proceedings, 


mandating that they be resolved within one year from institution and six months more upon a showing of 


                                                      
2  Patent Trial and Appeal Board AIA Progress Statistics (as of 10/21/14), 


http://www.uspto.gov/ip/boards/bpai/stats/aia_statistics_09_04_2014.pdf (last visited Oct. 21, 2014). 


3  721 F.3d 1330 (Fed. Cir. 2013), cert. denied, 134 S. Ct. 2295 (2014).  


4  See id.; infra Secs. III.A. & B.2 (discussing potential implications of the Fresenius holding). 



http://www.uspto.gov/ip/boards/bpai/stats/aia_statistics_09_04_2014.pdf
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good cause.5 To attempt to address concerns that a “race to the bottom” might occur with parties gaming the 


two systems, Congress included in the AIA a provision estopping post-grant petitioners from later raising at 


trial any arguments that could reasonably have been brought before the PTAB.6 However, the PTAB often 


will not consider and address all claims raised by petitioner; this can create significant issues for the district 


court when considering issues of estoppel after the PTAB proceeding. 


The specific features in the three new post-grant proceedings are described below.  


1. Inter Partes Review (IPR) 


IPRs are available to contest the patentability of all patents, regardless of priority date, in contrast to the old 
inter partes reexamination procedure it was designed to replace, which was only made available to patents 
issued from an original application filed on or after November 29, 1999.7 However, for patents filed after 
March 16, 2013 that are subject to the AIA first-inventor-to-file law, an IPR may only be filed nine months 
after patent issuance, and only if a PGR has not been instituted.8 An IPR petition is limited to patentability 
challenges on only 35 U.S.C. § 102 invalidity and § 103 obviousness grounds, and unlike invalidity challenges 
brought in district court litigation, patentability challenges raised in an IPR petition are limited to patents and 
printed publications.9  
 
Any party other than the patent owner may file a petition for an IPR, as long as the petitioner has not 
previously filed a civil action challenging the validity of the patent.10 However, a one-year time-bar limitation 
attaches if the petitioner has been served with a complaint alleging infringement.11  
 
The IPR procedure was designed to replace the old inter partes reexamination procedure, which took place 
before an examiner in the Central Reexamination Unit and was akin to a typical USPTO prosecution. By 
contrast, the IPR procedure was put into place to provide a less expensive forum for challenging the 
patentability of the claims of a patent while still providing the challenger with some discovery and a form of 
hearing more analogous to a trial than the old inter partes reexamination procedure. IPRs also involve motions 
practice, and the “trial phase” concludes with a hearing before a panel of Administrative Patent Judges.  
 


                                                      
5  When the petition is filed, it can take six months before the PTAB formally institutes the proceeding. The one-year 


time period starts from the date of institution. See 35 U.S.C. §§ 316(a)(11), 326(a)(11). 


6  Id. §§ 315(e)(2), 325(e)(2). 


7  See American Inventors Protection Act of 1999 (AIPA), Pub. L. No. 106-113, § 4608, 113 Stat. 1501A–72 (1999); 
Cooper Techs. Co. v. Dudas, 536 F.3d 1330, 1331–32 (Fed. Cir. 2008). 


8  35 U.S.C. § 311(c)(1). An exception to this rule, however, exists for patents examined under the pre-AIA first-to-
invent rules (i.e., patents filed prior to March 16, 2013), since the complementary PGR proceeding made available to 
cover the first nine-month period by the AIA is not available for these patents. Leahy-Smith America Invents Act 
(AIA), Pub. L. No. 112-29, § 3(n)(1), 125 Stat. 284 (Sept. 16, 2011). An IPR may also be filed after the termination of 
a PGR. 35 U.S.C. § 311(c)(2). For patents examined under the pre-AIA first-to-invent rules, regardless of when filed, 
the complementary PGR proceedings are not available, so IPRs are permitted in the first nine-month period and 
thereafter for these patents. AIA § 3(n)(1). 


9  35 U.S.C. § 311(b).  


10  Id. §§ 311(a), 315(a)(1). 


11  Id. § 315(b). 
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2. Post-Grant Review (PGR)  


Unlike IPR petitions, PGR petitions must be filed within the first nine months after the issue date of a 
patent.12 While in an IPR only § 102 novelty and § 103 obviousness issues can be raised, a PGR petition also 
may raise § 101 patentable subject matter and § 112 specification grounds, effectively encompassing all 
statutory grounds for invalidity.13 Whereas IPRs are limited to prior art patents and printed publications, a 
petitioner for a PGR may assert the whole range of prior art, including prior sales, offers for sale, public use, 
etc.14 Furthermore, with respect to a reissue patent, a PGR challenge may be based on 35 U.S.C. § 251(d) for 
enlarging the scope of the patent if the application was filed more than two years after the original patent. 
Altogether, this provides a greater opportunity to alleged or potential infringers should they earlier file any 
such post-grant proceedings. In practice, however, few PGR petitions have been filed. The low volume of 
post-grant reviews is likely attributable, in part, to the relatively low number of AIA patents that have been 
granted. But as discussed below, the broader potential grounds for invalidity available for PGR might also 
serve as a deterrent, because the broader scope also means broader potential estoppel.15    
 
Any person may file a PGR petition aside from the patent owner.16 Additionally, PGR is unavailable if the 
petitioner or the petitioner’s real party-in-interest has already filed a civil action challenging the validity of the 
patent.17 If the petitioner or the petitioner’s real party-in-interest files such a civil action after a PGR has been 
instituted, the civil action will automatically be stayed pending resolution of the PGR.18  
 
Just two PGR petitions have been filed as of October 2014, as PGRs are only available for so-called AIA 
patents having an effective filing date on or after March 16, 2013.19  
 


3. Covered Business Method Review (CBM) 


The CBM transitional program was included in the AIA to specifically address a class of patents perceived to 
be “anathema to the protection the patent system provides.”20 With this overarching purpose, CBMs can be 
broadly used to challenge “covered business method” patents on any of §§ 101, 102, 103, and 112 grounds, 
except for the best mode requirement and for § 102(e) prior art references.21 The AIA defines a “covered 
business method” patent as “a patent that claims a method or corresponding apparatus for performing data 
processing . . . , except that the term does not include patents for technological inventions,” and the USPTO 


                                                      
12  Id. § 321(c). 


13  As currently drafted, obviousness-type double patenting cannot be raised in either the IPR, the PGR, or the CBM 
contexts because it is a judicially created doctrine.  


14  Except for the best mode requirement. Id. §§ 282(b)(2)–(3), 321(a). 


15  See infra Sec. IV (Estoppel). 


16  35 U.S.C. § 321(a).  


17  Id. § 325(a)(1). 


18  Id. § 325(2). 


19  There are currently only two PGRs on record, both pending: LaRose Indus., LLC and Toys “R” Us-Delaware, Inc. v. 
Choon’s Design, Inc., PGR2014-00008, Paper No. 1 (PTAB filed Aug. 5, 2014) (petition still pending, no response 
filed); and Accord Healthcare, Inc. v. Helsinn Healthcare S.A. and Roche Palo Alto LLC, PGR2014-00010, Paper No. 1 
(PTAB filed Sept. 2, 2014) (petition still pending, no response filed).  


20  157 Cong. Rec. S1053 (Mar. 1, 2011) (statement of Sen. Schumer).  


21  See, 35 USC §321(b); see e.g., Meridianlink, Inc. v. DH Holdings, LLC, CBM2013-00008, paper 24 (P.T.A.B. Sept. 13, 
2013). 
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adopted this definition in the Final Rules.22 The PTAB is still fleshing out exactly what is included in the 
definition of “covered business method,” and while there has been some guidance on the topic, this threshold 
is likely to be the subject of dispute for some time. A petitioner may file for a CBM only if the petitioner, the 
petitioner’s real party-in-interest, or the petitioner’s privy has been charged with infringement under the 
challenged patent.23 Additionally, the petitioner must not have filed a civil action challenging the validity of 
the patent for which the petitioner seeks review.24 
 
CBM petitioners, however, are not subject to estoppel issues as severe as those found in IPRs and PGRs, as 
the non-PTAB estoppel only extends to grounds actually raised in the CBM trial.25 
 


B. THE NEW POST-GRANT PROCEDURES RUN IN PARALLEL TO AND 
OFTEN IN CONFLICT WITH FEDERAL COURT AND INTERNATIONAL 
TRADE COMMISSION PROCEEDINGS 


As is apparent from the timing constraints discussed above, it is not at all uncommon for a PTAB proceeding 
to run concurrently with a district court litigation and/or a U.S. International Trade Commission (USITC) 
section 337 unfair trade practice proceeding involving the same patent(s). In situations like these, where 
invalidity is determined in multiple forums, conflicting outcomes are possible.  
 
This phenomenon is explained in part by the different standards used by the various tribunals in the 
construction of patent claims and in determining invalidity or unpatentability. In U.S. district court and 
USITC proceedings, patent claims are construed according to the Phillips framework26 and are presumed 
valid, and the challenger must provide clear and convincing evidence to establish invalidity. By contrast, in a 
post-grant proceeding, the PTAB has decided to construe claims according to the “broadest reasonable 
interpretation” (BRI) standard. In the PTAB, unlike in district court proceedings, claims are not entitled to a 
presumption of validity and the challenger must prove unpatentability by only a preponderance of the 
evidence.27 Due to the potentially dispositive effect of a PTAB proceeding, the rapid time frame for 
completing these proceedings (one year from institution and six months more if good cause exists), and the 
estoppel provisions in the AIA, many district courts have been receptive to granting litigation stays in light of 
a copending PTAB proceeding.  
 
There are other differences between PTAB proceedings and district court or USITC proceedings, such as the 
extent of permissible discovery. Several of these differences are discussed in various sections below. Also, 
discovery obtained in the district court or the USITC in the related litigation, though clearly relevant, may not 
be usable in the PTAB due to restrictions in the protective order entered in the district court or the USITC.  
 
The AIA includes several estoppel provisions for PTAB proceedings, which may have significant effects on 
copending district court litigations. These estoppel provisions restrict petitioners from re-litigating the same 
grounds of invalidity in different forums, including both district court litigations and other PTAB 
proceedings. For PGR and IPR proceedings, estoppel attaches to any grounds supporting a holding that the 
claims should be held to be unpatentable that were raised or reasonably could have been raised in a 


                                                      
22  AIA, Pub. L. No. 112-29, § 18(d)(1), 126 Stat. 284 (Sept. 16, 2011) (emphasis added); 37 C.F.R. § 42.301(a). 


23  AIA § 18(a)(1)(B). 


24  Id. § 18(a)(1). 


25  AIA, Pub. L. 112-29, 125 Stat. 284, 330 § 18(a)(1)(D); see also infra Sec. IV (Estoppel). 


26  Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005) (en banc).  


27  SAP Am., Inc. v. Versata Dev. Grp., Inc., CBM2012-00001, Paper 70 at 7–19 (PTAB June 11, 2013). 
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proceeding. For CBM proceedings, the estoppel provisions are narrower, only barring grounds actually raised 
in the proceeding.  
 
The estoppel provisions of the new PTAB proceedings are much more relevant to copending district court 
litigation than the old estoppel provisions for inter partes reexaminations. This is due to the time at which 
estoppel attaches. Under the old rules, a party to an inter partes reexamination is only estopped from re-
litigating grounds of rejection once all appeals are exhausted, a process that could take several years. By 
contrast, PTAB estoppel attaches once the PTAB reaches a final written decision adverse to the petitioner, 
whereas a patent owner subject to an adverse ruling issued by a district court is not bound to that result until 
its appeals are exhausted.  
 
Since claim construction in the PTAB adheres to the familiar BRI standard, this can cause tension with the 
district courts that apply the “plain and ordinary meaning” standard. Petitioners and patent owners may thus 
find themselves dealing with two sets of differently construed claims for the same patent.  
These topics are treated in greater detail below.  
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II. Limited Discovery 
The statute, the procedures developed by the United States Patent and Trademark Office (USPTO), and the 


early published decisions by the Patent Trial and Appeal Board (PTAB) have made it clear that the scope of 


discovery in these post-grant proceedings is very limited.28  


Discovery is procedurally and substantively very different in PTAB proceedings than in district court 


litigations. Due to the limited availability of discovery before the PTAB, the parties in the new post-grant 


proceedings need to rely heavily on information already at hand (e.g., where appropriate, obtained through 


more expansive district court discovery procedures) or obtained by means independent of those available 


before the district courts. The practical reality is that parties should expect to obtain little, if any, discovery of 


materials beyond materials already on hand and what is obtainable through cross-examination of witnesses.  


The PTAB has historically found “soft” arguments, such as secondary considerations of nonobviousness, 


unavailing and has denied motions to compel discovery of information that does not meet the strictly 


observed nexus requirement, e.g., for proving commercial success.29   


A. CATEGORIES OF DISCOVERY AVAILABLE IN POST-GRANT 
PROCEEDINGS 


Best Practice 1 – Parties should be familiar with the limited categories of discovery 
available in post-grant proceedings. 


After a PTAB grant of a petition for inter partes review (IPR), the parties may engage in limited discovery as 


defined under 37 C.F.R. § 42.51(b). Discovery in post-grant proceedings is limited in the sense that it must 


fall within one of two statutory classes: either “routine” or “additional.”30  


1. Routine Discovery 


The parties in post-grant proceedings are entitled to “routine discovery” for the following categories:  


(1) All exhibits cited in a paper or in testimony;31 


(2) Cross-examination of affidavit testimony;32 and  


                                                      
28  See, e.g., Bloomberg Inc. v. Markets-Alert Pty. Ltd., CBM2013-00005, Paper No. 32 at 2–3 (PTAB May 29, 2013) (“The 


purpose of the Leahy-Smith America Invents Act (‘AIA’) is to establish a more efficient and streamline [sic] patent 
system that will improve patent quality and limit unnecessary and counterproductive litigation costs. . . . Consistent 
with the statutory provisions and legislative intent of the AIA, there is a strong public policy to limit discovery in 
administrative trial proceedings, as opposed to the practice in district court patent litigations that have broad 
discovery.”). 


29  See, e.g., Microsoft Corp. v. Proxyconn, Inc., IPR2012-00026, IPR2013-00109, Paper No. 32 (PTAB Mar. 8, 2013) (denying 
motion seeking additional discovery of sales data for, inter alia, failure to show a nexus between the requested 
information and the claims, failure to meet the burden of showing that commercial success derives from the 
component of a larger product, and failure to show a nexus between the claimed invention and commercial success). 


30  37 C.F.R. § 42.51(b). 


31  Id. § 42.51(b)(1)(i). 


32  Id. § 42.51(b)(1)(ii). 
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(3) Relevant information inconsistent with a position advanced by the party before the PTAB.33  


In most cases, the majority of routine discovery obtainable by direct request of the parties falls under the 


second category of routine discovery, i.e., cross-examination of affidavit testimony in the form of a 


deposition of the affiant.34 Copies of exhibits relied upon (i.e., the first category of routine discovery) are 


produced by virtue of the mechanisms utilized in filing papers (e.g., petition and motion materials, together 


with cited exhibits). The third category, i.e., discovery of information inconsistent with a position taken, is 


generally treated by the PTAB and parties as invoking a duty of disclosure, rather than a separate basis for 


seeking material from the other party.  


2. Additional Discovery 


The parties may agree to, or, more commonly, move the PTAB to compel, “additional” discovery beyond 


that which is authorized as “routine” discovery.35  


B. STANDARDS FOR OBTAINING ADDITIONAL DISCOVERY 


Other than by agreement between the parties, a party seeking additional discovery must move the PTAB to 


compel such discovery.36 The moving party has the burden of showing that the requested discovery is in the 


interests of justice (in the case of IPRs) or that there is good cause for why the discovery is needed (in post-


grant reviews (PGRs) and transitional covered business method reviews (CBMs).37  


While the PTAB considers the “interests of justice” standard to be slightly higher than the “good cause” 


standard, to date, the PTAB’s overriding posture for additional discovery requests in any type of post-grant 


proceeding is to be conservative in granting such requests. The PTAB’s general practice of denying requests 


for additional discovery is consistent with, if not required by, Congress’s intent under the AIA for all post-


grant proceedings to be completed within strict statutory timelines (i.e., one year for all post-grant 


proceedings for IPRs, for PGRs, and transitional CBMs).38   


Best Practice 2 – Parties seeking additional discovery in a post-grant proceeding should 
be able to identify the material sought with particularity and make a 
required showing why additional discovery should be granted. 


The PTAB’s conservatism in granting additional discovery requests is evident through the body of decisions 


on motions to compel additional discovery. At the outset, the PTAB elucidated in Garmin that the scope of 


routine discovery of information inconsistent with a position39 does not include broad discovery requests that 


have a possibility of returning such inconsistent information, but instead “is narrowly directed to specific 


                                                      
33  Id. § 42.51(b)(1)(iii). 


34  Id. § 42.51(b)(1)(ii). 


35  Id. § 42.51(b)(2)(i). 


36  See id.  


37  See id.; see also id. § 42.224; Bloomberg Inc. v. Markets-Alert Pty. Ltd., CBM2013-00005, Paper No. 32 at 2–3 (PTAB May 
29, 2013). 


38  See 37 C.F.R. §§ 42.100(c), 42.200(c), 42.300(c); Bloomberg, CBM2013-00005, Paper No. 32 at 3 (“Moreover, as stated 
in the legislative history, ‘[g]iven the time deadlines imposed on these proceedings, it is anticipated that, regardless of 
the standards imposed in [35 U.S.C. §§ 316 and 326], PTO will be conservative in its grants of discovery.’” 
(alterations in original) (quoting 154 Cong. Rec. S9988–89 (daily ed. Sept. 27, 2008) (statement of Sen. Kyl)). 


39  See 37 C.F.R. § 42.51(b)(1)(iii). 
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information known to the responding party to be inconsistent with a position advanced by that party in the 


proceeding.”40 Such broad discovery requests are categorized as “additional discovery,” and are evaluated on 


their merits by the PTAB using the following five-factor test to determine whether they should properly be 


denied:  


(1) Just a possibility and mere allegation that something useful will be found, rather 


than narrowly tailored and specific; 


(2) Directed to privileged information, such as the other party’s litigation positions 


and underlying basis; 


(3) Cumulative or could be generated or reasonably assembled without the discovery 


request; 


(4) Not easily understandable, whether by volume or complexity; and 


(5) Overly burdensome to answer, the burden including financial, temporal, or 


administrative burdens.41 


Following Garmin, the PTAB has consistently applied the five-factor test in IPRs to reject discovery requests 


that do not name specific things (e.g., particular documents), especially if such requests are so broad as to 


amount to “fishing expeditions.”42  


C. AVAILABLE VOLUNTEER DISCOVERY MECHANISMS 


Best Practice 3 – Parties seeking more expansive discovery should explore whether each 
side may desire and might benefit from certain discovery beyond what 
is normally permitted by the PTAB, and if so, then the parties should 
consider utilizing the voluntary discovery mechanisms available in post-
grant proceedings.  


Prior to the filing of any preliminary response with the PTAB, and therefore prior to the PTAB’s institution 


decision, the parties may agree to take discovery of specific types of information as “mandatory initial 


disclosures.”43 Upon a PTAB grant of an IPR petition, the parties may automatically take discovery of the 


mandatory initial disclosures agreed to between the parties or compelled by a PTAB order.44 These 


disclosures are only “mandatory” in the sense that once they are agreed upon, the parties need not negotiate 


or move the PTAB to take discovery of the disclosures previously agreed upon. Actual agreement (or motion 


for PTAB compulsion) related to discovery or disclosure is not mandatory in the first instance, but is instead 


voluntary. 


                                                      
40  Garmin Int’l, Inc. v. Cuozzo Speed Techs. LLC, IPR2012-00001, Paper No. 26 at 4 (PTAB Mar. 5, 2013).  


41  See id. at 6–7. 


42  See also Bloomberg, CBM2013-00005, Paper No. 32 (applying the similar five-factor test in evaluating a motion for 
additional discovery in the CBM context); Corning Inc. v. DSM IP Assets B.V., IPR2013-00043, Paper No. 27 (PTAB 
June 21, 2013) (denying Requests 2 and 3 for lack of specificity); Microsoft Corp. v. Proxyconn, Inc., IPR2013-00026, 
IPR2013-00109, Paper No. 32 (PTAB Mar. 8, 2013) (denying all requests). 


43  37 C.F.R. § 42.51(a). 


44  See id. § 42.51(a)(2).  
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The USPTO has provided a Trial Practice Guide to advise the public on the general framework of the 


regulations implementing the AIA trial procedures.45 When parties agree to mandatory initial disclosures, the 


Trial Practice Guide defines two available options. The first option, modeled after Rule 26(a)(1)(A) of the 


Federal Rules of Civil Procedure, requires disclosure of (1) the name, address, and telephone number of each 


individual likely to have discoverable information that the disclosing party may use to support its claims or 


defenses; and (2) a copy (or description) of all documents and things that the disclosing party possesses or 


controls that it may use to support its claims or defenses.46 The second option is considerably more extensive 


and includes many of the same disclosures as the first option. Under the second option, the nature of the 


disclosures depends on whether the petitioner seeks to cancel claims based on (1) the existence of an alleged 


prior non-published public disclosure or (2) alleged obviousness.47 


A survey of post-grant petitions filed to date indicates that mandatory initial disclosures are uncommon. One 


possible reason is that there may be little incentive for a party to agree to provide more discovery than what 


would be ordered by the PTAB. Another reason for their infrequent use may be the parties’ disinterest in 


front-loading and freely providing discovery prior to actual institution of trial, especially in view of the limited 


nature of discovery after trial begins. However, there may be exceptions, in particular where each party 


desires additional information beyond what the PTAB typically allows. For example, even though the 


patentee may generally not be incentivized to volunteer discovery in post-grant proceedings, when the 


patentee seeks discovery on potentially inconsistent positions taken by the accused infringer in different 


proceedings and on secondary conditions of nonobviousness, there is the potential for a negotiated voluntary 


disclosure of discovery between the parties. In these instances, discovery related to such grounds may be 


inevitable, and mandatory initial disclosures may afford parties more efficient discovery at later stages of the 


proceeding. 


D. PROTECTIVE ORDERS 


Best Practice 4 – Litigation counsel should not be barred from litigating patentability in 
the PTAB. 


It has become more common for protective orders in patent litigations to impose a bar against participation 


in patent prosecution.48 As recently noted in Versata Software Inc. v. Callidus Software Inc., the Federal Circuit has 


recognized that strategically amending or surrendering claim scope can implicate competitive decision-


making, thus giving rise to a risk of inadvertent use of confidential information learned in litigation. 


Accordingly, that court ordered the parties to operate under a limited prosecution bar regarding all 


reexaminations, IPRs, and any other PGR proceedings. 


Thus, one theory for imposing a prosecution bar has been that a lawyer who gains access to confidential 


information of a party may use that information to craft claims directed at the party’s products. The relevance 


of this consideration in practice, however, may be of more limited application to AIA post-grant proceedings 


since the ability to amend claims is limited. One type of restriction is that claim broadening is not permitted in 


the amendment process. In many cases, claim amendments are not pursued by a patent owner. Thus, there 


may be instances where the reasons for barring participation in prosecution, reexamination, or an AIA post-


                                                      
45  See Office Patent Trial Practice Guide, 77 Fed. Reg. 48,756–73 (Aug. 14, 2012).  


46  See id. at 48,761 et seq.  


47  See id. 


48  Order, Versata Software, Inc. v. Callidus Software, Inc., No. 1-12-cv-00931 (D. Del. June 19, 2014) (Robinson, J.). 
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grant proceeding based on a risk of using confidential information during the amendment process are not 


present in a particular AIA post-grant proceeding.  


Given this Working Group’s discussion of the need for consistency in arguments to the PTAB and the 


courts,49 it is important that counsel in each forum pursue non-conflicting positions. Therefore, parties 


should take care to limit any prosecution bar to patent prosecution and reexaminations. Courts should 


carefully consider enforcing protective orders that preclude the patent owner’s counsel from cooperating or 


participating in AIA post-grant proceedings. 


  


                                                      
49  See infra Sec. V, Best Practice 32.   
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III. Stays of Concurrent 
District Court Litigations 


With the advent of the new Patent Trial and Appeal Board (PTAB) review proceedings, it has become 


commonplace for accused infringers to file petitions to the PTAB for post-grant reviews (PGRs) or inter partes 


reviews (IPRs) after the patentees have instituted patent infringement actions in the district courts, and for 


the petitioner to file a motion to stay the district court litigation pending the outcome of the post-grant 


proceedings. There is no statutory requirement that previously filed district court actions be stayed, and 


courts have struggled with such stay determinations. This section describes the relevant factors for the courts 


to consider and balance in reaching this determination, which ultimately will be case-specific.50  


A. EARLY CONSIDERATIONS, DISCLOSURES, AND AGREEMENTS 


Best Practice 5 – Parties seeking a litigation stay during post-grant proceedings should 
promptly provide the district court with complete information about: 
the patents-in-suit; parties; claims; defenses; instituted, pending, or 
forthcoming PTAB review petitions involving the patents-in-suit; and 
any timing or jurisdictional issues that may arise.  


The decision of whether to grant a stay of an infringement litigation requires a fact-intensive inquiry, so 


parties should give the court all information relevant to such a determination.51 The district court should be 


informed whether any parties have petitioned the PTAB for review or intend to do so. The court should 


further be made aware, before discovery begins, if timing and jurisdictional issues may foreseeably arise under 


circumstances described in Fresenius.52  


Regardless of whether a stay is sought, it is relevant for the court to know when and if there will be other 


discovery and claim construction proceedings conducted with potentially binding unpatentability rulings. 


Disclosing such information as early as possible to the district court—before substantial resources are 


expended—is a courtesy to the court, aids in the efficient administration of the case, and avoids the 


appearance of gamesmanship.53   


Best Practice 6 – The district court should consider asking a number of key questions 
relevant to stay determinations for all patent cases at the earliest stage 
possible in the litigation. 


                                                      
50  The win rate for IPR stay movants when opposed in district court has fluctuated from year to year, but sits at about 


65% from August 2012 to October 2014. For CBM stay requests it is slightly higher. 


51  When the litigation is filed, it may take some time before the defendant has this information, but if consideration is 
being given to filing an IPR, the court should be notified and information provided as soon as practicable. 


52  Fresenius USA, Inc. v. Baxter Int’l, Inc., 721 F.3d 1330 (Fed. Cir. 2013), cert. denied, 134 S. Ct. 2295 (2014); see supra nn.3-
4 and accompanying text.  


53  Opinion and Order at 25–26, Va. Innovation Scis., Inc. v. Samsung Elecs. Co., No. 2:12-cv-00548 (E.D. Va. May 2, 2014) 
(Davis, J.) (determining that the parties breached their duty of candor by failing to inform the court of the pending 
IPR for six months: “By failing to advise this Court of the existence of the IPR proceedings, [the parties] in effect 
had two bites at the apple regarding the validity of the disputed claims. Moreover, they deprived this Court of the 
opportunity to inquire of the parties and decide for itself whether to await a ruling from the PTAB on that issue. . . 
.”). 
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In view of the increasing prevalence of post-grant proceedings, the court should, for all patent cases, consider 
asking early on a number of key questions relevant to a proper stay determination, including:  
 


(1) Whether all of the asserted claims in the patents-in-suit have been instituted by 
the PTAB for review, or will be included in forthcoming petitions for review;  


(2) Whether the real parties-in-interest have been identified, including all parties in 
privity;  


(3) Whether all codefendants have joined or will join the PTAB proceedings, and if 
not, whether they will at least agree to be estopped on any grounds actually raised 
and adjudicated in the PTAB proceedings; and  


(4) Whether, upon conferring with the district court, the parties agree or disagree 
that a stay of the district court litigation is in the interests of both parties. 


Staying or not staying an existing district court litigation is squarely within the court’s discretion, and nothing 
in the Leahy-Smith America Invents Act (AIA) alters this. The Supreme Court has held that “the power to 
stay proceedings is incidental to the power inherent in every court to control the disposition of the causes on 
its docket with economy of time and effort for itself, for counsel, and for litigants.”54 In exercising this 
discretion, courts must weigh the competing interests of the parties and attempt to maintain an even 
balance.55 It has long been recognized that courts may, depending on the facts of the case, stay judicial 
proceedings pending reexamination of a patent.56 This also applies in the context of PTAB proceedings post-
AIA.  
 
The foregoing questions provide a preliminary assessment of whether parallel PTAB proceedings are 
envisioned, which claims may be implicated, the scope and standard of review to be employed, and the parties 
and arguments that may eventually be estopped. The court should seek information as early as possible if 
timing and jurisdictional issues are foreseeable under circumstances described in Fresenius.57 Moreover, the 
parties should explain how the “broadest reasonable interpretation” (BRI) standard employed by the PTAB 
will potentially impact the claims at issue, compared to the district court’s Markman standard. 
 


Best Practice 7 – If a PTAB review petition has been or is likely to be filed, parties should 
confer with opposing counsel as early as possible regarding possible 
joint stipulations for a stay of district court litigation.  


Parties should confer with opposing counsel as early as possible to determine whether joint stipulations can 
be made for a stay of district court litigation. This encourages full and frank dialogue with opposing counsel 
regarding parallel PTAB proceedings. The considerations of stays by the district courts include “whether a 
stay would unduly prejudice . . . the nonmoving party.”58 While agreement of the parties will not be 
dispositive, the problems underlying the third prong of the stay analysis—undue prejudice—are greatly 


                                                      
54  Landis v. N. Am. Co., 299 U.S. 248, 254 (1936).  


55  Id. at 254–55.  


56  See Ethicon, Inc. v. Quigg, 849 F.2d 1422, 1426–27 (Fed. Cir. 1988) (“Courts have inherent power to manage their 
dockets and stay proceedings, including the authority to order a stay pending conclusion of a PTO reexamination.” 
(citation omitted)).  


57  Fresenius, 721 F.3d 1330 (holding that pending infringement suit must be dismissed as moot upon USPTO finding of 
unpatentability during reexamination). 


58  See Order Granting Joint Motion to Stay Litigation Pending CBM Patent Review, Blue Calypso, Inc. v. Groupon, Inc., 
No. 6:12-cv-00486 (E.D. Tex. Jan. 16, 2014) (granting a stay in a trial with many defendants, given nine listed 
stipulations all parties agreed to).  
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reduced if all parties can agree to a stay of the district court litigation.59 If the parties agree to jointly request a 
stay of the district court litigation, this would likely weigh heavily in favor of staying the district court 
proceedings. Even if a full agreement cannot be reached for all issues, the parties nonetheless benefit from 
discussing and resolving whatever issues they can.  
 


Best Practice 8 – The patentee should disclose as early as possible to the district court an 
intent to amend any asserted claims in post-grant proceedings. 


Under the AIA, patentees have a limited ability to amend claims during post-grant proceedings by a one-for-
one substitution. Typically, the patent owner would do so by filing a motion in conjunction with the patent 
owner’s response (usually about three months after institution). The motion to amend may present a 
reasonable number of substitute claims, identifying original disclosure support for each and patentability over 
the prior art. 
 
While effecting post-grant amendments in PTAB proceedings has proven difficult in practice, the district 
court should be made aware as early as possible if any asserted claims may be amended. A patent owner is 
already required to confer with the PTAB in advance of offering such amendments, raising it in a conference 
call and identifying the general scope and number of substitute claims to be filed. The district court should 
likewise be timely informed. The court may desire to assess the likelihood of such amendments succeeding 
and consider weighing this in the stay analysis in order to prevent wasted effort on claims subject to change. 
 


Best Practice 9 – Parties should disclose as early as possible to the district court the real 
party-in-interest to PTAB proceedings, and any and all parties in 
privity. 


IPRs are unavailable where either: (1) more than one year has passed since the petitioner (or someone in 
privity with the petitioner) or the real party-in-interest was served with the patent infringement complaint;60 
or (2) the petitioner or the real party-in-interest filed a civil action challenging the validity of a claim of the 
patent before filing the petition for IPR.61 Further, PGRs may not be instituted if a petition is filed after the 
petitioner or the real party-in-interest filed a district court action on invalidity. Thus, identifying the real party-
in-interest and those in privity is essential to determine whether the PTAB proceedings are even available and 
whether they are likely to be instituted. It is also critical in determining the reach of the attached estoppel. 


 
A petition, upon its filing at the PTAB, must by rule identify all real parties-in-interest.62 But identifying to the 
court all such parties and privies early on in the litigation prevents gamesmanship and improper prolongation 
of the window to seek PTAB proceedings.63  
  


                                                      
59  See id.  


60  35 U.S.C. § 315(b). 


61  Id. § 315(a)(1). 


62  Id. §§ 312(a)(2), 322(a)(2). 


63  Cf. In re MCM Portfolio, LLC, 554 F. App’x 944 (Fed. Cir. 2014) (denying writ of mandamus without prejudice where 
MCM sought relief from institution on privity grounds). 
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Best Practice 10 – Parties to joint defense groups should confer as early as possible about 
which defendants, if any, will be petitioning for an IPR proceeding, 
and if moving for a stay of the district court litigation, should agree to 
be estopped on any ground that is raised or that could reasonably be 
raised before the PTAB in order to maximize the chances of obtaining 
a stay.  


Codefendants in district court litigations are encouraged to discuss and determine which parties have or will 


petition for PTAB review, or to consider agreeing to an IPR joint defense plan. The district court should 


know before substantial resources are expended whether the defendants reasonably foresee parallel 


proceedings, and which parties will pursue them at the PTAB. The accused infringers should therefore come 


to this decision as early as possible in the litigation. 


In any event, would-be petitioners have only one year from the infringement complaint to file for IPR review 
before the PTAB, so it is in the interest of all codefendants to initiate such discussions sooner rather than 
later. Early collaboration will also allow the parties to identify the most important claims in the case and 
prepare those invalidity defenses that they believe will most likely be successful and beneficial to a full or 
partial resolution of the litigation.  
 
Codefendants should understand that if fewer than all parties petition for PTAB proceedings, this could 
weigh against a subsequent request for a stay of the district court proceedings.64 A joint motion to stay from 
all codefendants further ensures that each accused infringer consents to staying the district court litigation 
pending PTAB proceedings, and that the district court will not be subject to piecemeal motions, requests, or 
oppositions. 
 
Accused infringers that do not participate before the PTAB are not precluded under 35 U.S.C. §§ 315(e)(2) 
and 325(e)(2) from eventually reasserting invalidity contentions once considered and rejected by the PTAB. 
In order to maximize the chances of obtaining a litigation stay, codefendants should not intentionally split 
across the diverse Article I and Article III forums in order to have “two bites at the apple,” with some 
defendants challenging the validity before the PTAB and others avoiding estoppel to invalidate the same 
claims on the same grounds in district court.  


 
Thus, if all codefendants petition for the PTAB parallel proceeding, this may weigh in favor of a stay of the 
district court case because the estoppel will be more likely to simplify the issues for the district court. But if 
one or more codefendants refuse to be bound by the results of the PTAB proceedings, this could counsel 
against a stay, since the court may still need to decide duplicative defenses. The courts have been divided on 
this issue.65 
 


                                                      
64  Semiconductor Energy Lab. Co. v. Chimei Innolux Corp., No. SACV 12-21-JST, 2012 U.S. Dist. LEXIS 186322, at *6–7 


(“The estoppel effect of inter partes review carries less weight when there are several defendants that are not parties to, 
and thus are not bound by, the estoppel effects of the proceeding.”).  


65  Compare Opinion and Order at 7, Intellectual Ventures II v. Huntington Bancshares Inc., No. 2-13-cv-00785 (S.D. Ohio 
June 10, 2014) (Frost, J.) (“[I]t would be . . . unfair to condition a stay on Defendants’ being bound by arguments 
raised in a proceeding over which they have no control.”), with MPHJ Tech. Inv., LLC v. Research Now, Inc., No. 2-13-
cv-00962 (E.D. Tex. June 10, 2014) (Gilstrap, J.) (“Even assuming the PTAB does institute . . . that [defendant] is 
not a party to the PTAB proceeding casts doubt on the extent, if any, a stay will simplify the issues in this case. . . .”), 
and Order Conditionally Granting Motion to Stay Pending Inter Partes Review at 9, Evolutionary Intelligence, LLC v. 
Sprint Nextel Corp., No. 5-13-cv-04513 (N.D. Cal. Feb. 28, 2014) (Whyte, J.) (“[Defendant] represented to the court 
that it did not assist the IPR . . . . The court thus conditions the stay on [defendant’s] agreement to be estopped only 
from asserting any invalidity contention that was actually raised and finally adjudicated in the IPR proceedings.” 
(emphasis added)). 
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B. CONSIDERATIONS ON MOTIONS TO STAY 


The AIA does not mandate a specific standard for deciding whether to stay an already filed district court 
litigation in view of a parallel PGR or IPR proceeding. Rather, the stay analysis is derived from decisional law, 
particularly in the context of parallel USPTO reexamination proceedings. Courts have typically articulated the 
standard stay considerations as follows:  
 


(1) Whether a stay will simplify issues at trial,  


(2) Whether discovery is complete and a trial date is set, and  


(3) Whether a stay will unduly prejudice the non-moving party. 


In considering stays for covered business method review (CBM) proceedings, the test is statutorily prescribed, 
using the first three considerations above and adding a fourth prong: “whether a stay, or the denial thereof, 
will reduce the burden of litigation on the parties and on the court.”66 While nothing precludes consideration 
of the fourth prong in a stay analysis for IPR and PGR proceedings, and in certain circumstances this may be 
deemed appropriate, it is only required for stay requests related to CBMs under the terms of the AIA.  
 
Regarding the fourth prong in considering stays during CBM proceedings, the district court in VirtualAgility 
recognized that not much guidance had been given and found that it overlapped considerably with the first 
prong.67 But the Federal Circuit recently clarified that the factors must not be “collapsed”: 
 


We agree with the district court that there is a great deal of overlap between the 
parties’ arguments with regard to [the first and fourth] factor[]. We note, however, 
that the simplification of the issues factor and the burden of litigation factor are 
listed separately in the statute. Thus, even when both factors point in the same 
direction—in favor of or against the stay—they continue to be separate, individual 
factors which must be weighed in the stay determination.68  


1. Considerations Regarding Simplification of Issues for Trial 


Best Practice 11 – Parties seeking a litigation stay should demonstrate to the district 
court how any potential estoppels will simplify the issues. 


The common first prong—simplification of the issues and streamlining for trial—is enhanced by the potential 
for broad estoppels in the district court litigation once the PTAB issues its final written decision.69 In IPR and 
PGR proceedings, all participating parties will be estopped from asserting in district court (or the USITC) any 
defense that was raised or reasonably could have been raised before the PTAB.70 In CBM proceedings, parties 
are estopped from later raising defenses that were actually raised and adjudicated through a final PTAB 
written decision.  
 
Parties seeking a stay should be prepared to demonstrate that the district court proceedings will be simplified 
by the PTAB’s review, including any estoppel effect therefrom. Conversely, the court should be informed 


                                                      
66  AIA, Pub. L. No. 112-29, § 18(b)(1)(D), 126 Stat. 284 (Sept. 16, 2011).  


67  VirtualAgility, Inc. v. Salesforce.com, Inc., No. 2:13-cv-00011-JRG, 2014 U.S. Dist. LEXIS 2286, at *27–28 (E.D. Tex. 
Jan. 8, 2014). 


68  VirtualAgility, Inc. v. Salesforce.com, Inc., No. 2014-1232, slip op. at 11 (Fed. Cir. July 10, 2014). 


69  Upon institution, a PTAB final written decision on patentability will likely issue, unless there is an early settlement. 


70  35 U.S.C. §§ 315(e), 325(e).  
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about what claims and defenses will remain untouched depending on the type of proceeding pursued and the 
grounds and references instituted for PTAB review. 
 


Best Practice 12 – If a party requests a litigation stay, the district court should determine 
whether a post-grant proceeding will simplify the issues with respect 
to the asserted claims and the prior art. 


The first consideration of the stay analysis—simplification of the issues—is most likely to be satisfied where 
most or all of the asserted claims are credibly at risk.71 In VirtualAgility, where a stay during CBM proceedings 
was at issue, the Federal Circuit noted that on the facts of the case, “the PTAB expressly determined that all 
of the claims are more likely than not unpatentable.”72 The court accordingly stated that 
 


The simplification argument would be stronger if all of the prior art or relevant 
invalidity issues were in the CBM review, as this would entirely eliminate the trial 
court’s need to consider validity in the event that some claims survive CBM review. 
In this case, however, where CBM review has been granted on all claims of the only 
patent at issue, the simplification factor weighs heavily in favor of the stay. If 
Salesforce is successful, and the PTAB has concluded that it “more likely than not” 
will be, then there would be no need for the district court to consider the other two 
prior art references. This would not just reduce the burden of litigation on the 
parties and the court—it would entirely eliminate it.”73 


Conversely, if parties file PTAB petitions targeting only peripheral or insignificant claims, or the PTAB 
refuses to institute review of the most central claims of the asserted patents, it may weigh against a stay of 
district court proceedings because it will be less likely to simplify the issues in the infringement litigation. The 
district court may also seek to understand, from a merits perspective, the extent to which the PTAB review 
will overlap with the copending case, including the statutory grounds instituted and the prior art references 
identified. 
 


Best Practice 13 – If a party requests a litigation stay, the district court should inquire 
whether all codefendants, including those not participating in the 
post-grant proceedings at the PTAB, will agree to be estopped on any 
ground actually raised and adjudicated in exchange for granting the 
stay.  


Courts have frequently sought codefendant agreement to enhance the estoppel effect of the PTAB 
proceedings, conditioning stays on the willingness of parties to be estopped from asserting any invalidity 
contention actually raised and finally adjudicated in the PTAB proceedings.74 


                                                      
71  See Neste Oil Oyj v. Dynamic Fuels, LLC, No. 12-662-GMS, 2013 WL 424754, at *2, *4–5 (D. Del. Jan. 31, 2013) 


(granting stay because “there remains the possibility that, rather than ruling in Neste Oil’s favor, the PTO will cancel 
all the claims before it. . . . [T]here is reason to believe that the PTO’s reexamination will result in the cancellation of 
at least some of the claims.”).  


72  VirtualAgility, No. 2014-1232, slip op. at 13. 


73  Id. at 14; see also Benefit Funding Systems LLC v. Advance America Cash Advance Centers Inc., Nos. 2014-1122, -1124, -1125, 
slip op. at 4, 8 (Fed. Cir. Sept. 25, 2014)(“[T]here is a likelihood then that all of the asserted claims will be 
invalidated.”) (citation omitted). 


74  See, e.g., Semiconductor Energy Lab. Co. v. Chimei Innolux Corp., No. SACV 12-21-JST, 2012 U.S. Dist. LEXIS 186322, at 
*6–7 (C.D. Cal. Dec. 19, 2012) (granting stay because “[d]efendants who did not file the IPR petitions have agreed to 
be bound by the estoppel provisions of the IPR proceedings”); see also Order Conditionally Granting Motion to Stay 
Pending Inter Partes Review at 8–9, Evolutionary Intelligence, LLC v. Sprint Nextel Corp., No. 5-13-cv-04513 (N.D. Cal. 
Feb. 28, 2014) (conditionally granting a non-petitioner defendant’s motion to stay pending IPR contingent upon the 
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If fewer than all codefendants petition for PTAB proceedings or refuse to at least be bound by the results of 
what is actually raised and adjudicated, this may weigh against a stay of district court proceedings because the 
estoppel effect as to parties will be less broad and less likely to simplify the issues under the first factor of the 
analysis.75 
 


2. Considerations Regarding Timing of Stay Request 


Best Practice 14 – If a petitioner files an IPR or a PGR concurrently with a declaratory 
judgment action, the district court should strongly consider 
maintaining the automatic stay pursuant to statute. 


Under the AIA, an IPR or PGR petition is fully barred if the petitioner has already challenged the patent’s 
validity in a district court declaratory judgment action.76 However, an automatic stay ensues under the statute 
if the petitioner files a declaratory judgment action of invalidity (but not a counterclaim of invalidity) on or 
after filing the PTAB petition, unless: (1) the patent owner asks the court to lift the stay, (2) the patent owner 
files a civil action or counterclaim for infringement, or (3) the petitioner asks to dismiss the civil action.77 


 
The statute establishes the automatic stay under circumstances where courts tend to favor granting a stay 
already, e.g., likely simplification as validity estoppels are created; very early in the district court litigation with 
virtually no resources expended or schedules set; little worry about marketplace prejudice to the patent owner 
since there was no infringement asserted yet; and likely no evidence of gamesmanship, etc. 
  


                                                      
defendant’s agreement to be subject to “weaker” statutory estoppel due to the defendant’s non-involvement with the 
IPR proceedings, stating, “[B]ecause [defendant] is not one of the IPR petitioners, [it] would not be precluded under 
35 U.S.C. § 315(e)(2) from reasserting invalidity contentions rejected by the PTO. . . . If [defendant] and IPR 
petitioners communicate on strategy, [defendant] should be bound by the full statutory estoppel provision. If, 
however, [defendant] has no input on the IPR strategy, it should not be precluded from raising arguments that could 
have been raised in the IPR proceedings. At the hearing, [defendant] represented to the court that it did not assist the 
IPR petitioners with any prior art search, that it took no part in drafting the IPR petitions, and that it is not in 
communication with the IPR petitioners concerning the IPR. . . . [R]equiring [defendant] to submit to a weaker 
estoppel foreclosing it from relitigating claims made and finally determined in the IPR proceedings is necessary to 
effect the PTO’s interest in protecting the integrity of PTO proceedings and in preventing parties from having a 
‘second bite at the apple.’ The court thus conditions the stay on [defendant’s] agreement to be estopped only from 
asserting any invalidity contention that was actually raised and finally adjudicated in the IPR proceedings.” (citation 
omitted)); but see Personal Web Techs., LLC v. Google, Inc., 5:13-CV-01317-EJD, Dkt. 303-3 at 9 (N.D. Cal. Aug. 20, 
2014) (J. Davila) (conditioned a third-party stay on the defendants’ agreement “to be bound as if they themselves had 
filed the relevant IPR petitions”). 


75  See Semiconductor Energy Lab., 2012 U.S. Dist. LEXIS 186322, at *6–7 (“The estoppel effect of inter partes review carries 
less weight when there are several defendants that are not parties to, and thus are not bound by, the estoppel effects 
of the proceeding.”); see also Memorandum and Order, e-Watch Inc. v. Avigilon Corp., No. H-13-0347 (S.D. Tex. Nov. 
15, 2013) (granting stay pending related litigation IPR proceedings with Mobitix, but awaiting determination as to 
whether Avigilon should be estopped under § 315 of the AIA from asserting any § 102/103 arguments that 
reasonably could have been raised by Mobitix, or estopped on only the grounds actually raised in the related IPR by 
Mobitix). 


76  35 U.S.C. §§ 315(a)(1), 325(a)(1).  


77  Id. §§ 315(a)(2), 325(a)(2). A counterclaim of invalidity does not trigger the automatic stay. Id. §§ 315(a)(3), 325(a)(3). 
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Best Practice 15 – If PTAB review has been initiated before the filing of a district court 
infringement action on the claims, the court may consider such timing 
as weighing in favor a stay. 


Even if the PTAB petition has been filed and instituted prior to the infringement complaint being served in 
the district court, such timing does not suggest any gamesmanship by the defendants.78 In such 
circumstances, where the PTAB proceedings are already well underway, the court may decide that the process 
should play out before any district court resources are expended on the civil action, and a stay is likely to be 
favored. 
 
In such cases, and whenever a stay is granted, the parties should plan on providing the court with relevant 
updates regarding the ongoing PTAB proceedings. This is not just a courtesy to the district court judge that 
granted a stay of litigation, but provides valuable information in aid of the court’s jurisdiction and mandate. 
The district court’s inherent power to control the disposition of cases on its docket necessarily implies the 
ability to modify or lift a stay if no longer deemed efficient or equitable.79 Accordingly, parties should 
regularly update the district court of important happenings in parallel proceedings so that it can properly 
manage these ongoing interests.  


 
Best Practice 16 – A litigation stay request after a CBM proceeding has already been 


instituted may weigh in favor of a stay.  


Since the USPTO began accepting CBM petitions on September 16, 2012, district courts have 
overwhelmingly decided to grant motions to stay pending CBM proceedings.80  


 


                                                      
78  Polaris Indus., Inc. v. BRP U.S. Inc., No. Civ. 12-01405, 2012 WL 5331227, at *2 (D. Minn. Oct. 29, 2012) (holding that 


first factor weighed in favor of defendant because it filed for IPR one week prior to the plaintiff filing its complaint 
and because the IPR was already in progress). 


79  Landis v. N. Am. Co., 299 U.S. 248, 254–55 (1936) (“[T]he power to stay proceedings is incidental to the power 
inherent in every court to control the disposition of the causes on its docket with economy of time and effort for 
itself, for counsel, and for litigants. How this can best be done calls for the exercise of judgment, which must weigh 
competing interests and maintain an even balance.”). 


80  See, e.g., Oral Order, Benefit Funding Sys. LLC v. U.S. Bancorp, No. 1:12-cv-00803 (D. Del. Oct. 25, 2013) (granting 
stay); Zillow, Inc. v. Trulia, Inc., No. 2:12-cv-01549, 2013 WL 5530573 (W.D. Wash. Oct. 7, 2013) (same); Stipulation 
and Stay Order, D’Agostino v. Mastercard Inc., No. 1:13-cv-00738 (D. Del. Oct. 4, 2013) (same); Memorandum and 
Order Re: Stay, EZShield, Inc. v. Harland Clarke Corp., No. 1:13-cv-00001 (D. Md. Sept. 3, 2013) (granting-in-part 
stay); Docket Entry 157, DH Holdings, LLC v. Meridian Link, Inc., No. 1:08-cv-05127 (N.D. Ill. July 31, 2013) 
(granting stay); Order on Pending Motions, Blue Calypso, Inc. v. Groupon, Inc., No. 6:12-cv-00486 (E.D. Tex. July 19, 
2013) (denying stay with leave to re-file pending institution); Order Granting Stay, Pi-Net Int’l, Inc. v. Citizens Fin. Grp., 
Inc., No. 1:12-cv-00355 (D. Del. June 21, 2013) (granting stay); Order, Versata Software, Inc. v. Volusion, Inc., No. 1:12-
cv-00893 (W.D. Tex. June 20, 2013) (same); Joint Stipulation and Order to Stay Pending Covered Business Method 
Review, AvMarkets, Inc. v. LinkedIn Corp., No. 1:13-cv-00230 (D. Del. June 13, 2013) (same); Stipulation and Order to 
Stay Pending Covered Business Method Review, Sprogis v. Google Inc., No. 1:12-cv-01351 (D. Del. June 11, 2013) 
(same); SightSound Techs., LLC v. Apple Inc., No. 2:11-cv-01292, 2013 WL 2457284, at *1 (W.D. Pa. June 6, 2013) 
(same); Motion to Stay, CoreLogic Solutions, LLC v. Collateral I, LLC, No. 2:10-cv-00132 (E.D. Tex. Mar. 6, 2013) 
(same); Progressive Cas. Ins. Co. v. Allstate Ins. Co., No. 1:11-cv-00082, 2013 WL 1662952, at *3 (N.D. Ohio Apr. 17, 
2013) (same); Order, Frontline Placement Techs., Inc. v. CRS, Inc., No. 2:07-cv-02457 (E.D. Pa. Feb. 19, 2013) (same); 
Market-Alerts Pty. Ltd. v. Bloomberg Fin. L.P., 922 F. Supp. 2d 486, 490 n.14 (D. Del. 2013) (same); VirtualAgility, Inc. v. 
Salesforce.com, Inc., No. 2:13-cv-00011-JRG, 2014 U.S. Dist. LEXIS 2286 (E.D. Tex. Jan. 8, 2014) (denying stay); 
Order Granting Joint Motion to Stay Litigation Pending CBM Patent Review at 1, Blue Calypso, Inc. v. Groupon, Inc., 
No. 6:12-cv-486-MHS (E.D. Tex. Jan. 16, 2014) (granting stay).  
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The CBM transitional program was to “provide a cheaper, faster alternative to district court litigation over the 
validity of business-method patents.”81 The CBM proceeding is limited to certain business method patents, 
characterized as “generally of dubious quality because unlike other types of patents, they have not been 
thoroughly reviewed at the PTO due to a lack of the best prior art.”82 These patents are typically for methods 
directed to financial services and must lack technological inventions.  
 
The trend favoring stays in this context is in part due to the fourth factor considered for CBMs, as established 
by statute—“whether a stay, or the denial thereof, will reduce the burden of litigation on the parties and on 
the court.”83 This additional factor was purportedly designed to tilt the scales towards a stay.84 According to 
the legislative history, the fourth factor was taken from an unpublished 2006 patent case from the District of 
Colorado, wherein a stay was granted for USPTO reexamination, despite being only three months from 
trial.85 
 
The legislative history has suggested to many district courts that Congress intended for CBM litigations to 
benefit from stays.86 At least one court, however, denied a stay in the CBM context, noting that “[t]his Court 
is mindful that Congress did not provide an automatic stay provision for the transitional program,” and that it 
still requires an analysis of all the stay factors.87 The Federal Circuit recently issued its merits opinion on 
interlocutory appeal,88 however, finding that the stay should have been granted during the CBM 
proceedings.89 According to the court, “[t]hree of the four factors weigh heavily in favor of a stay in this case  
. . . . The undue prejudice factor, at best, weighs slightly in favor of denying a stay. On this record, we 
conclude that the district court abused its discretion.”90  
 
Regarding the timing factor, the court held that “[g]enerally, the time of the motion [to stay] is the relevant 
time to measure the stage of litigation,” which in that case meant that “[d]iscovery had not yet begun and no 
trial date had been set.”91  


                                                      
81  157 Cong. Rec. S1360, S1363 (daily ed. Mar. 8, 2011) (statement of Sen. Schumer).  


82  Id. at S1364. 


83  AIA, Pub. L. No. 112-29, § 18(b)(1)(D), 126 Stat. 284 (Sept. 16, 2011).  


84 Market-Alerts, 922 F. Supp. 2d at 496; Progressive, 2013 WL 1662952, at *8; SightSound Techs., 2013 WL 2457284, at *3.  


85  Broad. Innovation, L.L.C. v. Charter Commc’ns, Inc., No. 03-2223, 2006 WL 1897165 (D. Colo. July 11, 2006). 


86  See Market-Alerts, 922 F. Supp. 2d at 496 n.14 (“Since the entire purpose of the transitional [CBM] program at the 
PTO is to reduce the burden of litigation, it is nearly impossible to imagine a scenario in which a district court would 
not issue a stay.” (quoting 157 Cong. Rec. S1053 (daily ed. Mar. 1, 2011) (statement of Sen. Schumer))); SightSound 
Techs., 2013 WL 2457284, at *1 (same); Order at 3, Versata Software, Inc. v. Volusion, Inc., No. 1:12-cv-00893 (W.D. 
Tex. June 20, 2013) (stating that Congress intended that “a stay [pending CBM review] should only be denied in 
extremely rare instances”); Progressive Cas. Ins. Co. v. Safeco Ins. Co. of Ill., No. 1:10-cv-01370, 2013 WL 1662952, at *3 
(N.D. Ohio Apr. 17, 2013) (stating that the fourth statutory stay factor for CBMs provides a “heavy thumb” favoring 
a stay (quoting 157 Cong. Rec. S1363-64 (daily ed. Mar. 8, 2011) (statement of Sen. Schumer))); Zillow, Inc. v. Trulia, 
Inc., No. 2:12-cv-01549, 2013 WL 5530573, at *3 (W.D. Wash. Oct. 7, 2013) (same). 


87  See VirtualAgility, Inc. v. Salesforce.com, Inc., No. 2:13-cv-00011-JRG, 2014 U.S. Dist. LEXIS 2286, at *5–7 (E.D. Tex. 
Jan. 8, 2014) (denying stay during CBM proceedings).  


88  The right to immediate interlocutory appeal of denials of stays as a matter of statute supports the notion that stays 
should be favored in this context. 


89  VirtualAgility Inc. v. Salesforce.com, Inc., No. 2014-1232, slip op. at 1 (Fed. Cir. July 10, 2014). 


90  Id. at 25–26. 


91  Id. at 18–19; accord Benefit Funding Systems LLC v. Advance America Cash Advance Centers Inc., Nos. 2014-1122, -1124, -
1125, slip op. at 5 (Fed. Cir. Sept. 25, 2014)(granting a stay because there had not yet been any depositions or expert 
discovery). 
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Best Practice 17 – A litigation stay request filed before the institution of a post-grant 


proceeding may weigh against a stay, but the district court should 
consider denying without prejudice so that the party can re-file its 
request if and when institution occurs. 


Even though the institution rate by the PTAB is upwards of 70% for IPRs through October 2014,92 courts 
have frequently denied stays prior to the actual institution of the USPTO proceeding, calling it speculative 
and premature.93 The court in VirtualAgility held that “it was not error for the district court to wait until the 
PTAB made its decision to institute CBM review before it ruled on the motion.”94 Noting that district courts 
had gone both ways on the issue, the Federal Circuit stated:  
 


We express no opinion on which is the better practice. While a motion to stay could 
be granted even before the PTAB rules on a post-grant review petition, no doubt 
the case for a stay is stronger after post-grant review has been instituted.95 


Courts denying stays on this ground often cite the needless delay that might occur if the PTAB proceeding is 
not actually instituted after so many months of waiting.96 Indeed, up to six months may elapse after a PTAB 
petition is filed before an institution decision is made. In some courts with fast-moving dockets, six months 
in the life of the case is substantial. Accordingly, courts have often preferred to see that the PTAB has 
actually instituted a post-grant proceeding before deciding to stay the case.97 Furthermore, the court may 
prefer to know exactly what the substantive scope of the PTAB institution decision is in weighing the stay 
factors.  
 
When a party has sought a stay prematurely, courts most often deny without prejudice to re-file if and when 
the PTAB institutes the proceeding.98 There appears to be little reason to prevent a party from moving again 


                                                      
92  See supra n.2. 


93  Order on Pending Motions, Blue Calypso, Inc. v. Groupon, Inc., No. 6:12-cv-00486 (E.D. Tex. July 19, 2013) (denying a 
motion for a stay as “premature” because the USPTO had yet to decide whether even to institute review); Trs. of Bos. 
Univ. v. Everlight Elecs. Co., No. 12-cv-11935 (D. Mass. July 7, 2013) (denying a motion for a stay without prejudice as 
premature since USPTO had not yet instituted review); Order Denying Defendant’s Motion to Stay Pending Inter 
Partes Review at 6, Universal Elecs., Inc. v. Universal Remote Control, Inc., No. SACV 12-00329 AG (C.D. Cal. May 2, 
2013) (denying stay where USPTO had yet to institute IPR review); Automatic Mfg. Sys., Inc. v. Primera Tech., Inc., 2013 
U.S. Dist. LEXIS 66790, at *1, *4–6 (M.D. Fla. May 13, 2013) (same). 


94  VirtualAgility, No. 2014-1232, slip op. at 16. 


95  Id. (comparing Intertainer, Inc. v. Hulu LLC, No. 13-cv-5499, 2014 WL 466034, at *1 (C.D. Cal. Jan. 24, 2014), with 
Checkfree Corp. v. Metavante Corp., No. 12-cv-15, 2014 WL 466023, at *1 (M.D. Fla. Jan. 17, 2014)). 


96  Memorandum Opinion and Order, Dane Techs., Inc. v. Gatekeeper Sys., Inc., No. 0:12-cv-02730-ADM (D. Minn. Aug. 
20, 2013) (denying stay prior to grant of the IPR review because the delay may have no perceivable benefit if USPTO 
declines review); Order Denying Motions to Stay, Ariosa Diagnostics, Inc. v. Sequenom, Inc., No. 3:11-cv-06391-SI (N.D. 
Cal. June 11, 2013), ECF No. 198 (denying stay because as yet uninstituted USPTO review unlikely to simplify issues 
on a timely basis and finding it persuasive that the non-moving party would be severely prejudiced by a stay when 
there is no guarantee that the IPR requested would ever be granted); Davol, Inc. v. Atrium Med. Corp., No. 12-958-
GMS, 2013 U.S. Dist. LEXIS 84533 (D. Del. June 17, 2013) (denying stay—even though the case featured multiple 
IPRs, multiple patents, and 200-plus claims included in the petition—in part because the USPTO had yet to institute 
review). 


97  But see Order Denying Motions to Stay, Ariosa Diagnostics, No. 3:11-cv-06391-SI, ECF No. 198 (denying motion filed 
after institution as too late). 


98  See Order on Pending Motions, Blue Calypso, Inc. v. Groupon, Inc., No. 6:12-cv-00486 (E.D. Tex. July 19, 2013) 
(denying a motion for a stay as “premature” because the USPTO had yet to decide whether even to institute CBM 
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for a stay once the PTAB institution is perfected and its scope established, particularly if there is no hint of 
gamesmanship. 
 


Best Practice 18 – If a post-grant proceeding would likely result in cancellation of all 
claims at issue in the district court before a final judgment, this may 
weigh heavily in favor of a stay. 


The decision in Fresenius addresses the relationship between district courts and USPTO proceedings when 
conducted in parallel. There was no stay of the district court litigation involved in the Fresenius case, but the 
USPTO was faster in arriving at its invalidity determination, finishing its review prior to the date the district 
court entered its final judgment on the case as a whole. (The Federal Circuit noted in its opinion that the 
district court declined to stay pending the USPTO reexamination.) According to the Federal Circuit majority 
in Fresenius, that interim unpatentability decision at the USPTO—which cancelled all of the asserted patent’s 
claims—mooted the earlier non-final validity determination and the patentee’s cause of action.99 
 
After Fresenius, courts should carefully consider which patent claims are subject to cancellation by the PTAB, 
and whether they are the same as being asserted in the infringement suit. Courts should also fully understand 
the timing and jurisdictional issues in considering a motion to stay the infringement litigation during parallel 
proceedings. Staying the case will necessarily lengthen the district court’s time to final disposition and be 
potentially subject to a PTAB intervening decision. Under the existing case law, however, denying a stay 
under certain circumstances could lead to a needless expenditure of resources if the PTAB decides first, 
mooting the work of the trial court based on the result of the parallel proceeding. Courts further need to be 
aware of the potential for gamesmanship and delay under this rubric. Because conflicting PTAB decisions can 
trump non-final court decisions, parties may attempt to prolong district court proceedings, hoping for a 
conflicting decision. As such, the Working Group recommends that when a post-grant proceeding would 
likely result in a cancellation of all claims at issue in the district court before a final judgment, then this fact 
may weigh heavily in favor of granting a stay request.  
 


Best Practice 19 – If a party requests a litigation stay, the district court should consider 
ruling on the motion as soon as possible, and look favorably on stay 
requests made early in the litigation. 


Accused infringers should act quickly in filing their petition at the USPTO and in seeking a stay. The district 
court will look at the timing of a PTAB petition as part of the second factor in granting or denying a stay. 
Specifically, courts assess “whether discovery is complete and whether a trial date has been set.”100  
 
Notwithstanding that completion of discovery is an endpoint most often precluding stays, the opposite holds 
true as well: the earlier the stay is requested, the more likely it will weigh favorably in the stay request because 
fewer resources have been expended and there is a lower likelihood of gamesmanship.101 Requesting stays late 


                                                      
review, but later granting when instituted); cf. Benefit Funding Sys. LLC v. Advance Am., Cash Advance Ctrs., Inc., No. 12-
cv-00801, 2013 WL 3296230, at *2 (D. Del. June 28, 2013) (initially denying the requested stay before the USPTO 
instituted a requested CBM review because it “ha[d] invested resources in . . . resolving two discovery disputes and 
two motions,” and “discovery ha[d] begun,” but granting stay thereafter when actually instituted).  


99  721 F.3d at 1347 (“In light of the cancellation of Baxter’s remaining claims, Baxter no longer has a viable cause of 
action against Fresenius. Therefore, the pending litigation is moot.”). 


100  Order Denying Defendant’s Motion to Stay Pending Inter Partes Review at 4, Universal Elecs., Inc. v. Universal Remote 
Control, Inc., No. SACV 12-00329 AG (C.D. Cal. May 2, 2013) (citation omitted). 


101  See Robert Bosch Healthcare Sys., Inc. v. Cardiocom, LLC, No. 12-3864-EJD, 2012 WL 6020012 (N.D. Cal. Dec. 3, 2012) 
(granting stay because very early and no discovery begun); Pragmatus Telecom, LLC v. NETGEAR, Inc., No. 12-6198, 
2013 WL 2051636, at *2 (N.D. Cal. May 14, 2013) (stating that even though discovery had begun, it was not far 
advanced); Neste Oil Oyj v. Dynamic Fuels, LLC, No. 12-662-GMS, 2013 WL 424754, at *2 (D. Del. Jan. 31, 2013) 
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in the schedule often results in denial because “the economies that might otherwise flow from granting a stay 
early in a case are somewhat offset by the substantial resources already incurred by both parties and the court 
in this litigation.”102 
 
The Federal Circuit recently stated that “the court should make every effort to expeditiously resolve the stay 
motion after the PTAB has made its CBM review determination,” lest waiting too long “would undermine 
the intent of Congress to allow for stays to prevent unnecessary duplication of proceedings.”103 As a practical 
matter, the statutory deadlines for filing most PTAB post-grant reviews will invite relatively early 
consideration of stays in most cases, but not always.  
 


Best Practice 20 – If a party requests a litigation stay, the district court should consider 
denying the stay if Markman proceedings are substantially complete, 
or if discovery is already closed. 


The district court will look at the timing of the PTAB petition, considering as the second factor in granting or 
denying a stay whether discovery is complete and a trial date is set. Importantly, courts are unlikely to find 
that the litigation will be simplified or resources economized if the Markman and discovery process has largely 
played out in trial court.104 
 


3. Considerations Regarding Undue Prejudice   


Best Practice 21 – A potential of a loss of evidence over time may weigh against a stay, 
but the risk must be demonstrated and not otherwise preventable. 


Courts consider as part of the stay analysis whether prolonging the infringement decision will be unduly 
prejudicial to the patentee, and a potential loss of evidence has been cited under this factor.105 The Federal 
Circuit, however, has de-emphasized this factor as alone supporting a finding of undue prejudice. In response 


                                                      
(granting stay where request was filed prior to any scheduling order and less than three months into the case); cf. 
Semiconductor Energy Lab., 2012 U.S. Dist. LEXIS 186322, at *4–5 (granting stay despite being ten months into 
litigation, with trial date set and advanced discovery, because “there is more work ahead of the parties and the Court 
than behind the parties and the Court”); Tierravision, Inc. v. Google, Inc., No. 11cv2170 DMS, 2012 U.S. Dist. LEXIS 
21463, at *5 (S.D. Cal. Feb. 21, 2012) (granting stay where Markman briefs were soon due and parties had exchanged 
proposed claim constructions).  


102  SoftView LLC v. Apple Inc., No. 10-389-LPS, 2012 WL 3061027, at *4 (D. Del. July 26, 2012) (holding that stage of 
litigation factor did not favor a stay because filed one year after litigation commenced); see also Memorandum 
Opinion and Order at 4–5, Dane Techs., Inc. v. Gatekeeper Sys., Inc., No. 0:12-cv-02730-ADM (D. Minn. Aug. 20, 2013) 
(denying stay because the defendants waited seven months into litigation before seeking IPR); Order Denying 
Motions to Stay at 3, Nat’l Oilwell Varco, L.P. v. Omron Oilfield & Marine, Inc., No. 1:12-cv-00773-SS (W.D. Tex. June 
10, 2013), ECF No. 42; Order Denying Motions to Stay, Ariosa Diagnostics, Inc. v. Sequenom, Inc., No. 3:11-cv-06391-SI 
(N.D. Cal. June 11, 2013), ECF No. 198.  


103  VirtualAgility Inc. v. Salesforce.com, Inc., No. 2014-1232, slip op. at 17 (Fed. Cir. July 10, 2014). 


104  Order Denying Defendant’s Motion to Stay Pending Inter Partes Review at 4–5, Universal Elecs., Inc. v. Universal 
Remote Control, Inc., No. SACV 12-00329 AG (C.D. Cal. May 2, 2013) (denying stay where the plaintiff had already 
served written discovery, trial date was set, and the court had held Markman hearing and issued claim construction 
ruling). 


105  Ambato Media, LLC v. Clarion Co., No. 2:09-cv-242-JRG, 2012 U.S. Dist. LEXIS 7558, at *5 (E.D. Tex. Jan. 23, 2012) 
(“[W]hen a case is stayed, ‘witnesses may become unavailable, their memories may fade, and evidence may be lost 
while the PTO proceedings take place.’” (citation omitted)); VirtualAgility, Inc. v. Salesforce.com, Inc., No. 2:13-cv-
00011-JRG, 2014 U.S. Dist. LEXIS 2286, at *24–25 (E.D. Tex. Jan. 8, 2014) (“The possibility of witness loss is 
heightened in this case because certain identified witnesses are of an advanced age.”).  
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to such arguments in VirtualAgility, the court inquired: “Since when did 60 become so old?”106 The court 
added that “[w]ithout more, . . . these assertions here are not sufficient to justify a conclusion of undue 
prejudice,” because “[t]here is no evidence that any of these individuals are in ill health . . . .”107 Moreover, 
according to the Federal Circuit, while advanced age or ill health remains a factor to be considered, “the 
prejudice can be reduced, when necessary, by preserving the testimony.”108 
 
Such concerns are further attenuated under the PTAB review deadlines. Formerly, USPTO reexamination 
proceedings could take many years, but some of the risk of evidence loss is lessened for the new PTAB 
proceedings since they must be completed by statute within 12-18 months.  


 
Best Practice 22 – If the lack of full and complete discovery may unduly prejudice a party 


before the PTAB on critical issues, this may weigh against a stay.  


There is no dispute that discovery is more restricted at the PTAB. No party is entitled to discovery before the 
PTAB unless it is agreed upon, specifically contemplated as routine under the rules, or granted by motion.109 
In realistic terms, the statutorily mandated pace of the PTAB proceedings makes all additional discovery 
difficult. Some have argued that this negatively impacts a patent owner’s ability to refute certain validity 
challenges such as obviousness, particularly since some of the best evidence of secondary considerations is 
discovery intensive and resides with the opposing party.  


 
A court may consider denying a stay and allowing discovery to continue in a parallel district court case if it 
deems that undue prejudice may result to a party. It is possible that information uncovered through the 
discovery process in district court may be relevant in the PTAB proceedings and admissible there within one 
month of trial.110 Article III courts, however, may understandably be leery of being used to generate discovery 
for copending litigation in another forum, and will likely guard against such abuses of process. 


 
Best Practice 23 – If the parties are direct competitors, this may weigh against a stay due 


to potential prejudice to the patentee. 


In considering the third prong of the stay analysis, courts have frequently looked at whether the litigants are 
direct competitors in the marketplace and determined that the patent owner in such circumstances should not 
be delayed in establishing its right to exclude infringers.111 Courts have even considered lost market share and 
revenue an “irreparable injury” that weighs heavily against a stay delaying the outcome of infringement 
proceedings.112  


                                                      
106  No. 2014-1232, slip op. at 23. 


107  Id. 


108  Id. at 23–24. 


109  See supra Sec. II (Limited Discovery). 


110  37 C.F.R. §§ 42.123, 4.223 (2012).  


111  Davol, Inc. v. Atrium Med. Corp., No. 12-958-GMS, 2013 U.S. Dist. LEXIS 84533, at *19 (D. Del. June 17, 2013) 
(denying stay and finding that “Davol will suffer undue prejudice should it be forced to continue competing with 
Atrium’s accused products without being permitted to advance its infringement claims”); Avago Techs. Fiber IP 
(Singapore) Pte. Ltd. v. IPtronics Inc., No. 10-CV-02863-EJD, 2011 U.S. Dist. LEXIS 82665, at *16 (N.D. Cal. July 28, 
2011) (“Staying a case while [harm in the marketplace] is ongoing usually prejudices the patentee that seeks timely 
enforcement of its right to exclude.”); Heraeus Electro-Nite Co. v. Vesuvius USA Corp., C.A. No. 09-2417, 2010 U.S. 
Dist. LEXIS 1887, at *3 (E.D. Pa. Jan. 11, 2010) (“[C]ourts have been reluctant to grant stays where, as here, the 
parties are direct competitors.”).  


112  See VirtualAgility, Inc. v. Salesforce.com, Inc., No. 2:13-cv-00011-JRG, 2014 U.S. Dist. LEXIS 2286, at *18–20 (E.D. Tex. 
Jan. 8, 2014) (“Given that the patentee ‘could lose market share—potentially permanently—during the stay, . . . while 
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In VirtualAgility, however, the Federal Circuit found that direct competitiveness did not necessarily tip the 
scales in favor of a stay, partly because in that case, “[a] stay will not diminish the monetary damages to which 
[VirtualAgility] will be entitled if it succeeds in its infringement suit—it only delays realization of those 
damages and delays any potential injunctive remedy. . . . Although this is not dispositive, we note that 
[VirtualAgility] did not move for a preliminary injunction . . . .”113 The potential for delay in enforcing a right 
to exclude is usually not enough on its own to establish prejudice sufficient to deny a stay.114  
 


Best Practice 24 – A post-grant proceeding that will likely require an extended amount of 
time to fully resolve the issues may weigh against a stay. 


The time limits prescribed by the AIA for PTAB reviews are between 12 and 18 months (one year plus a 
possible six months for good cause). Only a handful of district courts and the USITC are typically that fast. 
But courts should bear in mind that after the PTAB’s final written opinion, the AIA also contemplates direct 
appeal to the Federal Circuit, with an average time to final disposition of ten to twelve months.115 While 
estoppel for IPR and PGR proceedings attaches with the PTAB’s written decision,116 it is still conceivable 
that certain post-grant proceedings will not be fully resolved through appeal for two to three years, a timing 
issue the courts may consider in weighing the stay considerations.  


  
It is widely accepted that “waiting for the administrative process to run its course” often “risks prolonging the 
final resolution of the dispute and thus may result in some inherent prejudice to the plaintiff.”117 While this 
potential for delay “by itself” does not tend to establish undue prejudice, it could be an important 
consideration.118 
 


C. AFTER GRANT OF A STAY 


Best Practice 25 – At the conclusion of any post-grant proceeding, the parties to a stayed 
litigation should meet and confer to reassess settlement positions, the 
terms for having the stay lifted, and the means to streamline the case 
going forward. 


If a stay of the district court litigation has been granted in the first instance, it is likely because the court 
recognized that a simplification of issues would result and create efficiencies for the court afterward. Courts 
have articulated the potential benefits of USPTO review: (1) all prior art presented to the court at trial will 
have been first considered by the USPTO with its particular expertise; (2) many discovery problems relating 


                                                      
the alleged infringer continues to sell the competing products,’ such loss constitutes an irreparable injury not 
compensable by money damages.” (citation omitted)).  


113  VirtualAgility Inc. v. Salesforce.com, Inc., No. 2014-1232, slip op. at 22 (Fed. Cir. July 10, 2014). 


114  Neste Oil Oyj v. Dynamic Fuels, LLC, No. 12-662-GMS, 2013 WL 424754, at *2 (D. Del. Jan. 31, 2013) (finding that 
“the potential for delay does not, by itself, establish undue prejudice,” and that concerns about direct competitiveness 
were not persuasive in that case); Capriola Corp. v. LaRose Indus., LLC, No. 8:12-cv-2346-T-23TBM, 2013 U.S. Dist. 
LEXIS 65754, at *4–6 (M.D. Fla. Mar. 11, 2013) (staying litigation notwithstanding that the parties directly competed 
in the market). 


115  Rehearing is also an option under the regulations at 37 C.F.R. § 42.71(d)(2). 


116  35 U.S.C. § 318(a). 


117  See Market-Alerts Pty. Ltd. v. Bloomberg Fin. L.P., 922 F. Supp. 2d 486, 494 (D. Del. 2013).  


118  Neste Oil, 2013 WL 424754, at *2 (finding that “the potential for delay does not, by itself, establish undue prejudice”); 
VirtualAgility Inc. v. Salesforce.com, Inc., No. 2:13-cv-00011-JRG, 2014 U.S. Dist. LEXIS 2286, at *23–24 & n.4 (E.D. 
Tex. Jan. 8, 2014). 
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to the prior art can be alleviated; (3) if the patent is declared invalid, the suit will likely be dismissed; (4) the 
outcome of the reexamination may encourage a settlement without further involvement of the court; (5) the 
record of the reexamination would probably be entered at trial, reducing the complexity and the length of the 
litigation; (6) issues, defenses, and evidence will be more easily limited in pretrial conferences; and (7) the cost 
will likely be reduced both for the parties and the court.119 If and when the district court action is set to 
resume—and the court will have to decide whether this is appropriate immediately after the PTAB’s final 
written decision or whether it will continue the stay pending the Federal Circuit appeal—the parties should be 
in a position to identify the ways in which the PTAB proceedings have narrowed the case and evaluate 
whether settlement has become a possibility. 
 
Some courts have even ordered, in considering joint motions to stay, additional party stipulations establishing 
“measures to streamline the litigations when, and if, the stay is lifted after the CBM Reviews are complete.”120 
For example, in Blue Calypso, the stipulations included (1) requiring the parties to be bound by the estoppel 
provisions applicable to CBM reviews; (2) requiring a joint motion to lift the stay within one week of the final 
PTAB decision, if claims remain; (3) requiring a meet and confer within one week of the stay lifting to discuss 
outstanding discovery and motions to compel on an expedited basis; (4) requiring Rule 30(b)(6) witnesses to 
be deposed within seven weeks of the stay lifting; and (5) requesting an expedited schedule for trial within 
eight months of the stay lifting.121 In order to maximize the likelihood of a stay, parties should be amenable to 
such efforts to streamline the case if and when a stay is lifted after PTAB proceedings.122 Such a strategy 
seems useful in light of the fact that settlement is now possible and encouraged in reviews before the PTAB 
(unlike in the former reexaminations), so there are additional chances for movement between the parties. 
 


Best Practice 26 – Upon lifting a stay of litigation, the district court may consider a 
conference with the parties to evaluate the case going forward. 


Upon lifting the stay, the court may find it helpful to fully understand what impact the PTAB proceedings 
had on claims and construction, and what the parties intend to still assert. If and when the district court 
action is set to resume, the court may desire to inquire about the PTAB proceedings, the estoppel that results, 
the further discovery needs of the parties, and the likely schedule going forward, and evaluate whether 
settlement has become a possibility. 
 


Best Practice 27 – The district court should consider issuing a detailed written decision 
on any stay motion, and seek to have opinions published such that 
they are available to the public as this area of law develops.  


Many stay orders to date have been made from the bench and lack written opinions. As this is a new and 
important area of law, additional guidance and analysis from Article III courts are critical to developing the 
law. 
 


  


                                                      
119  See Neste Oil, 2013 WL 424754, at *2; In re Body Sci. LLC Patent Litig., MDL No. 1:12-md-2375-FDS, 2012 WL 


5449667, at *2–3, 6 (D. Mass. Nov. 2, 2012) (granting stay of four consolidated cases pending ex parte reexamination 
of patents-in-suit).  


120  See, e.g., Order Granting Joint Motion to Stay Litigation Pending CBM Patent Review at 1, Blue Calypso, Inc. v. Groupon, 
Inc., No. 6:12-cv-486-MHS (E.D. Tex. Jan. 16, 2014).  


121  Id. at 1–2.  


122  Id. 
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IV. Estoppel 
The risk to the petitioner in seeking a post-grant review (PGR) is the potential estoppel that arises from 
pursuing this avenue for attacking a patent. It is important to fully understand the scope of the risks and also 
understand what actions can be taken to minimize any unintentional forfeiture of arguments. 


 


A. ESTOPPEL STANDARDS OF THE THREE MAIN POST-GRANT 
PROCEEDINGS 


Best Practice 28 – Parties considering post-grant proceedings should consider the 
extent of the estoppel created by each type of post-grant 
proceeding.123  


1. Inter Partes Review (IPR) Estoppel 


In an IPR that results in a final written decision, the petitioner, or the real party-in-interest or privy of the 
petitioner, is estopped in district court litigation from asserting any ground of invalidity that the petitioner 
raised or reasonably could have raised during the IPR.124 An IPR, however, extends only to grounds of 
invalidity based on patents or printed publications under 35 U.S.C. §§ 102 and 103.125 Thus, any grounds 
based on §§ 101 and 112 or any grounds based on public use, prior sale, or prior invention under §§ 102 and 
103 remain intact for assertion in concurrent or subsequent district court litigation. Note also that estoppel 
applies only to those grounds raised or that reasonably could have been raised in an IPR that “results in a 
final written decision under section 318(a).” Under § 318(a), a final written decision is issued in IPRs that 
have been instituted and are not dismissed. Thus, if an IPR petition is not granted or dismissed before a final 
written decision is rendered, grounds of invalidity asserted during the IPR remain available for assertion in 
district court litigation. 
 
A patent owner is estopped from taking action inconsistent with an adverse judgment in the IPR, including 
obtaining a patent claim that is patentably indistinct from a finally refused or cancelled claim, or amending its 
specification or drawings in such a way that they were denied during the proceeding.126 


 


2. Post-Grant Review (PGR) Estoppel 


In a PGR that results in a final written decision, the petitioner, or the real party-in-interest or privy of the 
petitioner, is estopped in district court litigation from asserting any ground of invalidity that the petitioner 


                                                      
123  Although this WG10 Parallel USPTO Proceedings Chapter focuses on litigation and post-grant proceedings, 


estoppels are also created with respect to other proceedings (both post-grant and patent prosecution) in the USPTO.  


124  35 U.S.C. § 315(e)(2).  


125  Id. § 311(b).  


126  37 C.F.R. § 42.73(d)(3). Patent owner estoppel does not apply to applications or patents having a different written 
description. Id. Of course, because the availability of invalidity positions that may be raised in each of these three 
proceedings vary, the estoppel created by each proceeding would extend only to those invalidity positions that the 
petitioner would have legally been able to raise in the chosen post-grant proceeding. With respect to IPR, the 
estoppel in the USPTO would extend only to invalidity positions under §§ 102 and 103 based on patents or printed 
publications. See 35 U.S.C. §§ 311(b), 315(e)(1). And with respect to PGR and CBM, the estoppel in the USPTO 
would extend to invalidity positions under any of §§ 101, 102, 103, and 112. See id. §§ 321(b), 325(e)(2); Leahy-Smith 
America Invents Act (AIA), Pub. L. No. 112-29, § 18(a)(1), 125 Stat. 284 (Sept. 16, 2011). 


126  35 U.S.C. § 315(e)(2).  
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raised or reasonably could have raised during the PGR.127 Unlike IPR, any ground of invalidity under any of 
§§ 101, 102, 103, and 112 may be asserted in a PGR.128 Because “reasonably could have raised” has not been 
defined by the courts, and PGRs encompass all grounds of invalidity under any of §§ 101, 102, 103, and 112, 
parties instituting a PGR run the risk of forfeiting all available grounds of invalidity.  
 


3. Covered Business Method Review (CBM) Estoppel 


In a CBM that results in a final written decision, the petitioner, or the real party-in-interest or privy of the 
petitioner, is estopped in district court litigation from asserting any ground of invalidity that the petitioner 
raised during the CBM.129 With some exceptions, CBM proceedings are generally treated and employ the 
same standards and procedures as PGR proceedings.130 Like PGR proceedings, a petitioner may raise grounds 
of invalidity under any of §§ 101, 102, 103, and 112.131 However, since estoppel in concurrent or subsequent 
district court proceedings applies only to grounds actually “raised” during the CBM, as opposed to those that 
“reasonably could have been raised,” the petitioner need not be concerned with forfeiting all invalidity 
grounds it may have available to it. For this reason, a CBM may be the most attractive option for a party that 
is or may be involved in concurrent district court litigation. 


 
A chart, entitled USPTO Post-Grant Proceedings Used to Challenge the Patentability of a Patent, 
accompanying this writing summarizes the scope and estoppels created by the various post-grant proceedings 
currently available.132 


B. IMPACT OF POST-GRANT PROCEEDING ESTOPPEL STANDARDS ON 
LITIGATION STRATEGY 


Best Practice 29 – Parties should consider foregoing PGR and IPR proceedings to avoid 
the risk of being estopped for unasserted invalidity theories that 
reasonably could have been raised.  


Since, at the time of writing these Best Practices, courts have not defined the “reasonably could have been 
raised” language contained in the relevant statutes in the context of PGR and IPR proceedings, there is no 
direct guidance on what positions parties considering these proceedings may be estopped from asserting in 
district court litigation.133 Assuming the estoppel provisions of the statute will be interpreted broadly, parties 
should avoid PGR proceedings entirely with respect to invalidity positions that they would prefer to advance 
in litigation, because a broad interpretation might encompass any ground of invalidity under §§ 101, 102, 103, 
and 112 known to the petitioners that they could have reasonably included in their petitions.134 The same 
caution applies to IPR proceedings with regard to invalidity positions based on printed publications or 
patents under §§ 102 and 103 that parties would prefer to advance in district court litigation. On the other 
hand, the institution of an IPR may be prudent if a party is confident in its invalidity theories under §§ 101 


                                                      
127  Id. § 325(e)(2).  


128  Id. § 321(b).  


129  AIA § 18(a)(1)(D).  


130  Id. § 18(a)(1).  


131  Id. § 18(a)(1)(C).  


132  See Appendix A. 


133  Note, however, that estoppel resulting from a final decision in a post-grant proceeding applies on a claim-by-claim 
basis. See, e.g., 35 U.S.C. § 315(e)(2) (“The petitioner in an inter parties review of a claim . . . may not assert . . . that the 
claim is invalid . . . .” (emphases added)). 


134  Id. §§ 321(b), 325(e)(2).  
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and/or 112 since IPR estoppel does not extend to invalidity theories developed under those sections. Since 
the estoppel resulting from CBM proceedings extends only to those positions actually raised, parties do not 
run the risk of forfeiting positions withheld from the CBM. 
 
The estoppel provisions extend to grounds that petitioners “raised or reasonably could have raised during that 
inter partes [or post-grant] review.”   
 
An IPR or PGR commences only when the Patent Trial and Appeal Board (PTAB) decides to institute one, 
based on one or more proposed grounds in a petition.135 The PTAB’s rejection of a ground at the petition 
stage is a decision preventing the petitioner from raising that ground during a trial before the PTAB. Thus, an 
alternative view may be that estoppel should not be adjudged to apply to grounds included in a petition, but 
for which the PTAB declines to institute an IPR or PGR. 


 
However, in view of the dearth of case law available on this subject at the time of this writing, the closest 
guidance for interpreting the scope of estoppel may be the legislative history. In particular, “reasonably could 
have raised” appears to reflect a congressional intent to relax the “raised or could have raised” inter partes 
reexamination standard. Legislative history indicates that Senator Kyl commented: “The present bill also 
softens the could-have-raised estoppel that is applied by inter partes review against subsequent civil litigation by 
adding the modifier ‘reasonably.’ . . . Adding the modifier ‘reasonably’ ensures that could-have-raised estoppel 
extends only to that prior art which a skilled searcher conducting a diligent search reasonably could have been 
expected to discover.”136 Case law concerning the accessibility of prior art may provide some guidance.137 
 
Senator Kyl’s comments indicate that “reasonably could have raised” encompasses “prior art which a skilled 
searcher conducting a diligent search reasonably could have been expected to discover.”138 Thus, if additional 
prior art is expected to be uncovered after institution of the IPR or PGR, or if the parties otherwise anticipate 
developing new invalidity theories at a later date, the petitioner runs the risk of forfeiting any newly developed 
positions based on that prior art.  


 
Best Practice 30 – Those with a potential interest in the outcome should evaluate if they 


would likely be considered to be a real party-in-interest or in privity 
with the petitioner. 


A “real party-in-interest” is the “party that desires review of the patent.”139 This may be the petitioner or the 
party or parties “at whose behest the petition has been filed.”140 Whether a party is a “real party-in-interest” 
or a “privy” is a highly fact-dependent question.141 The USPTO notes that the concept of a petition’s privies 


                                                      
135  An IPR or a PGR only come into existence if the PTAB reviews and grants grounds of rejection in a petition. Id. § 


314(a) (“The Director may not authorize an inter partes review to be instituted unless the Director determines that 
the information presented in the petition . . . shows that there is a reasonable likelihood that the petitioner would 
prevail with respect to at least 1 of the claims challenged in the petition.”); see also id. § 324(a).  


136  157 Cong. Rec. S1375 (daily ed. Mar. 8, 2011) (statement of Sen. Kyl).  


137  See, e.g., In re NTP, Inc., 654 F.3d 1279 (Fed. Cir. 2011); Bruckelmyer v. Ground Heaters, Inc., 445 F.3d 1374 (Fed. Cir. 
2006); In re Cronyn, 890 F.2d 1158 (Fed. Cir. 1989); In re Hall, 781 F.2d 897 (Fed. Cir. 1986). 


138  157 Cong. Rec. S1375 (statement of Sen. Kyl).  


139  Office Patent Trial Practice Guidance, 77 Fed. Reg. 48,756, 48,759 (Aug. 14, 2012).  


140  Id.  


141  Id. (citing Taylor v. Sturgell, 553 U.S. 880, 893–95 (2008) (listing situations where non-parties to a litigation may be 
bound by the outcome of issues in that litigation)).  
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is more expansive than the real party-in-interest.142 The USPTO explains that the analysis should seek to 
determine whether the “relationship . . . is sufficiently close such that both should be bound by the trial 
outcome and related estoppels.”143 The legislative history explains that the “emphasis is not on the concept of 
identity of parties, but on the practical situation.”144 There is no “bright-line” test, but parties should consider 
how courts have previously viewed the terms “real party-in-interest” and “privy,” as in Taylor.145 Factors to 
consider include whether a party has direction or control of the proceeding, whether a party funds the 
proceeding, the potential relationship to the petitioner, and the nature and degree of involvement in the 
chosen post-grant proceeding.146 


 
Best Practice 31 – Parties to a joint defense group or an indemnitor-indemnitee 


relationship should consider the potential of estoppel to apply to the 
other parties notwithstanding their lack of direct participation in the 
post-grant proceeding. 


The estoppels resulting from a final decision in a post-grant proceeding apply on a claim-by-claim basis.147 
Thus, if only some of the asserted claims from a district court litigation are the subject of a petition, any 
resulting estoppel may not apply to the invalidity theories advanced in the petition with respect to those 
remaining claims.  


 
The USPTO notes that the simple fact that a party belongs to a joint defense group that includes a post-grant 
proceeding petitioner is probably not sufficient on its own to confer privy status on the party.148 The USPTO 
also notes that if a trade association files a petition for a post-grant proceeding, a member of the association 
does not become a “real party-in-interest” or “privy” of the association based merely on the fact of the 
membership.149 The fact of membership in a trade association or joint defense group is relevant, however, to 
the question of whether a party is a “real party-in-interest” or “privy,” and slight alterations in the specific 
facts of each case may result in a different conclusion.150 
  


                                                      
142  See id.  


143  Id.  


144  Id. (quoting 154 Cong. Rec. S9987 (daily ed. Sept. 27, 2008) (statement of Sen. Kyl)). 


145  Id.; see also Taylor, 553 U.S. at 893 n.6 (“The list that follows is meant only to provide a framework [for the decision], 
not to establish a definitive taxonomy.”).  


146  Office Patent Trial Practice Guidance, 77 Fed. Reg. 48,756, 48,759–60 (Aug. 14, 2012). 


147  See, e.g., 35 U.S.C. § 315(e)(2) (“The petitioner in an inter partes review of a claim . . . may not assert . . . that the claim 
is invalid . . . .” (emphases added)). 


148  77 Fed. Reg. at 48,760.  


149  Id.  


150  Id. 
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V. Claim Construction Considerations 
with Regard to Parallel Proceedings  


Prolonged periods of uncertainty hamper the businesses they affect. In the interest of enhancing economic 


growth, an ideal and efficient patent law system should resolve patent disputes quickly and predictably. In the 


United States, after the adoption of the Leahy-Smith America Invents Act (AIA), patent validity can be 


determined in a dual-track system—the courts and the Patent Trial and Appeal Board (PTAB). When the 


same parties litigate the validity of a patent in both of these forums, the rules and standards utilized for claim 


constructions for determining validity and patentability are likely to be different even though both routes are 


addressing the claims of previously issued patents. As a result, it is possible for the outcomes to be different 


and may be determined by a race to the finish. As demonstrated in Fresenius,151 a patent claim may be upheld 


in court and on appeal as valid and infringed, but if the court proceedings are still pending with regard to 


damages, for example, a contrary ruling of unpatentability on the same evidence from the United States 


Patent and Trademark Office (USPTO) could moot the entire matter.  


The PTAB utilizes a “broadest reasonable interpretation” (BRI) principle for claim construction while the 


courts apply the test set forth in Phillips.152 This difference in approach to claim construction by the courts 


and the PTAB also can lead to particular problems where only some of the claims are considered by the 


PTAB and some claims remain to be handled by the court system. 


In continuing the efforts of Working Group 10, the Group will be working to seek to develop proposals for 


the courts, the PTAB, the parties, and the legislature to conduct themselves in a manner that will promote a 


more efficient use of adjudicatory resources.  


Best Practice 32 – The patent owner should strive for a single claim construction in the 
district court and in the PTAB for both validity and infringement 
purposes so that the claim construction can be consistently asserted in 
both forums. 


The courts have long recognized the impropriety of seeking one claim interpretation for validity purposes and 


a different interpretation for infringement. Supreme Court Justice Bradley famously stated: 


Some persons seem to suppose that a claim in a patent is like a nose of wax which 


may be turned and twisted in any direction, by merely referring to the specification, 


so as to make it include something more than, or something different from, what its 


words express. The context may, undoubtedly, be resorted to, and often is resorted 


to, for the purpose of better understanding the meaning of the claim; but not for the 


purpose of changing it, and making it different from what it is. The claim is a 


statutory requirement, prescribed for the very purpose of making the patentee 


define precisely what his invention is; and it is unjust to the public, as well as an 


evasion of the law, to construe it in a manner different from the plain import of its 


terms. This has been so often expressed in the opinions of this court that it is 


unnecessary to pursue the subject further.153 


                                                      
151  Fresenius USA, Inc. v. Baxter Int’l, Inc., 721 F.3d 1330 (Fed. Cir. 2013), cert. denied, 134 S. Ct. 2295 (2014). 


152  Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005) (en banc). 


153  White v. Dunbar, 119 U.S. 47, 51–52 (1886). 
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The same principle can and should be applied to the district court and the PTAB contexts. The patent owner 


should not be able to argue for a broader interpretation than what would be achievable in the courts so as to 


expand the scope of the claims. Nor should the petitioner be able to argue that the claims of an issued patent 


are unpatentable in an inter partes review (IPR) proceeding before the PTAB while the same claims may not be 


held invalid in a court proceeding. 


To the extent a petitioner supports its arguments with the level of ordinary skill in the art or the ordinary and 
customary meaning that a person of ordinary skill in the art would give to a term and the general state of the 
art, these facts do not change simply because the standards or claim construction approaches may differ 
between the court and the PTAB. Therefore, expert submissions by the petitioner in court should be available 
for consideration by the PTAB, and submissions in the PTAB should be available for consideration by the 
court. 
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VI. Conclusion: Development of Best 
Practices for the Collaborative Resolution 


of Patent Disputes through both the 
Federal Courts and the USPTO/PTAB 


Working in Concert. 
The recommendations for best practices presented in this current WG10 Parallel USPTO Proceedings 


Chapter are written primarily from the perspective of federal court litigation, and are directed toward 


practitioners and federal judges. Its contributing editors do not include Patent Trial and Appeal Board 


(PTAB) judges, and its recommendations are not directed specifically toward proceedings before the PTAB. 


The next stage of this WG10 project will be to expand the scope of contributors to include PTAB judges and 


to develop recommendations directed toward improving proceedings before the PTAB. The team will also 


develop recommendations to better integrate proceedings between the federal district courts and the PTAB, 


so as to achieve the goals of the Leahy-Smith America Invents Act of overall simplification and provide an 


effective alternative to court litigation. Issues to be tackled in this further stage include: 


 Mitigating against incentives for a “race to the courthouse v. the PTAB,” which is contrary to the
goals of the patent system;


 Best practices for effective communications between the federal courts and the PTAB engaged
in any parallel proceedings with respect to scheduling and sequencing (i.e., which body will
conduct claim construction first), substantive claim construction issues, etc.;


 Principles and best practices for harmonizing the claim construction process in parallel
proceedings before the federal courts and the PTAB, including:


 Better integration of the scope of discovery obtainable in the district courts and the PTAB,
and the use of that discovery in parallel proceedings;


 Estoppel issues; and


 When the claim construction of one forum should be given “due deference” by the other
forum.







Appendix A - USPTO Post-Grant Proceedings Used to Challenge the Patentability of a Patent 


A-1 


Inter Partes Review 
(replaced Inter Partes 


Reexamination) 


Post-Grant 
Review 


Transitional Program for Covered 
Business Method Patents 


(available until September 16, 2020) 


Ex Parte 
Reexamination 


(substantially unchanged) 


Purpose 


New trial to review the patentability of 
claims; can be used as an alternative to 


litigating patent validity in federal 
district court 


Review the patentability of claims on 
any grounds that can be raised under 


35 U.S.C. § 282(b)(2) or (3) 


A person who is sued or charged with 
infringement of a covered business 


method patent may petition for review 
of the patent 


Examination of already-granted patent 
based on patents and printed 


publications 


Requested by 


A person who is not the patent owner 
and has not previously filed a civil 
action challenging the validity of a 


claim of the patent 


A person who is not the patent owner 
and has not previously filed a civil 
action challenging the validity of a 


claim of the patent 


Only a person who is sued or charged 
with infringement of a covered 


business method patent 


Any person, including the patent 
owner 


When Available? 


First-to-File Patents: After the later of: 
9 months after grant; or termination 


of any post-grant review 
First-to-Invent Patents: any time after 


grant 


No more than 9 months after grant 
(only available for First-to-File 


Patents) 


First-to-File Patents: After 9 months 
since grant 


First-to-Invent Patents: any time after 
grant 


After grant 


Threshold Showing 
Reasonable likelihood of prevailing on 


at least one claim 


More likely than not that at least 1 of 
the claims challenged in the petition is 
unpatentable, or an important novel 


or unsettled legal question 


More likely than not that at least 1 of 
the claims challenged in the petition is 


unpatentable 


Substantial new question of 
patentability 


Anonymity No No No Yes 


Submission Content 
§§ 102 and 103; only on the basis of 


prior art patents or printed 
publications 


Any ground relating to invalidity 
under §§ 101, 102, 103, and 112, 
except best mode, of any claim 


Any ground relating to invalidity 
under §§ 101, 102, 103, and 112, 


except best mode; but limited prior art 
shall apply for challenged non-first-to-


file patents 


Prior art patents or printed 
publications 


Estoppel 


Issues raised or reasonably could have 
been raised by the petitioner during 


the inter partes review 


Issues raised or reasonably could have 
been raised by the petitioner during 


the post-grant review 


Issues raised or reasonably could have 
been raised by the petitioner 


Applies in: USPTO 


Petitioner may not assert that a claim 
is invalid on any ground that 


petitioner raised 
Applies in: District court, USITC 


None 


Before Whom Patent Trial and Appeal Board Patent Trial and Appeal Board Patent Trial and Appeal Board Central Reexamination Unit 


Discovery/Evidence Declaration and discovery Declaration and discovery Declaration and discovery Declaration 


Duration 1 to 1 ½ years 1 to 1 ½ years 1 to 1 ½ years Many years 


Appeal Parties can appeal to Federal Circuit Parties can appeal to Federal Circuit Parties can appeal to Federal Circuit 
Only the patentee can appeal to Board 


and then to Federal Circuit 


Cost 


Request fee: $9,000, plus $200 for 
each claim over 20 


Post-Institution fee: $14,000, plus 
$400 for each claim over 15 


Request fee: $12,000, plus $250 for 
each claim over 20 


Post-Institution fee: $18,000, plus 
$550 for each claim over 15 


Request fee: $12,000, plus $250 for 
each claim over 20 


Post-Institution fee: $18,000, plus 
$550 for each claim over 15 


$12,000 







     October 2014The Sedona Conference Commentary on Patent Litigation Best Practices: Parallel USPTO Proceedings Chapter


“Dialogue 
DesigneD


to move


the law


forwarD


in a
reasoneD


anD just


way.”


The Sedona Conference Working Group Series (“WGS”) was established to pursue in-
depth study of tipping point issues in the areas of antitrust law, complex litigation, and 
intellectual property rights. It represents the evolution of The Sedona Conference from 
a forum for advanced dialogue to an open think tank confronting some of the most 
challenging issues faced by our legal system today.


A Sedona Working Group is formed to create principles, guidelines, best practices, or 
other commentaries designed to be of immediate benefit to the bench and bar and to 
move the law forward in a reasoned and just way. Working Group output, when complete, 
is then put through a peer review process involving members of the entire Working Group 
Series including—where possible—critique at one of our regular season conferences, 
resulting in authoritative, meaningful and balanced final commentaries for publication 
and distribution.


The first Working Group was convened in October 2002 and was dedicated to the 
development of guidelines for electronic document retention and production. The impact 
of its first draft publication—The Sedona Principles: Best Practices Recommendations 
& Principles Addressing Electronic Document Production (March 2003 version)—was 
immediate and substantial. The Principles was cited in the Judicial Conference of the 
United State Advisory Committee on Civil Rules Discovery Subcommittee Report on 
Electronic Discovery less than a month after the publication of the “public comment” 
draft, and was cited in a seminal e-discovery decision of the United States District 
Court in New York less than a month after that. As noted in the June 2003 issue of Pike 
& Fischer’s Digital Discovery and E-Evidence, “The Principles ... influence is already 
becoming evident.”


The WGS Membership Program was established to provide a vehicle to allow any 
interested jurist, attorney, academic, consultant or expert to participate in WGS activities. 
Membership provides access to advance drafts of WGS output with the opportunity for 
early input, and discussion forums where current news and other matters of interest can 
be discussed. Members may also indicate their willingness to volunteer for brainstorming 
groups and drafting teams. 


Visit the “Working Group Series” area of our website, www.thesedonaconference.org for 
further details on our Working Group Series and WGS membership. 


The Sedona Conference was founded in 1997 by Richard Braman in pursuit of his vision 
to move the law forward in a reasoned and just way. Richard’s personal principles and 
beliefs became the guiding principles for The Sedona Conference: professionalism, civility, 
an open mind, respect for the beliefs of others, thoughtfulness, reflection, and a belief in 
a process based on civilized dialogue, not debate. Under Richard’s guidance, The Sedona 
Conference attracted leading jurists, attorneys, academics and experts who support the 
mission of the organization by their participation in WGS and contribute to moving the 
law forward in a reasoned and just way. After a long and courageous battle with cancer, 
Richard passed away on June 9, 2014, but not before seeing The Sedona Conference grow 
into the leading nonpartisan, nonprofit research and educational institute dedicated to 
the advanced study of law and policy in the areas of complex litigation, antitrust law, and 
intellectual property rights.
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Preface 


 
Welcome to the October 2015 Edition of The Sedona Conference Commentary on Patent Litigation 
Best Practices: Summary Judgment Chapter, a project of The Sedona Conference Working Group 
on Patent Litigation Best Practices (WG10). This is one of a series of working group commentaries 
published by The Sedona Conference, a 501(c)(3) research and educational institute that exists to 
allow leading jurists, lawyers, experts, academics, and others, at the cutting edge of issues in the areas 
of antitrust law, complex litigation, and intellectual property rights, to come together—in 
conferences and mini-think tanks called Working Groups—and engage in true dialogue, not debate, 
in an effort to move the law forward in a reasoned and just way. 
 
WG10 was formed in late 2012 under the leadership of its now Chair Emeriti, the Honorable Paul 
R. Michel and Robert G. Sterne, to whom The Sedona Conference and the entire patent litigation 
community owe a great debt of gratitude. The mission of WG10 is “to develop best practices and 
recommendations for patent litigation case management in the post-[America Invents 
Act] environment.” The Working Group consists of over 200 active members representing all 
stakeholders in patent litigation. To develop this Summary Judgment Chapter, the drafting team held 
numerous conference calls, and the draft was a focus of dialogue at The Sedona Conference WG10 
Annual Meeting in Washington, D.C., in September 2013 and the WG10 Midyear Meeting in San 
Francisco in April 2014. This Chapter was first published as a “public comment version” in October 
2014, and the editors have reviewed the comments received through the public comment process, 
the Sedona Conference “All Voices” Meeting in New Orleans in November 2014, and the WG10 
Midyear Meeting in Miami in May 2015. The drafting process for this Chapter has been supported 
by the Working Group 10 Steering Committee and Judicial Advisors. The main text of this Chapter 
is published here in its “final” version, subject, as always, to further developments in the law that 
may warrant a second edition. 
 
The Summary Judgment chapter represents the collective efforts of many individual contributors. 
On behalf of The Sedona Conference, I thank in particular Gary Hoffman who has graciously and 
tirelessly served as the Editor-in-Chief for this and all Chapters for this Commentary on Patent 
Litigation Best Practices, and as the Chair of WG10. I also thank everyone else involved for their 
time and attention during the drafting and editing process, including: Henry B. Gutman, R. Eric 
Hutz, Richard D. Kirk, Douglas E. Lumish, W. Joss Nichols, Stephanie E. O’Byrne, and Steven R. 
Trybus. The Working Group was also privileged to have the benefit of candid comments by several 
judges with extensive patent litigation experience, including the Honorable Kent A. Jordan and the 
Honorable Kathleen M. O’Malley, who served as the Judicial Advisors for the Summary Judgment 
drafting team, and the Honorable James F. Holderman (ret.), the Honorable Ronald M. Whyte, the 
Honorable Joy Flowers Conti, the Honorable Faith S. Hochberg (ret.), and the Honorable Barbara 
M.G. Lynn. The statements in this Commentary are solely those of the non-judicial members of the 
Working Group; they do not represent any judicial endorsement of the recommended practices. 
 
Working Group Series output is first published in draft form and widely distributed for review, 
critique, and comment, including in-depth analysis at Sedona-sponsored conferences. Following this 
period of peer review, the draft publication is reviewed and revised by the Working Group and 
members of the Sedona Conference WG9 and WG10 Steering Committee, taking into consideration 
what is learned during the public comment period. Please send comments to 
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comments@sedonaconference.org, or fax them to 602-258-2499. The Sedona Conference hopes 
and anticipates that the output of its Working Groups will evolve into authoritative statements of 
law, both as it is and as it should be. 


 
Craig W. Weinlein 
Executive Director 
The Sedona Conference 
October 2015 
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Foreword 


 
Motions for summary judgment or partial summary judgment can be useful case management tools 
in patent litigation. Summary judgment motions can be helpful in eliminating or narrowing issues for 
trial where the truly relevant material facts are not in dispute. However, that utility is often lost due 
to the volume and the poor quality of some summary judgment motions. For example, there have 
been a large number of cases where parties have filed numerous motions with declarations by 
experts (so as to create a battle of experts on both sides); these motions are often completely 
inappropriate to the purpose or spirit of summary judgment motions. Parties at times have also 
indicated that they file summary judgment motions to “educate” the judge or as a discovery tool to 
“better understand” the opposing side’s positions. Such motions are a significant burden on the 
courts and opposing counsel and result in a frustration and natural skepticism toward meritorious 
summary judgment motions.  


Working Group 10 (WG10) has included this chapter on summary judgment, as part of its 
Commentary on Patent Litigation Best Practices, to help address this problem. Some motions for 
summary judgment or partial summary judgment conserve resources by eliminating unsupported 
claims and disposing of or streamlining the case before trial. Other summary judgment motions 
drain resources better spent on preparing cases for trial. The following principle and best practices 
and associated commentary call for a fundamental rethink in patent litigation on the proper role for 
summary judgment motions by encouraging courts to take a greater gatekeeping role at an earlier 
stage of a case, and prevailing upon all counsel to give more consideration to merits and timing 
before filing any summary judgment motion. 


 
Gary M. Hoffman 


       Editor-in-Chief 
       Chair, Working Group 10 Steering Committee 


       R. Eric Hutz   
       Steven R. Trybus 
       Chapter Editors   
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Summary Judgment Principles 


“At a Glance” 


 
Principle – Summary judgment motions should be filed solely for the purpose of eliminating trial or 
issues where there are no reasonably disputed facts, and never as a discovery tool or to “educate” 
the court. Decisions to file summary judgment motions should be directly managed by the lead 
counsel with these precepts in mind. .............................................................................................................. 1 
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Summary Judgment Best Practices 


“At a Glance” 


 
Best Practice 1 – Counsel should exercise sound judgment in determining whether and when to file 
motions for summary judgment or partial summary judgment, and file motions only when counsel 
truly believes that there are no genuine material facts in dispute and only to eliminate trial or to 
narrow significantly the scope of issues for trial. .......................................................................................... 2 


Best Practice 2 – The court should retain control over the timing and number of summary judgment 
motions filed. ...................................................................................................................................................... 3 


Best Practice 3 – When considering thresholds or controls governing the filing and the timing of 
summary judgment motions, the court should remain mindful of the parties’ rights to summary 
judgment when the requirements of Rule 56 are met. ................................................................................. 3 


Best Practice 4 – The court may consider imposing reasonable limits on the number of summary 
judgment motions filed, while recognizing circumstances where multiple summary judgment 
motions are appropriate. In suitable cases, the court may consider permitting multiple motions at 
different stages of the case. .............................................................................................................................. 5 


Best Practice 5 – Counsel should proactively work with opposing counsel to identify those instances 
where multiple motions at different stages would be appropriate and only request the court to 
permit multiple motions when counsel believes it is truly warranted, considering the exceptional 
amount of time that each summary judgment motion requires of the courts. ......................................... 5 


Best Practice 6 – In evaluating whether to implement an expedited procedure for early summary 
judgment motions, the court should consider whether the benefit of that process in the particular 
case warrants entertaining such motions. ....................................................................................................... 5 


Best Practice 7 – Counsel should proactively work with opposing counsel to establish suitable 
procedures to assist the court in evaluating the merits of having an early summary judgment process, 
and only request the court to permit such early motions when warranted. .............................................. 6 


Best Practice 8 – Counsel should meet and confer about the length of summary judgment briefs, the 
number of statements of undisputed fact, and the number of exhibits, and request only reasonable 
limits on the submissions. The court should impose appropriate limits on these submissions as 
warranted in an individual case. ....................................................................................................................... 6 


Best Practice 9 – Counsel should exercise restraint in the number of motions and volume of 
supporting papers filed. ..................................................................................................................................... 6 


Best Practice 10 – The court should consider requiring the movant to include a statement of 
undisputed facts supported by the record, and requiring the opposing party to respond with a 
counter-statement of facts pointing to the record to show genuine issues of material fact disputes. .. 7 


Best Practice 11 – Lead counsel should carefully review any summary judgment motion prior to 
filing to verify that the motion is timely and well founded.......................................................................... 7 


Best Practice 12 – The court should consider requiring the movant to submit a certification from 
lead counsel verifying that counsel has carefully reviewed the motion prior to filing and believes no 
genuine material issues are in dispute and the motion is well founded. .................................................... 7 
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summary judgment concurrently when the parties identify multiple dispositive issues that turn on 
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and determines that the proper claim construction does not align with the proposal of either party, 
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same time, counsel should request, and the court should hold where feasible, consolidated oral 
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I.  Summary Judgment as a 


Case Management Tool  


 
Summary judgment motions are expressly provided for in the Federal Rules of Civil Procedure: 
“[t]he court shall grant summary judgment if the movant shows that there is no genuine dispute as 
to any material fact and the movant is entitled to judgment as a matter of law.”1 


The commentary accompanying various revisions to Rule 56 provides additional guidance regarding 
the proper role of summary judgment. For example, the 1937 commentary accompanying Rule 56’s 
adoption explained that the procedure is a method for promptly disposing of actions in which there 
is no genuine issue as to any material fact. Similarly, the 1963 commentary to the revisions to 
subsection (e) noted that the “very mission of the summary judgment procedure is to pierce the 
pleadings and to assess the proof in order to see whether there is a genuine need for trial.” In 2007, 
the “shall” language was replaced with “should”; but “shall” was restored in 2010. The 
accompanying commentary specifically noted that “shall” was restored to make clear that granting 
summary judgment when there is no genuine dispute as to any material fact is required; it is not a 
matter left to the district court’s discretion.  


The Supreme Court has recognized that the plain language of Rule 56 mandates the entry of 
summary judgment, after adequate time for discovery and upon motion, against a party who fails to 
make a showing sufficient to establish the existence of an element essential to that party’s case, and 
on which that party will bear the burden of proof at trial.2  


With the focus of many of the current efforts to reform the patent system being on the early 
disposition of purportedly frivolous patent suits, the availability of summary judgment motions as a 
primary tool to further in such a goal has naturally been an area of much discussion. The inherent 
challenge is that the use of the summary judgment process can be “abused,” primarily by defendants, 
in much the same way that the use of the patent system and the filing of a patent suit can be 
“abused” by patent holders, and can spur the very type and volume of satellite litigation that patent 
reform efforts are trying to mitigate against. To address this challenge, WG10 calls for a 
fundamental rethink by the bench and bar about the role and proper use of summary judgment, and 
has developed the following principle to guide this Summary Judgment Chapter: 


Summary judgment motions should be filed solely for the purpose of 
eliminating trial or issues where there are no reasonably disputed facts, 
and never as a discovery tool or to “educate” the court. Decisions to 
file summary judgment motions should be directly managed by the 
lead counsel with these precepts in mind. 


                                                 
1  FED. R. CIV. P. 56(a) (emphasis added). 


2  Celotex Corp. v. Catrett, 477 U.S. 317 (1986); see also Anderson v. Liberty Lobby, Inc., 477 U.S. 242 (1986); 
Matsushita Elec. Indus. Co. v. Zenith Radio Corp., 475 U.S. 574 (1986). 
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A.  The Role of Court and Counsel as Gatekeepers 


Under Rule 56, summary judgment motions can be an effective case management tool providing a 
mechanism to eliminate the need for trial of weak or unsupported claims or defenses. This, in turn, 
allows the courts and counsel to avoid the waste of public and private resources. However, the 
potential benefits of motions for summary judgment or partial summary judgment may be lost due 
to a fundamental tension between the expectations and understandings of the courts and counsel 
regarding the proper role of summary judgment motions in patent litigation. Counsel are sometimes 
thought to file too many questionable or premature summary judgment motions, perhaps for 
purposes outside of those contemplated by Rule 56. Such ill-considered motions waste, rather than 
save, public and private resources, occupy valuable court time, delay preparation of the case for trial, 
and add to the litigation costs of the parties.  


The complexity associated with most patent litigation, and the varying caseloads existing in different 
districts, contribute to the difficulty of developing universal best practices on this subject. When 
managed properly, however, motions for summary judgment or partial summary judgment can and 
should be a valuable tool for reaching the merits of certain claims and defenses in a prompt and 
efficient manner, and disposing of, or at least narrowing, cases without unnecessary and costly trials. 


The following Best Practices are intended to assist the courts and counsel in identifying suitable 
procedures to ensure, to the extent possible, that meritorious motions with a reasonable chance of 
success are filed at the appropriate stage of the case, and that meritless motions are not filed, or at 
least the time wasted on such motions is minimized. They are also intended to assist in ensuring that, 
when summary judgment motions are filed, the supporting papers focus on the key issue(s) without 
burdening the court with unnecessary or irrelevant arguments and evidence. These Best Practices 
recognize that no single approach will be applicable in all cases, and that flexibility is needed to 
address the unique circumstances of each case and any limitations with respect to the court’s 
resources, while recognizing the important purpose of Rule 56. Finally, these Best Practices 
recognize the responsibility of counsel to help ensure that the underlying purpose of Rule 56 is met 
without unduly burdening the courts or opposing parties. 


Best Practice 1 – Counsel should exercise sound judgment in determining 
whether and when to file motions for summary judgment or 
partial summary judgment, and file motions only when counsel 
truly believes that there are no genuine material facts in dispute 
and only to eliminate trial or to narrow significantly the scope 
of issues for trial. 


This Best Practice is self-explanatory. Counsel is responsible for starting the summary judgment 
process by filing a motion, along with its supporting papers and exhibits, demonstrating that there 
are no genuine and material facts in dispute. Counsel should always be mindful when doing so of the 
underlying purpose of Rule 56 and the burden on the court to review and rule on the motion. A 
summary judgment motion is not intended to “educate” the judge about the case, to be a discovery 
tool, to “smoke out” the other side’s position on a claim or defense, to gain settlement leverage, to 
be a substitute for a Daubert motion, to show that the opposing party is “the bad actor” in the case, 
or to disrupt the other side’s preparation of its case. Such goals are contrary to the purpose of Rule 
56 and motions filed for those purposes place an enormous and unnecessary burden on the courts 
and opposing counsel. Moreover, premature and ill-founded motions often have multiple adverse 
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consequences, including: (1) the moving party losing credibility in the case; (2) the court being less 
likely to consider future meritorious motions; and (3) the court restricting its summary judgment 
practices. 


Best Practice 2 – The court should retain control over the timing and number of 
summary judgment motions filed. 


Courts must strike a balance between the broad provisions of Rule 56 (“a party may file a motion 
for summary judgment at any time until 30 days after the close of all discovery”)3 and other 
provisions of the Federal Rules that give the courts tools to manage litigation, including Rule 16 (“At 
any pretrial conference, the court may consider and take appropriate action on . . . determining the 
appropriateness and timing of summary adjudication under Rule 56.”).4 In this balancing process, a 
guiding principle is always to seek “the just, speedy, and inexpensive determination of every action 
and proceeding.”5  


Currently, the Federal Rules permit the filing of a virtually unlimited number of summary judgment 
motions with almost no time limit. Whatever utility such a Hobbesian state of nature might have in 
litigation generally, it is not useful in patent litigation. Patent cases typically involve multiple patents, 
multiple claims asserted within each patent, multiple accused products, multiple theories of liability 
for infringement, alternative damage theories, and numerous statutory and common law defenses. 
Without some framework set by local rules or individual case scheduling orders, because of Rule 
56’s broad language, courts can find themselves beset by a series of motions for partial summary 
judgment filed at the convenience of the parties, not of the court. The Rules Commentary to the 
2009 Amendments acknowledge the need for court control: 


The presumptive timing rules are default provisions that may be altered by an order 
in the case or by local rule. Scheduling orders are likely to supersede the rule 
provisions in most cases, deferring summary judgment motions until a stated time or 
establishing different deadlines. Scheduling orders tailored to the needs of the 
specific case, perhaps adjusted as it progresses, are likely to work better than default 
rules. A scheduling order may be adjusted to adopt the parties’ agreement on timing, 
or may require that discovery and motions occur in stages—including separation of 
expert witness discovery from other discovery.  


Courts in patent cases should follow this lead and use the Rule 16(a) pretrial conference as the 
occasion (among other things) to confer meaningfully with the parties about summary judgment 
procedures. These can include the timing of summary judgment and thresholds to meet prior to 
filing for summary judgment. The Rule 16(b) order can then specify the timing, sequence, and 
procedure for summary judgment motions in each case. Courts should also consider reevaluating 
these issues as the case proceeds through periodic status conferences or other suitable procedures. 


Best Practice 3 – When considering thresholds or controls governing the filing and 
the timing of summary judgment motions, the court should remain 


                                                 
3  FED. R. CIV. P. 56(b). 


4   FED. R. CIV. P. 16(c)(2)(E). 


5  FED. R. CIV. P. 1. 
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mindful of the parties’ rights to summary judgment when the 
requirements of Rule 56 are met. 


Although the court should exercise its discretion to retain control over the timing and number of 
summary judgment motions, the court should also take care about requiring a threshold 
determination before a summary judgment motion may be filed. Such procedures might be viewed 
as prohibiting summary judgment motions altogether. Courts should balance, among other things, 
their limited resources in view of their docket responsibilities against the limited resources of parties 
who rely on the legal system to dispose of appropriate cases through summary judgment to avoid 
unnecessary litigation costs. 


A number of courts have experimented with procedures designed to limit or minimize summary 
judgment motions. For example, some courts, particularly those with a high volume of patent cases, 
have established procedures that require litigants to seek leave of the court before filing summary 
judgment motions, such as by an exchange of short letter briefs setting forth the issue in question 
and delineating why there are (or are not) material issues of fact. Some courts require a pre-motion 
conference prior to filing any papers, while others have a pre-motion hearing in conjunction with 
short letter briefs. Some courts have established rules that preclude the filing of summary judgment 
motions in certain contexts (e.g., based on the kind of case, such as an ANDA litigation, or on the 
kind of issue, such as inequitable conduct, where generally there is no right to a jury trial). Some 
courts have established rules that preclude filing summary judgment motions at an early stage of a 
case or specifically limit the number of motions that a party can file.6 


Courts using threshold procedures should identify on the record factors that lead the court to deny 
leave to file a motion. While certain contexts (e.g., when the issue or entire case will be tried to the 
bench) may inform a court’s discretion on “the appropriateness . . . of summary adjudication,”7 even 
when a bench trial is imminent, courts should not ignore the potential savings to be gained (for 
themselves and the parties) by considering issues on summary judgment. For example, it may be 
sufficiently clear that there are certain claims or defenses that can be disposed of on summary 
judgment, thereby reducing the time needed for the bench trial.  


Working Group 10 does not endorse any specific screening mechanism, but it does encourage the 
active involvement of the courts to improve the quality and efficiency of the summary judgment 
process and of counsel to file only summary judgment motions which are meritorious. It is 
understandable that some courts, who time and again receive summary judgment motions that lack 
merit, are poorly written, or obfuscate the underlying merits, constrain the filing of all summary 


                                                 
6  See, e.g., N.D. TEX. CIV. R. 56.2; E.D. VA. L. CIV. R. 56(C); The Honorable Chief Judge Leonard P. Stark, Patent 


Scheduling Order (non-ANDA), 17.a (revised June 2014), available at 
http://www.ded.uscourts.gov/sites/default/files/Chambers/LPS/PatentProcs/LPS-PatentSchedOrder-Non-
ANDA.pdf and Patent Scheduling Order (ANDA) 16 (revised 12/3/2013), available at 
http://www.ded.uscourts.gov/sites/default/files/Chambers/LPS/PatentProcs/LPS-PatentSchedOrder-ANDA.pdf; 
The Honorable Judge Sue L. Robinson, Briefing Guidelines in Complex Cases III.(a) (revised 12/3/2012), available at 
http://www.ded.uscourts.gov/sites/default/files/Chambers/SLR/Misc/Briefing_Guidelines-Complex_Cases-12-3-
13.pdf; The Honorable Judge Richard G. Andrews, Rule 16 Scheduling Order – Patent 11 (April 2012), available at 
http://www.ded.uscourts.gov/sites/default/files/Chambers/RGA/Forms/Rule16_Scheduling_Order-Patent.pdf. 


7  FED. R. CIV. P. 16(c)(2)(E). 



http://www.ded.uscourts.gov/sites/default/files/Chambers/LPS/PatentProcs/LPS-PatentSchedOrder-Non-ANDA.pdf

http://www.ded.uscourts.gov/sites/default/files/Chambers/LPS/PatentProcs/LPS-PatentSchedOrder-Non-ANDA.pdf

http://www.ded.uscourts.gov/sites/default/files/Chambers/LPS/PatentProcs/LPS-PatentSchedOrder-ANDA.pdf

http://www.ded.uscourts.gov/sites/default/files/Chambers/SLR/Misc/Briefing_Guidelines-Complex_Cases-12-3-13.pdf

http://www.ded.uscourts.gov/sites/default/files/Chambers/SLR/Misc/Briefing_Guidelines-Complex_Cases-12-3-13.pdf

http://www.ded.uscourts.gov/sites/default/files/Chambers/RGA/Forms/Rule16_Scheduling_Order-Patent.pdf
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judgment motions. The greater responsibility to control costs and improve efficiency lies with the 
bar to file only motions that are warranted by law and the truly undisputed material facts.  


The Working Group supports efforts to limit burdens and ensure that summary judgment motions 
comply with the purpose of Rule 56. However, care must be taken to ensure that a party’s right to 
summary judgment when the requirements of Rule 56 are met is not unduly or arbitrarily restricted.  


Accordingly, these Best Practices are intended as a flexible approach that balances the case 
management benefits of summary judgment with the potential burdens on the court and the 
litigants. 


B. Implementing Reasonable Limits on the Number and Timing of Summary 
Judgment Motions 


Best Practice 4 – The court may consider imposing reasonable limits on the number 
of summary judgment motions filed, while recognizing 
circumstances where multiple summary judgment motions are 
appropriate. In suitable cases, the court may consider permitting 
multiple motions at different stages of the case. 


Best Practice 5 – Counsel should proactively work with opposing counsel to identify 
those instances where multiple motions at different stages would 
be appropriate and only request the court to permit multiple 
motions when counsel believes it is truly warranted, considering 
the exceptional amount of time that each summary judgment 
motion requires of the courts. 


These Best Practices recognize that the potential burden associated with summary judgment 
motions can be a disincentive for courts to even entertain summary judgment motions, much less 
permit multiple motions during the course of a case. This potential burden can lead a court to 
impose automatic restrictions on the number and timing of summary judgment motions to protect 
the court’s already limited resources. However, such automatic restrictions may end up precluding 
summary judgment even in cases when it would be an effective case management tool. These Best 
Practices recognize that counsel should be careful to seek the opportunity to file multiple summary 
judgment motions infrequently and only in appropriate circumstances, and the courts should be 
open to the possibility of multiple motions in suitable cases. There may be instances where 
eliminating or narrowing issues at different stages of the case will benefit the court and the parties by 
reducing unnecessary effort and expense in continuing to litigate those issues. These benefits may 
not be limited to case-dispositive motions; the grant of even partial summary judgment can, in 
certain circumstances, provide an alternative avenue for disposing of the entire case, for example, by 
encouraging early settlement when a partial summary judgment impacts the potential economic 
value of the case. These Best Practices do not suggest that a multiple number of motions during the 
case should be the norm. Instead, they try to balance the need for reasonable restrictions while 
encouraging flexibility in appropriate circumstances. 


Best Practice 6 – In evaluating whether to implement an expedited procedure for 
early summary judgment motions, the court should consider 
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whether the benefit of that process in the particular case warrants 
entertaining such motions. 


Best Practice 7 – Counsel should proactively work with opposing counsel to establish 
suitable procedures to assist the court in evaluating the merits of 
having an early summary judgment process, and only request the 
court to permit such early motions when warranted. 


As noted previously, summary judgment motion practice is a taxing process for counsel, an 
expensive process for parties, and a time-consuming and potentially diversionary process for courts. 
Often the process results in a denial of the motion because the court concludes that there are 
material facts in dispute, but such a conclusion often comes only after considerable and unnecessary 
burden and expense have been incurred. These Best Practices recognize that there are instances 
where an early summary judgment motion might be a beneficial case management tool.8 Therefore, a 
procedure for evaluating the merits of such an early motion is helpful for both the court and 
counsel. 


One such procedure involves the court holding a hearing or conference to discuss the timing of 
summary judgment proceedings. A pre-motion hearing or conference can be held to replace or to 
supplement written submissions on the timing issue. Such a proceeding potentially allows for an 
efficient and cost effective method of assessing the relative merits of early or multiple summary 
judgment motions. The issue of timing can be addressed as part of the initial Rule 16 conference, 
during subsequent status and scheduling conferences, or in any other manner the court permits. 
Counsel need to meet and confer about the timing issues and only raise with the court early 
summary judgment motions or multiple summary judgment motions when such a process is 
warranted. Requesting conferences and hearings when there is only a strategic point to be made is 
wasteful of judicial resources. The goal is to permit the orderly evaluation (and reevaluation) of the 
appropriate use of motions for summary judgment or partial summary judgment. 


C. Practical Limits on the Moving Papers 


Best Practice 8 – Counsel should meet and confer about the length of summary 
judgment briefs, the number of statements of undisputed fact, and 
the number of exhibits, and request only reasonable limits on the 
submissions. The court should impose appropriate limits on these 
submissions as warranted in an individual case. 


Best Practice 9 – Counsel should exercise restraint in the number of motions and 
volume of supporting papers filed. 


These Best Practices recognize the need for reasonable limitations on the papers submitted in 
support of, or in opposition to, a summary judgment motion. Counsel sometimes err on the side of 
overinclusion for various reasons unrelated to improving the likelihood of the motion’s success. As 
a result, courts are too often confronted with voluminous materials that are not necessary or 
relevant.  
 


                                                 
8  For full discussion, see infra, Section II. 
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This leads some courts to establish general limitations on the papers associated with summary 
judgment motions. While such limitations can be justified, they should be reasonably tailored to a 
given case. The purpose of any limits should be to focus on the proper presentation of the relevant 
evidence that supports meritorious motions while reducing or eliminating the burden caused by the 
submission of irrelevant information. Suitable limits allow the court and counsel to focus on the key 
issues and merits raised by the motion and to address them in a fair and efficient way. These 
procedures potentially benefit: (a) the court by minimizing the need to review unnecessary 
information; (b) the moving party by, for example, keeping the focus on what is important (avoiding 
potential denial based on the existence of an immaterial issue of fact); and (c) the nonmoving party 
by, for example, reducing the time and expense of evaluating and responding to irrelevant and 
immaterial arguments and facts. These limits benefit both the court and counsel by focusing 
motions on specific, dispositive issues.  


Best Practice 10 – The court should consider requiring the movant to include a 
statement of undisputed facts supported by the record, and 
requiring the opposing party to respond with a counter-statement 
of facts pointing to the record to show genuine issues of material 
fact disputes. 


Some courts have adopted rules that require a party seeking summary judgment to identify with 
specificity the facts of record that underlie a decision on the proffered issue and show that those 
facts are not in dispute. Some courts require a statement of undisputed facts to accompany the 
motion and require the opposing party to submit a point-by-point counter-statement identifying the 
facts in dispute and the supporting record evidence.9 Some courts include limits on the number of 
separately-numbered paragraphs that can be submitted.10 Additional variations include requiring the 
opposing statements be combined in a single document and implementing page limits.  


Best Practice 11 – Lead counsel should carefully review any summary judgment 
motion prior to filing to verify that the motion is timely and well 
founded. 


Best Practice 12 – The court should consider requiring the movant to submit a 
certification from lead counsel verifying that counsel has carefully 
reviewed the motion prior to filing and believes no genuine 
material issues are in dispute and the motion is well founded. 


These Best Practices are intended to require greater involvement by lead counsel in supervising both 
the timing and merits of a summary judgment motion and the accompanying papers. Ideally, lead 
counsel should have this level of involvement in all significant court filings—with or without a 
separate certification requirement. However, summary judgment motions are often drafted by junior 
attorneys who might feel it necessary to include multiple issues, arguments, and exhibits, regardless 
of how tenuous, to avoid being criticized for missing something. This raises the question of whether 


                                                 
9  See, e.g., D.N.J. L.CIV.R. 56.1(a); E.D. TEX. LOCAL RULE CV-56(a)(2) and (b)(2); W.D. PA. LCVR 56(B)(1); The 


Honorable Joy Flowers Conti (W.D. Pa.), Rules For Pretrial and Trial Matters, Rule 3.F.c (i), (ii) and (v), available at 
http://www.pawd.uscourts.gov/documents/judge/conti_pp.pdf (last visited Oct. 11, 2015). 


10  See, e.g., N.D. Ill. LR56.1 (“Absent prior leave of Court, a movant shall not file more than 80 separately-numbered 
statements of undisputed material fact.”). 



http://www.pawd.uscourts.gov/documents/judge/conti_pp.pdf
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there is sufficient oversight by lead counsel to ensure the filing is well-founded and that the 
supporting materials are relevant to the issues raised by the motion. These Best Practices are 
intended to curb premature and ill-advised motions by requiring lead counsel to be fully involved in 
the decisions of whether to file the motion and what to include in the supporting papers. Requiring 
a certification would help ensure such involvement. In cases involving multiple plaintiffs or 
defendants represented by separate lead counsel, these Best Practices should be followed by counsel 
taking the lead role, either on behalf of one party or multiple parties.  


Many of the participants, including several of the judges, on the team drafting this chapter felt that 
this procedure would help in limiting the number of improper or unfounded summary judgment 
motions. A few members, including one judge, while not generally opposed to this proposal, raised 
questions about whether it would actually reduce the inappropriate use of the summary judgment 
process. 


Best Practice 13 – Counsel should meet and confer about whether oral argument for a 
summary judgment motion is necessary and should only request 
argument when necessary. The court should hold an oral 
argument on summary judgment motions when requested to do 
so absent compelling reasons for not doing so. 


This Best Practice recognizes that, in light of the complex nature of most patent cases, there are 
significant benefits derived from a summary judgment oral argument and that such arguments 
should be held when requested. The benefits include affording the court a chance to ask questions 
and to clarify important points raised in the motion papers, especially when the Markman and 
summary judgment proceedings are consolidated. An oral argument might also help narrow the 
dispute and further crystallize the relevant issues, as well as provide guidance on whether there are 
genuine issues of material fact that preclude summary judgment. However, there are also reasons for 
a court not to hear oral argument, such as where the court can determine from the briefing alone 
that disputed issues of material fact exist or that the motion was filed for an improper purpose. As 
alternatives, the court can hold a conference in advance to determine whether a full oral argument is 
necessary, or can consider whether a telephonic conference to address specific questions the court 
may have is an acceptable substitute for full oral argument.  
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II. Early Summary Judgment  


When used properly, early summary judgment practice can eliminate baseless claims or defenses, 
reduce discovery and trial costs for theories that do not survive, and even dispose of cases entirely 
before any significant discovery occurs. Sophisticated plaintiffs and defendants alike should welcome 
resolution of critical and case-dispositive theories or defenses early in an action and before major 
investment is made for fact and expert discovery. Even the denial of motions may lead to quick 
settlements if a litigant’s core theory is found to involve questions of fact and therefore not 
amenable to summary judgment.  


A court that routinely permits early summary judgment motions, however, risks being subjected to 
motions that have no business being brought before all discovery is complete, and “shotgun” 
motions that throw up a number of theories in hopes that one will stick. At times, motions are filed 
not because the movant expects to win, but because the movant hopes to “educate the judge” about 
its theory of the case; this creates an unnecessary burden on the court and a significant wasted 
expense for the parties. There are many appropriate ways to assist the court without filing 
unwarranted summary judgment motions. 


Working Group 10 recommends a number of best practices designed to balance these competing 
considerations.  


Best Practice 14 – Early in the litigation, counsel should meet and confer to consider 
whether the court should be requested to entertain any case-
dispositive, substantially narrowing, or immediately appealable 
issues requiring limited discovery that are suitable for early 
summary judgment or partial summary judgment. The court 
should not hesitate to grant such a request when warranted. 


Rule 16 of the Federal Rules of Civil Procedure seeks to advance important policies of “expediting 
disposition of the action,” ensuring a case “will not be protracted,” “discouraging wasteful pretrial 
activities,” and “facilitating settlement.”11 Summary judgment is one obvious tool available to 
counsel and the court to achieve these goals by resolving appropriate cases without the high costs of 
a trial, or by narrowing cases to reduce costs and to encourage settlement. Summary judgment 
motions can be brought “at any time until 30 days after the close of all discovery.”12  


A number of the district courts with the busiest patent dockets have enacted local rules or standing 
orders that require litigants to file joint case management statements, joint proposed scheduling 
orders, and other similar documents as part of their Rule 26(f) report in advance of a Rule 16 
scheduling conference with the court.13 As a result of these submissions and scheduling conferences, 


                                                 
11  FED. R. CIV. P. 16(a). 


12  FED. R. CIV. P. 56(b). 


13  See, e.g., N.D. CAL. CIVIL L.R. 16-9(a); C.D. CAL. L.R. 26-1; The Honorable Leonard Stark (D. Del.), Patent 
Scheduling Order (non-ANDA) and (ANDA), available at http://www.ded.uscourts.gov/judge/chief-judge-leonard-p-
stark (last visited Oct. 11, 2015); The Honorable Amy J. St. Eve (N.D. Ill.), Form Status Report, available at 
http://www.ilnd.uscourts.gov/home/JUDGES/ST_EVE/initstatrpt.pdf (last visited Oct. 11, 2015). 



http://www.ded.uscourts.gov/judge/chief-judge-leonard-p-stark

http://www.ded.uscourts.gov/judge/chief-judge-leonard-p-stark

http://www.ilnd.uscourts.gov/home/JUDGES/ST_EVE/initstatrpt.pdf
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the district court will set a case schedule, impose limits on discovery, and may also put into place 
certain rules unique to a given case. For example, the court may place limits on asserted claims or 
accused products, or it may relate, coordinate, or consolidate cases involving similar claims of 
infringement.  


While some courts have entertained requests for early summary judgment motions on an ad hoc 
basis, a best practice would be for courts to systematically require litigants to identify at the 
beginning of the case any issues that may make it a good candidate for early summary judgment. For 
example, the local rules in the Central District of California require parties to identify in their Rule 
26(f) report “[t]he dispositive or partially dispositive motions which are likely to be made, and a 
cutoff date by which all such motions shall be made.”14 The mere raising of the issue in the report 
and conference does not mandate that the court allow any early summary judgment motions.  


By further requiring a party to identify specific claims or defenses that may be resolved early and 
with minimal or no discovery, courts can consider opportunities for “expediting disposition of the 
action”—or at least a substantial portion of the action—and for avoiding “wasteful pretrial 
activities” that impose needless burden and expense on both the court and the parties.15 In 
addressing opportunities to resolve a substantial portion of the action early, the court and the parties 
can consider whether early summary judgment motion might significantly reduce the number of 
accused products, asserted patents, or asserted prior art references.  


By addressing potential early summary judgment motions during Rule 16 proceedings, the court can 
advise the parties of its preferences and expectations. For example, the court and the parties can 
consider at this initial stage whether summary adjudication of infringement or validity might 
appropriately encourage the parties to seek an appeal before the damages phase,16 thereby allowing 
the court to avoid a trial on damages unless and until liability is confirmed. At the same time, courts 
have an opportunity to discourage motions that would better be brought after substantial discovery, 
or which are not well-taken for other reasons.17  


Rule 16 proceedings are a convenient time to raise potential early summary judgment motions. 
Addressing potential summary judgment motions would be a natural adjunct to the issues of 
scheduling and discovery that already must be addressed by all involved, and need not add 
substantial work for litigants or the court.  


Best Practice 15 – The court should consider permitting parties to file early summary 
judgment motions if they are focused and would dispose of or 
substantially reduce the scope of an action. 


Determining whether to permit parties to file early summary judgment motions is not easily 
governed by hard-and-fast rules. Courts need to make such a determination based on a number of 
factors and, ultimately, the judge’s instincts. Among these factors is the confidence the court has in 
the parties’ representations that the motion will resolve or have a major impact on the action, the 


                                                 
14  C.D. CAL. L.R. 26-1(b). 


15  FED. R. CIV. P. 16(a). 


16  See Robert Bosch, LLC v. Pylon Mfg. Corp., 719 F.3d 1305, 1317 (Fed. Cir. 2013) (en banc). 


17  See FED. R. CIV. P. 56(d)(2) (stating that courts may “allow time . . . to take discovery” when justified). 
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level of sophistication of the technological dispute underlying the motion, the extent of discovery 
needed, whether the issue is exclusively or primarily a matter of law, and whether the issue will 
devolve into a “battle of the experts.”  


These Best Practices are not an attempt to provide an exhaustive list of issues and there are too 
many variables to pre-decide the question reliably across all cases. But in general, some issues are 
likely to be more amenable to early summary judgment than others. For one, because patent 
eligibility under 35 U.S.C. § 101 is a question of law,18 courts may often be able to resolve § 101 
defenses early in an action before significant discovery and even, in appropriate cases, before claim 
construction.19  
 
Similarly, claim construction is also a matter to be decided by the court,20 and when infringement or 
noninfringement may be easily determined by the construction of a small number of terms that 
cover all or most of the asserted claims, an early motion for summary judgment or partial summary 
judgment may be beneficial and, in some circumstances, even a partial summary judgment may be 
immediately appealable. Although infringement itself is not a pure legal question, there are instances 
in which resolution of the meaning of a key term or two will result in there being no genuine 
questions of fact, and so warrant early summary judgment. In these instances, courts may choose to 
permit limited discovery into whether the subject term(s) are practiced under the competing claim 
constructions, and employ abbreviated claim construction proceedings based only on the subject 
term(s).  


As one illustrative example, the Eastern District of Texas addressed the construction of a single 
term—“display being pivotally mounted on said housing”—and then granted summary judgment of 
noninfringement because all of the defendants’ accused devices were incapable of pivoting.21 Given 
the binary claim construction issue (i.e., whether fixed displays were within the scope of the claims) 
and the relatively simple technology at issue, summary judgment was warranted once the disputed 
term was construed.  


Closely aligned with claim construction, the legal question of indefiniteness is also one that may be 
conducive to early resolution on summary judgment, especially where evidence establishing the 
knowledge of a person of ordinary skill in the art is unnecessary or undisputed.22 And, other issues 


                                                 
18  In re Ferguson, 558 F.3d 1359, 1363 (Fed. Cir. 2009). 


19  See, e.g., Ultramercial, LLC v. Hulu LLC, 657 F.3d 1323, 1325 (Fed. Cir. 2011) (“Indeed, because eligibility is a ‘coarse’ 
gauge of the suitability of broad subject matter categories for patent protection . . . claim construction may not always 
be necessary for a § 101 analysis.”) (internal citation omitted) (citing Bilski v. Kappos, 561 U.S. 593, 130 S.Ct. 3218, 
3231 (2010) (finding subject matter ineligible for patent protection without claim construction). The Sedona 
Conference WG10 has a drafting team developing proposed best practice recommendations on the subject of § 101 
motions post-Alice Corp. v. CLS Bank Int’l, ___ U.S. ___, 123 S.Ct. 2347 (Mar. 31, 2014). Once any proposals are 
finalized and adopted, then such proposals will be incorporated into the WG10 Case Management Issues from the 
Judicial Perspective Chapter. 


20  Cybor Corp. v. FAS Techs., Inc., 138 F.3d. 1448, 1455 (Fed. Cir. 1998) (en banc); Lighting Ballast Control LLC v. 
Philips Elecs. N. Amer. Corp., 744 F.3d. 1272, 1277–78 (Fed. Cir. 2014) (en banc). 


21  See Raylon, LLC v. Complus Data Innovations, Inc., 700 F.3d 1361 (Fed. Cir. 2012). 


22  See Default Proof Credit Card Sys., Inc. v. Home Depot U.S.A., Inc., 412 F.3d 1291, 1302 (Fed. Cir. 2005); see also 
Nautilus, Inc. v. Biosig Instruments, Inc., 134 S.Ct. 2120 (2014) (vacating and remanding the appellate court’s reversal of 
the district court’s grant of summary judgment for invalidity based on indefiniteness, stating that “[]i]n place of the 
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that hinge largely on questions of law—such as, for example, standing, implied license, or 
interpretation of a license agreement—may be among the appropriate candidates for early summary 
judgment. 


Best Practice 16 – For claim-construction-dependent summary judgment motions, 
counsel should identify the term(s) that require construction, and 
demonstrate how construction of the term(s) would be case-
dispositive. 


A summary judgment motion that depends on the outcome of claim construction often may be less 
amenable to early motion practice than other candidate motions. Litigants will frequently disagree as 
to whether a proposed construction will be case- or issue-dispositive, and courts often fashion their 
own constructions instead of adopting those proposed by the parties, thus adding uncertainty into 
the analysis. On the other hand, there are often cases in which the determination of the meaning of 
a single term, or a small number of terms, will clearly be case- or issue-dispositive.  


To assess early on whether the claim construction dispute(s) might resolve an action in whole or 
large part, it is a best practice for courts to require litigants requesting an early motion to identify in 
advance the specific term or terms that require construction and how the proposed construction will 
dispose of or narrow the action. Courts can then evaluate whether the term to be construed is found 
in all asserted claims, whether the dispute over its meaning is binary between the parties and 
therefore likely to have a major impact on the case, and whether the construction of the term is 
likely to have that impact without the need for substantial discovery.  


The fact pattern in Nystrom v. Trex provides a useful example.23 In that case, the asserted claims 
recited a flooring “board” with certain characteristics. All of the accused products included boards 
made of a composite of wood fibers and recycled plastic; none were pure wooden boards. After the 
district court construed the term “board” to be limited only to wooden boards, the plaintiff 
conceded noninfringement. These facts were good ones for early summary judgment. If a court is 
able to determine early on that a construction of a single core term—like “board” in Nystrom—has a 
reasonable chance of resolving the case, it can choose to permit an early summary judgment motion 
with an attending Markman proceeding only on this term, and potentially resolve the action before 
significant discovery costs are incurred.  


Best Practice 17 – The court should consider employing “countermeasures” against 
improper summary judgment filing practice, including, for 
example, fee shifting, required stipulations, and limits on future 
summary judgment motions. 


To protect against summary judgment motions being brought early for delay or other improper 
tactical purposes, the court can utilize a number of techniques.  


                                                 
‘insolubly ambiguous’ standard, we hold that a patent is invalid for indefiniteness if its claims, read in light of the 
specification delineating the patent, and the prosecution history, fail to inform, with reasonable certainty, those skilled 
in the art about the scope of the invention.”). 


23  Nystrom v. Trex Co., Inc., 424 F.3d 1136 (Fed. Cir. 2005). 
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For one, the court can require formal stipulations that ensure the issue is case-dispositive. One 
example of this would be requiring stipulations about how an accused product does or does not 
meet the claims in relation to the competing proposed constructions. A court can hold a pre-motion 
conference in which the parties stipulate that the accused product functions in a certain way or 
includes a specific composition that will or will not fall within the claims under a given 
construction—e.g., the pivoting display in Raylon and the wooden “board” in Nystrom—and that 
little or no discovery is required to show this function or composition. Then, after an early Markman 
determination for that term, the court may be in a position to enter summary judgment depending 
on how the core term was construed.  


Fee shifting would be another way to discourage premature or meritless motions. A court can 
caution a party seeking to bring an early motion for summary judgment that should the court 
ultimately find the motion clearly lacking in merit, prematurely brought before necessary discovery 
could take place, or not sufficiently focused for an early motion, the court might consider awarding 
fees to the nonmovant.24 


Many courts limit the number of summary judgment motions that can be brought by a party. These 
limits can be used to safeguard against ill-timed summary judgment motions; the court can permit an 
early summary judgment motion, but warn the movant that, like potential fee shifting, if the motion 
is ultimately one that should not have been brought, then the party will not be permitted to file later 
motions.  


These “countermeasures” against improper early motions can all be discussed at the Rule 16 
conference, at which courts can question counsel to agree on the implications of an early motion, or 
may uncover equivocation that makes the motion suspect.  


Best Practice 18 – The court should not stay discovery on issues unrelated to early 
summary judgment motions unless both parties agree the issue is 
dispositive. 


Once a court decides to permit an early summary judgment motion, it faces the questions whether 
to permit discovery related to the motion, and whether to tailor the schedule to stay all unrelated 
discovery or other proceedings until the motion is decided. A general rule or practice of staying an 
action completely before deciding an early summary judgment motion is not advised because such a 
standard practice would all too frequently cause prejudicial delay if the motion is denied.  


For the most part, if both parties genuinely believe that an early summary judgment motion will be 
case-dispositive, they are likely to self-regulate and limit discovery on their own (either by agreement 
or simply by their conduct) until the motion is resolved. Having recognized that, should the 
circumstances warrant, or if the parties both stipulate, limiting the first phase of a case to a 
substantial issue (e.g., § 101 or standing issues) may often be the most efficient and cost-effective 
way to proceed.  


                                                 
24  The Sedona Conference WG10 has a drafting team developing proposed best practice recommendations on the 


subject of attorney fee-shifting/exceptional case determinations post-Octane Fitness, LLC v. ICON Health & Fitness, 
Inc., ___ U.S. ___, 134 S.Ct. 1749 (Apr. 29, 2014) and Highmark, Inc. v. Allcare Health Management System, Inc., 
___ U.S. ___, 134 S.Ct. 1744 (Apr. 29, 2014). Once any proposals are finalized and adopted, then such proposals will 
be incorporated into the WG10 Case Management Issues from the Judicial Perspective Chapter. 







The Sedona Conference Commentary on Patent Litigation Best Practices: Summary Judgment                    October 2015 


14 


III. Summary Judgment and 


Claim Construction  


 
As different courts adopt different case management schedules, the claim construction process may 
occur at significantly different points in cases. While many courts consider claim construction before 
the close of fact discovery, others address Markman issues only after discovery is completed. 
Working Group 10 does not take any position about which procedure is better. However, these 
differing procedures lead to differing best practices when considering summary judgment motions. 


In discussing the best practices regarding the relationship between the claim construction process 
and consideration of summary judgment motions, this section first addresses some general 
procedures that apply to the relationship between claim construction and summary judgment in all 
cases. Next, the section divides the continuum of possible schedules into two general approaches. 
The first approach addresses cases that complete claim construction prior to the close of fact 
discovery. The second approach addresses cases in which the claim construction proceedings are 
addressed later, after the close of fact discovery.  


A. General Procedures for Claim Construction and Summary Judgment  


Best Practice 19 – Counsel should attempt to stipulate to a technology tutorial 
presenting the court with an explanation of the patented 
invention, a description of the prior art, and a “technology 
timeline.” 


In almost all patent cases, before or at the beginning of the Markman process, the parties provide the 
court with a technology tutorial describing the basics of the patented invention. Litigants should 
attempt to agree on the content of the basic tutorial, rather than developing costly competing 
tutorials developed separately but in parallel. Where they cannot agree, often the patentee presents 
its tutorial and then the accused infringer presents a supplemental tutorial only addressing any 
disputed or additional points. A combined oral argument for Markman issues and for summary 
judgment (as discussed in detail below) presents an opportunity for the parties to coordinate on a 
joint tutorial addressing not only the patent at issue, but also agreed-upon prior art, as well as 
agreed-upon descriptions and depictions of the accused products or methods.  


There is a benefit to presenting the court with the pertinent prior art, the disclosure of the patented 
invention, and the accused products in sequence at a combined oral argument addressing both claim 
construction and summary judgment. Whether in tutorial or argument form, a “technology timeline” 
reflects the nature of the development in the art. The accused infringer likely will argue that the 
patented invention is, at a minimum, obvious in view of the prior art, and the patentee will argue 
that the accused products or processes are, at a minimum, an equivalent variant of the claimed 
invention. Still, presentation of the prior art, patent, and products at issue in sequence can put these 
debates in perspective for the court. The “technology timeline” may not ultimately reflect the 
development of the relevant technology in true chronological order, but can provide the court with a 
background against which it can more readily assess whether (and how) the patent added to the 
prior art, and whether (and how) the accused products are distinguishable from the claims.  
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Best Practice 20 – The court and counsel should distinguish and treat separately 
summary judgment issues dependent on claim construction from 
those independent of claim construction. 


A court may be presented with three categories of issues at the claim construction/summary 
judgment phase of the case:  


(1) claim construction issues that are independent of summary judgment;  


(2) summary judgment issues that are dependent on claim construction rulings; and/or  


(3) summary judgment issues that are independent of claim construction.  


Litigants should apprise the court as to which issues and arguments fall into which of the above 
categories. 


The goal of providing this information to the court is to facilitate the court’s review of the issues to 
be decided during and following claim construction. The briefing and appendices presented to the 
court at the Markman/summary judgment stage are often voluminous. The court has a limited 
amount of time to work on the case; that time is best utilized by considering the legal issues 
presented, and not searching for factual information, or determining which issues remain to be 
decided after threshold determinations are made.  


Often, litigants make legal arguments in their summary judgment briefs without specific reference to 
particular (independent and/or dependent) patent claims. Unless summarized on a joint claim chart, 
the court may not be aware of which claims are at issue when it is resolving the proper construction 
of a claim term. Categorization of the pending Markman issues alleviates at least some of the court’s 
burden in going back and forth between the patent, claim charts, Markman briefs and appendices, 
and summary judgment briefs and appendices in order to determine which issues and which 
evidence affect which claims.  


There are several mechanisms by which litigants can identify claim-construction-dispositive 
summary judgment issues. Where local rules or an individual judge’s practices permit the filing of 
multiple summary judgment briefs, litigants should file separate claim-construction-dependent 
summary judgment motions and claim-construction-independent summary judgment motions. A 
roadmap to the issues, patent claims, and accused products should be provided. A listing of claims 
and the issues affecting each should also be provided in chart form, usually as part of the appendix, 
or later by letter submission. In short, litigants should not underestimate the value to the court of 
categorization and organization of the issues.  


B. Best Practices for Cases with “Early” Claim Construction Scheduled for Before the 
Close of Fact Discovery 


In patent cases where a claim construction ruling is scheduled for before the completion of fact 
discovery, summary judgment motions are not normally joined with the claim construction process. 
With such a schedule, it often makes sense to allow the parties the opportunity to file summary 
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judgment motions based on the claim construction ruling shortly after the claim construction order 
issues.25  
 


Best Practice 21 – For cases with “early” claim construction proceedings, summary 
judgment motions dependent only on the court’s claim 
construction should be allowed shortly after the claim 
construction order issues. 


Where claim construction occurs relatively early, it can be beneficial to the court for the parties to 
identify during the claim construction process why the construction of certain terms is important 
and what issues, such as infringement or validity, may be affected by the construction. The parties 
should also identify for the court any issues for which summary judgment motions are likely after a 
claim construction order.  


It can be efficient and useful for both the parties and the court for there to be a period of time, 
shortly after an “early” Markman order, during which the parties may file summary judgment 
motions that are based only on the claim construction ruling. The court and the parties should 
realize, however, that not every claim construction ruling will lead to one or more issues being ripe 
for summary judgment. 


Claim-construction-dependent summary judgment motions often concern issues such as 
infringement, anticipation, or indefiniteness that may turn solely on the construction of the claims 
and often can be resolved with the agreement of the parties that there is no factual dispute once the 
scope of the claim is determined. This can happen, for example, when the parties agree on the 
elements that are present in accused devices or on the nature of the prior art disclosures.  


One advantage of having such motions filed after the claim construction ruling (rather than 
concurrently with claim construction briefs) is that the motions can address the specific claim 
construction adopted by the court. Thus, these motions, unlike ones considered concurrently with 
claim construction, can often be shorter because there is no need to have alternate arguments that 
depend upon the respective proposed claim constructions. This procedure also eliminates the risk 
that the summary judgment briefing will not address the court’s actual construction ruling when the 
court adopts a claim construction that neither party proposed. 


In many cases, a Markman order leaves no genuine dispute of material fact on one or more issues. 
Allowing some definite, discrete, and short timeframe after the order for summary judgment 
motions of this type to be brought allows the parties and the court to dispose of entire cases, or, at 
the least, eliminate certain arguments and evidence from the litigation, resulting in reduced time and 
costs in the litigation. In appropriate cases, there will be no reason for continued proceedings where 
the practical result of the Markman process is that an issue, whether infringement or validity, is either 
moot or determinative of the result in the case. 


                                                 
25  This procedure should be contrasted with the earlier section of this chapter that related to early summary judgment 


motions that may be appropriate before there is any discovery in the case and, in some cases, prior to the claim 
construction process.  







The Sedona Conference Commentary on Patent Litigation Best Practices: Summary Judgment                    October 2015 


17 


C. Best Practices for Cases with the Claim Construction Process Scheduled for After the 
Close of Fact Discovery 


For patent cases where a claim construction ruling is scheduled for after the completion of fact 
discovery, the court is in effect considering claim construction issues and summary judgment 
motions at relatively the same stage in the case. The Working Group applies a slightly different set 
of best practices for these cases, as outlined below.  


1. Coordinated Briefing 


Coordinated or concurrent Markman/summary judgment scheduling can be effective in reducing the 
number of claim terms at issue. The parties, as well as the court, may better understand what terms 
are actually significant to the case and in need of construction. In addition, consolidated 
consideration of Markman issues and summary judgment allows the court the benefit of 
understanding the context for claim construction. Given their dockets, limited resources, and 
responsibilities spanning many subject areas, many courts prefer to consider the technology involved 
in a patent case just once pretrial, rather than climbing the learning curve on a particular technology 
repeatedly (once at the Markman stage and again at summary judgment). The Working Group 
recognizes that many courts do not normally consider coordinated or concurrent 
Markman/summary judgment briefing, but the Working Group considers it to be a viable option in 
particular cases, and a best practice to consider in the scheduling process. 


Best Practice 22 – Counsel should consider requesting that the court schedule 


Markman and summary judgment concurrently when the parties 
identify multiple dispositive issues that turn on claim 
construction. 


Scheduling concurrent consideration of Markman issues and summary judgment motions achieves 
the goal of allowing the court to climb the learning curve only once in each case. Of course, this 
should only be favored where there are summary judgment motions that are dependent on claim 
construction. If none of the contemplated summary judgment motions are dependent upon the 
results of claim construction, there may be little to no reason to consider them concurrently. Where 
the issues are plainly interrelated, concurrent review may result in a deeper immersion into the 
technology and broader exposure to the art, than would result if the court separately considered 
issues of claim construction and summary judgment.  


Concurrent Markman/summary judgment proceedings may also lead to better organization and 
coordination of the parties’ arguments. To facilitate consideration by the court, the parties’ papers 
should be organized into the three categories noted above—claim construction issues that are 
independent of summary judgment; summary judgment issues dependent on claim construction; and 
summary judgment issues that are independent of claim construction. Preparation for consolidated 
consideration and a consolidated oral argument will require litigants to decide which arguments are 
tied together and should be presented together. The result, in most cases, is a more streamlined 
presentation, highlighting “cause and effect” where a Markman ruling will be case-dispositive. 


Depending on the type of claims, the court’s articulation of the “meaning of a claim term to a 
person of ordinary skill in the art at the time of the invention” may not resolve precisely how that 
meaning is to be applied in the context of infringement/noninfringement and invalidity/validity 
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arguments. For example, the definition may not speak to exclusions.26 As another example, the 
definition may itself contain terms that the parties deem subject to multiple interpretations. 
Awareness of copending summary judgment issues at the time the claim terms are construed may 
alleviate these issues. While a court need not alter the proper definition to take into account 
summary judgment positions,27 it may include in its order or opinion an explanation as to whether 
particular embodiments or examples are included in, or excluded from, the scope of the adopted 
construction, or as to whether a fact issue remains. 


Best Practice 23 – Where the court considers Markman and summary judgment 
issues concurrently and determines that the proper claim 
construction does not align with the proposal of either party, 
counsel should inform the court whether and how the court’s 
construction affects summary judgment. 


Sometimes a court will adopt a claim construction that is not identical to the proposal of either 
party. For example, the court may rephrase the principles articulated by one side, delete (what it 
deemed to be) superfluous terms, or condense a long definition into its core concepts. The court can 
also elect to construe a phrase rather than a single term, or vice versa, or differently parse a disputed 
phrase. Litigants may reasonably argue that even minor changes alter the ultimate import of the 
adopted construction. Accordingly, where it has been argued that no genuine issues of material fact 
exist under one specific construction or another, revisions to the construction may affect whether 
summary judgment may be appropriate. 


A benefit of the court considering Markman and summary judgment issues together is that such a 
scenario can be explored by the court at oral argument. One downside of considering those issues 
together is that, if the oral argument itself guides the court to adopt a slightly different version of a 
party’s construction, or if the court settles on a modified construction during the process of drafting 
its rationale, certain of the parties’ summary judgment motions may be nullified or rendered 
superfluous.  
 
The court should not be left without guidance as to what extent the parties’ summary judgment 
arguments may be affected by an alteration to the construction. Thus, some form of supplemental 
submission may be helpful; for example, a short supplemental letter briefing addressing the issues 
may be useful to the court and, ultimately, conserve court resources.  


The court can, alternatively, deny copending summary judgment motions that the parties identified 
as being dependent on claim construction in any situation where the court adopts a modified 
construction. In some cases, an altered construction does not create a truly “genuine” issue of 
material fact, and a perfunctory denial may leave a clear issue of law unanswered.  


By the time the pretrial order is submitted or the pretrial conference held, the court has a limited 
timeframe to consider outstanding issues requiring its decision. An earlier mechanism to alert the 


                                                 
26  See Linear Tech. Corp. v. Int’l Trade Comm’n, 566 F.3d 1049, 1059–60 (Fed. Cir. 2009) (finding error for a 


construction adding a negative limitation absent a basis in the patent specification for doing so); see also Cohesive 
Tech., Inc. v. Waters Corp., 543 F.3d 1351, 1367 (Fed. Cir. 2008) (“[I]t is not appropriate for the court to construe a 
claim solely to exclude the accused device.”).  


27  Id. 
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court about the effects of its construction on the parties’ summary judgment motions mitigates 
against this problem.  


2.  Consolidated Oral Argument 
 


Best Practice 24 – When claim construction and summary judgment are being 
considered at the same time, counsel should request, and the 
court should hold where feasible, consolidated oral argument on 


Markman issues and related summary judgment motions. 


Consolidated oral argument is a useful tool for both the parties and the court in cases where claim 
construction is determined after the close of fact and expert discovery. Regardless of the manner of 
briefing, a consolidated oral argument for Markman and summary judgment allows for a streamlined 
presentation of the patented technology and of the most pertinent claim construction issues, and a 
more focused argument about why resolution of these issues may be case- or issue-dispositive.  


The court gains more familiarity with the technology at issue by considering the specification and 
intrinsic record alongside the most pertinent prior art and/or the accused products. There is a 
limited window in which to review and interpret the claims in a particular case, and the litigants 
cannot unilaterally expand this time frame. The court’s limited time is maximized by requiring the 
litigants to present multiple, related issues in a coherent fashion.  


The Working Group considers it a best practice for courts normally to hold oral argument on 
summary judgment motions, but recognizes that some courts may not do so. WG10 submits that in 
particular where the court is going to hear oral argument on both Markman issues and summary 
judgment issues, having a consolidated oral argument is beneficial to the parties and the court. 
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Appendix A: The Sedona Conference Working 


Group Series & WGS Membership Program 


 


“DIALOGUE 


DESIGNED 


TO MOVE 


THE LAW 


FORWARD 


IN A 


REASONED 


AND JUST 


WAY.” 


The Sedona Conference was founded in 1997 by Richard Braman in pursuit 
of his vision to move the law forward in a reasoned and just way. Richard’s 
personal principles and beliefs became the guiding principles for The 
Sedona Conference: professionalism, civility, an open mind, respect for the 
beliefs of others, thoughtfulness, reflection, and a belief in a process based 
on civilized dialogue, not debate. Under Richard’s guidance, The Sedona 
Conference has convened leading jurists, attorneys, academics, and experts, 
all of whom support the mission of the organization by their participation 
in conferences and the Sedona Conference Working Group Series (WGS). 
After a long and courageous battle with cancer, Richard passed away on 
June 9, 2014, but not before seeing The Sedona Conference grow into the 
leading nonpartisan, nonprofit research and educational institute dedicated 
to the advanced study of law and policy in the areas of complex litigation, 
antitrust law, and intellectual property rights. 


The WGS was established to pursue in-depth study of tipping point issues 
in the areas of antitrust law, complex litigation, and intellectual property 
rights. It represents the evolution of The Sedona Conference from a forum 
for advanced dialogue to an open think tank confronting some of the most 
challenging issues faced by our legal system today.  


A Sedona Working Group is created when a “tipping point” issue in the law 
is identified, and it has been determined that the bench and bar would 
benefit from neutral, nonpartisan principles, guidelines, best practices, or 
other commentaries. Working Group drafts are subjected to a peer review 
process involving members of the entire Working Group Series including—
when possible—dialogue at one of our regular season conferences, resulting 
in authoritative, meaningful, and balanced final commentaries for 
publication and distribution.  


The first Working Group was convened in October 2002 and was dedicated 
to the development of guidelines for electronic document retention and 
production. Its first publication, The Sedona Principles: Best Practices 
Recommendations & Principles Addressing Electronic Document 
Production, has been cited favorably in scores of court decisions, as well as 
by policy makers, professional associations, and legal academics. In the 
years since then, the publications of other Working Groups have had 
similar positive impact.  


Any interested jurist, attorney, academic, consultant, or expert may join the 
Working Group Series. Members may participate in brainstorming groups, 
on drafting teams, and in Working Group dialogues. Membership also 
provides access to advance drafts of WGS output with the opportunity for 
early input. For further information and to join, visit the “Working Group 
Series” area of our website, https://thesedonaconference.org/wgs.



https://thesedonaconference.org/wgs
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Appendix B: The Sedona Conference 


Working Group 10 on Patent Litigation 


Best Practices—List of Steering Committee 


Members and Judicial Advisors 


The Sedona Conference’s Working Group 10 on Patent Litigation Best Practices Steering 
Committee Members and Judicial Advisors are listed below. Organizational information is included 
solely for purposes of identification. 
 
The opinions expressed in publications of The Sedona Conference’s Working Groups, unless 
otherwise attributed, represent consensus views of the Working Groups’ members. They do not 
necessarily represent the views of any of the individual participants or their employers, clients, or any 
organizations to which they may belong, nor do they necessarily represent official positions of The 
Sedona Conference. Furthermore, the statements in each publication are solely those of the non-
judicial members of the Working Group; they do not represent judicial endorsement of the opinions 
expressed or the practices recommended. 
 
 
 


Steering Committee Members 
 
Gary M. Hoffman, Pillsbury Winthrop Shaw Pittman LLP 
Andrea Weiss Jeffries, WilmerHale 
Patrick M. Arenz, Robins Kaplan LLP 
Donald R. Banowit, Sterne, Kessler, Goldstein & Fox P.L.L.C. 
Marta Beckwith, Aruba Networks, Inc.  
Michael L. Brody, Winston & Strawn LLP 
Monte Cooper, Orrick, Herrington & Sutcliffe LLP 
Melissa Finocchio, Intellectual Ventures 
Henry Hadad, Bristol-Myers Squibb 
R. Eric Hutz, Reed Smith LLP 
Rachel Krevans, Morrison & Foerster LLP 
Paul K. Meyer, TM Financial Forensics, LLC 
Teresa Stanek Rea, Crowell & Moring LLP 
Alexander H. Rogers, Qualcomm Incorporated 


Judicial Advisors 
 
Hon. Cathy Ann Bencivengo, U.S. District Judge, Southern District of California 
Hon. Cathy Bissoon, U.S. District Judge, Western District of Pennsylvania 
Hon. Hildy Bowbeer, U.S. Magistrate Judge, District of Minnesota 
Hon. Stanley R. Chesler, U.S. District Judge, District of New Jersey 
Hon. Joy Flowers Conti, Chief U.S. District Judge, Western District of Pennsylvania 







The Sedona Conference Commentary on Patent Litigation Best Practices: Summary Judgment                    October 2015 


A-3 
 


Hon. Leonard E. Davis (ret.), Fish & Richardson 
Hon. Theodore R. Essex, Administrative Law Judge, U.S. International Trade Commission 
Hon. Marvin J. Garbis, U.S. District Judge, District of Maryland 
Hon. Paul Grewal, U.S. Magistrate Judge, Northern District of California 
Hon. Faith S. Hochberg (ret.), Judge Hochberg ADR, LLC 
Hon. James F. Holderman (ret.), JAMS 
Hon. Susan Illston, U.S. District Judge, Northern District of California 
Hon. Kent Jordan, U.S. Appellate Judge, Court of Appeals for the Third Circuit 
Hon. Barbara M. G. Lynn, U.S. District Judge, Northern District of Texas  
Hon. Paul R. Michel (ret.), U.S. Appellate Judge, Court of Appeals for the Federal Circuit 
Hon. Kathleen M. O’Malley, U.S. Appellate Judge, Court of Appeals for the Federal Circuit 
Hon. James L. Robart, U.S. District Judge, Western District of Washington 
Hon. Nina Y. Wang, U.S. Magistrate Judge, District of Colorado  
Hon. Ronald M. Whyte, U.S. District Judge, Northern District of California 
 


WG10 Chair Emeriti 
 


Hon. Paul R. Michel (ret.), U.S. Appellate Judge, Court of Appeals for the Federal Circuit 
Robert G. Sterne, Sterne, Kessler, Goldstein & Fox P.L.L.C. 
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Preface 


 


Welcome to the July 2015 Edition of The Sedona Conference Commentary on Patent Litigation 


Best Practices: Introductory Chapter, a project of The Sedona Conference Working Group on 


Patent Litigation Best Practices (WG10). This is one of a series of working group commentaries 


published by The Sedona Conference, a 501(c)(3) research and educational institute that exists to 


allow leading jurists, lawyers, experts, academics, and others, at the cutting edge of issues in the areas 


of antitrust law, complex litigation, and intellectual property rights, in conferences and mini-think 


tanks called Working Groups, to engage in true dialogue, not debate, in an effort to reach consensus 


solutions designed to move the law forward in a reasoned and just way. 


WG10 was formed in late 2012 under the leadership of its now Chair Emeriti, the Honorable Paul 


R. Michel and Robert G. Sterne, to whom The Sedona Conference and the entire patent litigation 


community owe a great debt of gratitude. The mission of WG10 is “to develop best practices and 


recommendations for patent litigation case management in the post-[America Invents 


Act] environment.” The Working Group consists of over 200 active members representing all 


stakeholders in patent litigation. To develop this Introductory Chapter, the core drafting team held 


numerous conference calls over the past several months, and the underlying concepts and then the 


draft itself were the focus of the dialogue at The Sedona Conference WG10 Annual Meeting in 


Washington, D.C. in September 2013 and the WG10 Midyear Meeting in San Francisco in April 


2014. This Chapter was first published as a “public comment version” in August 2014, and the 


editors have reviewed the comments received through the public comment process and also during 


the WG10 Annual Meeting in New Orleans in November 2014 and the WG10 Midyear Meeting in 


Miami.in May 2015. The drafting process for this Chapter has been supported by the Working 


Group 10 Steering Committee and Judicial Advisors. This Chapter is published here in “final” 


version, subject, as always, to further developments in the law that may warrant a second edition. 


The Introductory chapter represents the collective efforts of many individual contributors. On 


behalf of The Sedona Conference, I thank in particular Gary Hoffman, who has graciously and 


tirelessly served as the Editor-in-Chief for this and all chapters for this Commentary on Patent 


Litigation Best Practices, and as the Chair of WG10. I also thank everyone else involved for their 


time and attention during the drafting and editing process, including: Robert A. Armitage, Patrick M. 


Arenz, Donald R. Banowit, Henry S. Hadad, Karen E. Keller, Robert O. Lindefjeld, John A. Scott, 


and Kenneth J. Withers. The Working Group was also privileged to have the benefit of candid 


comments by several judges with extensive patent litigation experience, including the Honorable 


Paul R. Michel, the Honorable Joy Flowers Conti, the Honorable Faith S. Hochberg, and the 


Honorable Barbara M. G. Lynn. The statements in this Commentary are solely those of the non-


judicial members of the Working Group; they do not represent judicial endorsement of the opinions 


expressed or the practices recommended. 


Working Group Series output is first published in draft form and widely distributed for review, 


critique, and comment, including in-depth analysis at Sedona-sponsored conferences. Following this 


period of peer review, the draft publication is reviewed and revised by the Working Group, taking 
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into consideration what is learned during the public comment period. Please send comments to 


comments@sedonaconference.org, or fax them to 602-258-2499. The Sedona Conference hopes 


and anticipates that the output of its Working Groups will evolve into authoritative statements of 


law, both as it is and as it should be. 


Craig W. Weinlein 


Executive Director 


The Sedona Conference 


July 2015  
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Foreword  


 
The advancement and growth of technology is a critical factor to the economic health of the United 
States and all developed countries. The patent system was established in accordance with our 
Constitution to promote science and the useful arts, which should support investment in developing 
new technologies. At the same time, however, there is a perception among a number of people that 
there has been an increase in the occurrence of patent cases considered to be “abusive” and that 
deter the advancement of science, fueled by a significant growth in the number of costly patent cases 
filed in the district courts. The perception, whether or not reality, that “abusive” litigation is stifling 
the growth of innovation helped lead to the recent activities in Congress seeking to change the 
patent laws to attempt to control perceived abuses. 
 
In deciding to undertake the formation of Working Group 10 (WG10), The Sedona Conference 
believed then and now that the system can be significantly improved and abuses minimized by the 
development and utilization of procedures enhancing the efficient and cost-effective management of 
patent litigation. The Sedona Conference has been fortunate to be able to put together a Working 
Group composed of leading members of the federal trial and appellate court benches, including 
judges in the Patent Pilot Program, litigators who primarily represent patentees and those who 
primarily represent accused infringers in federal court, the Patent Office, and the International Trade 
Commission, and also in-house lawyers from a wide diversity of industries, all dedicated to 
developing best practices for carrying out this goal.  
 
In pursuing this project, we found it critical to define the target audience for whom we were 


developing these best practices. Should they be primarily directed toward the courts or the litigators? 


To a certain type of company? To patent holders or accused infringers? As the goal of WG10 is to 


improve the entire patent litigation system for the benefit of all of its stakeholders, the consensus of 


WG10 is that the views of all participants in the process must be heard and considered and that the 


Working Group’s recommendations should include best practices directed to all segments of the 


process. The best practices should further the goals of Rule 1, which states that the Federal Rules of 


Civil Procedure “should be construed and administered to secure the just, speedy, and inexpensive 


determination of every action and proceeding.” Best practices should reflect that it is incumbent on 


the court—as well as attorneys and parties—to work toward a fair, cost-effective, non-burdensome, 


and non-frivolous patent litigation system. 


Since the publication for public comment of the first Chapters of WG10’s Commentary on Patent 


Litigation Best Practices, WG10 has received a remarkable amount of interest in its efforts, and an 


increase in the number of judges, in-house lawyers, and lawyers from firms requesting to join and 


participate in the Working Group. Our Working Group now includes over 100 attorneys, with 


litigators from both the plaintiff side and defense side and in-house counsel, and over 20 federal 


judges, including a number of judges participating in the Patent Pilot Program.   


This year, The Sedona Conference has been working with several groups to provide presentations 


relating to the WG10 Commentary on Patent Litigation Best Practices, including at the Third Circuit 


Judicial Conference, the Ninth Circuit Judicial Conference, the Eastern District of Texas Bench & 


Bar Conference, the Federal Circuit Bar Association Bench & Bar Conference, the American 
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Intellectual Property Law Association Annual Meeting, and the Intellectual Property Owners 


Association Annual Meeting. 


This July 2015 Edition of the Introductory Chapter to the WG10 Commentary has now been fully 


updated to incorporate all of the comments received in response to the August 2014 public 


comment version and to track the latest legislative patent reform proposals to date. It is the 


consensus viewpoint of WG10 that the courts should be allowed a reasonable degree of latitude and 


discretion in managing their cases, and that case management of patent litigation cases should not be 


unduly impinged upon by the legislature in its efforts to reform patent litigation. The best avenue for 


addressing the concerns about the high costs of patent litigation is through initiatives such as the 


Patent Pilot Program, enacted in 2011, and the consensus, non-partisan development of best 


practice recommendations such as those presented by The Sedona Conference. 


We extend our appreciation to all of our WG10 members for your contributions to our ongoing 


efforts to develop consensus best practice recommendations for an improved patent litigation 


system, and toward their adoption, in whole or in part, by the bench and bar.  


 


 Gary M. Hoffman 


 Editor-in-Chief 


 Chair, Working Group 10 Steering Committee 


 


 Patrick M. Arenz 


 Chapter Editor 
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I.  Development of Best Practices in Patent 


Litigation—Improving the System for the 


Benefit of All Participants and Parties  


A. INTRODUCTION 


Over the last ten years, there has been a significant growth in the number of costly patent cases filed 


in the district courts. At the same time, there is a perception among a number of people that there 


has been an increase in the occurrence of patent cases considered to be “abusive.”1 The perception, 


whether or not reality, that “abusive” litigation is stifling the growth of innovation has helped lead to 


the recent efforts in Congress seeking to reform patent litigation and the patent system as a whole. 


The consensus of The Sedona Conference’s Working Group 10 (WG10) is that the system can best 


be improved by the courts adopting and the parties following a number of procedures enhancing the 


efficient and cost-effective management of patent litigation. WG10 believes that the courts, not the 


legislature, are best positioned to develop such procedures. The mission of WG10 is to develop best 


practices and recommendations for patent litigation case management in the post‐AIA 


environment.2 The Working Group Steering Committee is composed of members of the federal trial 


and appellate court benches, including judges in the Patent Pilot Program, litigators who primarily 


represent patentees and those who primarily represent accused infringers in federal court, the Patent 


Office and the International Trade Commission, and also in-house lawyers from a wide diversity of 


industries. The initial formation of WG10 began in late 2012. 


B. WHAT IS A BEST PRACTICE? 


When WG10 began this project to develop best practices for patent litigation, common questions 


included: “Who are we drafting these Best Practices for? My client? My side (plaintiffs or 


defendants)? Both parties? The judiciary?” In response to those questions, WG10 has developed the 


following principle:  


WG10 is developing these Best Practices to improve the system for resolving patent 


disputes and make it more fair and efficient. These Best Practices are to apply to and 


benefit all stakeholders in patent litigation, both bench and bar, and to and for all 


types of patent holders and accused infringers. These Best Practices should further 


the goals of Federal Rule of Civil Procedure 1 and “should be construed and 


                                                 
1  This perception is apparent from comments made by President Obama in 2014: “Let’s pass a patent reform bill that 


allows our businesses to stay focused on innovation, not costly, needless litigation.” President Barack Obama’s State of the 
Union Address, WHITEHOUSE.GOV (Jan. 28, 2014), http://www.whitehouse.gov/the-press-
office/2014/01/28/president-barack-obamas-state-union-address. 


2  On September 16, 2011, the Leahy-Smith America Invents Act (AIA) was signed into law, representing the most 
significant change to the U.S. patent system since 1952. 



http://www.whitehouse.gov/the-press-office/2014/01/28/president-barack-obamas-state-union-address

http://www.whitehouse.gov/the-press-office/2014/01/28/president-barack-obamas-state-union-address
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administered to secure the just, speedy, and inexpensive determination of every 


action and proceeding,” all to help ensure a non-frivolous patent litigation system. 


C. THE SEDONA CONFERENCE AND THE WG10 DRAFTING TEAMS 


The Sedona Conference Working Group Series (WGS) is a collection of think‐tanks consisting of 


leading jurists, lawyers, experts, and consultants brought together by a desire to address “tipping 


point” issues in antitrust law, IP, and complex litigation. The Sedona Conference selects the initial 


“core” of each Working Group by invitation to ensure the proper balance and representation of the 


diverse viewpoints needed to explore fully the assigned mission of each Group. The goal of WG10 


is to reach consensus and publish commentaries on patent litigation best practices, as well as 


overarching principles that help set a guide for these best practices, to further The Sedona 


Conference’s mission of “moving the law forward in a reasoned and just way.” 


WG10 was originally organized into five working drafting teams: Case Management from a Judicial 


Perspective; Discovery; Summary Judgment; Use of Experts; and Parallel United States Patent and 


Trademark Office (USPTO) Proceedings. Each of these teams, in coordination with the Steering 


Committee and leadership of WG10, was tasked with the development of proposed best practices 


for their subject areas. The initial concepts developed by the teams were the focus of the dialogue at 


WG10’s inaugural Annual Meeting held in September 2013 in Washington, DC. With the benefit of 


the comments received during that meeting, each team set to work to identify best practices for 


further review and discussion at the Midyear Meeting held in San Francisco in April 2014.  


In the months leading up to WG10’s Annual Meeting held in New Orleans in November 2014, 


WG10 published for public comment five Chapters of the Patent Litigation Best Practices 


Commentary, consisting of: Introductory Chapter (August 2014); Summary Judgment (August 


2014); Use of Experts, Daubert, and Motions in Limine (October 2014); Parallel USPTO Proceedings 


(October 2014); and Discovery (October 2014). WG10 subsequently published for public comment 


the Chapter on Case Management Issues from the Judicial Perspective (February 2015).  


WG10 has several new teams in the process of drafting proposals regarding  


 use of mediators as a case management tool for narrowing the issues in dispute and 


improving prospects for settlement; 


 heightened pleading standards—implications and compliance; 


 the potential impact of Teva v. Sandoz on the claim construction process; 


 impact of Alice v. CLS Bank—when and how the courts should address Section 101 


patentability; and 


 impact of Octane Fitness/Highmark—proposed best practices for the litigation and 


management of attorney fee-shifting motions. 


The initial concepts developed by these teams were the focus of the dialogue during the Midyear 
Meeting held in Miami, Florida in May 2015. The first topic on the use of mediators as a case 
management tool will then be targeted for publication for public comment, and some or all of the 
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rest likely will be targeted for incorporation into a supplemental public comment iteration of the 
Case Management Issues from the Judicial Perspective Chapter later this year. 
 
D. CALL FOR COOPERATION AND ADOPTION 


The Sedona Conference’s Working Group 10 submits that if WG10’s principles and best practice 


recommendations are adopted in whole or in part, then patent litigation will be more efficient and 


effective, to the benefit of all stakeholders.  


We respectfully ask the courts to consider making a statement in their customary scheduling orders, 


discovery orders, or standing orders in patent cases conveying the following concept: 


The parties are encouraged to review and act consistently with the Principles and 


Best Practices presented in The Sedona Conference WG10’s Commentary on Patent 


Litigation Best Practices, in particular with respect to cooperatively narrowing the 


issues in dispute, complying with and attempting to enforce discovery obligations, 


and keeping the court timely informed of developments in the case that significantly 


impact the case management schedule. 
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II. The High Costs of Patent Litigation  


A. STATISTICS—NUMBER OF CASES FILED AND COST OF PATENT 
LITIGATION 


The number of patent lawsuits filed nationwide hit a record high in 2013. An estimated 6,092 


actions were filed in U.S. district courts in 2013, compared to 5,418 filed in 2012, a 12.4% increase.3 


In 2014, the number of new patent litigations filed decreased to 5,004,4 the first year of decrease 


following 4 years of increase in patent litigation case filings (starting with 2,539 in 2009).5 For the 


fifth consecutive year since 2010, the USPTO issued a record number of patents in 2014 (over 


325,000),6 and there continues to be a high correlative trend (94% since 1991) between the number 


of patents issued by the USPTO and the number of actions filed.7 The complexity of the substantive 


issues in patent cases, including the patent issues, damages issues, and the technologies involved, 


have increased in recent years.  


One source of the general upward trend in patent lawsuits is the result of more patent suits being 


filed overall by both patent assertion entities (PAE)8 and practicing entities. In recent years, more 


than half of the new patent cases commenced in district courts in the United States were filed by 


                                                 
3  See Owen Byrd & Brian Howard, 2013 Patent Litigation Year in Review, LEX MACHINA, i, available at 


http://pages.lexmachina.com/rs/lexmachina/images/LexMachina-
2013%20Patent%20Litigation%20Year%20in%20Review.pdf?aliId=436562 (last visited July 7, 2015); see also Lisa 
Shuchman, Patent Litigation Study Shows Rise in Suits, Awards, CORPORATECOUNSEL.COM (May 13, 2014), 
http://www.corpcounsel.com/id=1202654759148/Patent-Litigation-Study-Shows-Rise-in-Suits,-
Awards?slreturn=20140505153107. 


4  Whether 2014 is a change in direction or an aberration remains to be seen. Recent data suggests that patent lawsuit 
filing rates in the first five months of 2015 are comparable to 2013 levels. See Brian Howard, Spring 2015 Patent Case 
Filing Trends, LEX MACHINA (June 10, 2015), available at https://lexmachina.com/spring-2015-patent-case-filing-trends-
2/. 


5  See Brian Howard, Patent Case Trends and the Business of Litigation, LEX MACHINA (Feb. 5, 2015), available at 
https://lexmachina.com/patent-case-trends-business-litigation/. There has been some discussion that this decrease 
may be a result of recent patent decisions by the Supreme Court in Alice and Octane. See id. (“While the various possible 
causes of the district court litigation slow-down, including the Alice decision, the rise of PTAB reviews, among other 
developments (e.g., the Highmark/Octane case decided by the Supreme Court in April 2014, relating to attorneys’ fees), 
remain difficult to precisely weigh, it’s clear after six months of lackluster business that the landscape is shifting. 
Patent litigation work is decreasing, and what remains is becoming defrayed between the new PTAB and district 
courts.”).  


6  The USPTO issued 244,341 patents in 2010, 247,713 patents in 2011, 276,788 patents in 2012, 302,948 patents in 
2013, and 326,033 in 2014. See U.S. Patent Statistics Chart, Calendar Years 1963–2014, U.S. Patent and Trademark 
Office, Patent Technology Monitoring Team (PTMT), USPTO.GOV, 
http://www.uspto.gov/web/offices/ac/ido/oeip/taf/us_stat.htm (last visited July 7, 2015). 


7  PricewaterhouseCoopers LLP, 2014 Patent Litigation Study, at 5 (July 2014), available at 
http://www.pwc.com/us/en/forensic-services/publications/2014-patent-litigation-study.jhtml. 


8  The application of the term PAE is a subject of debate at times. If a large operating company with a large patent 
portfolio sets up a group to license (and where needed litigate) its portfolio, is the group a PAE? Or if the licensing 
relates to a technology in which the operating company is no longer active, does this make it a PAE? 



http://pages.lexmachina.com/rs/lexmachina/images/LexMachina-2013%20Patent%20Litigation%20Year%20in%20Review.pdf?aliId=436562

http://pages.lexmachina.com/rs/lexmachina/images/LexMachina-2013%20Patent%20Litigation%20Year%20in%20Review.pdf?aliId=436562

http://www.corpcounsel.com/id=1202654759148/Patent-Litigation-Study-Shows-Rise-in-Suits,-Awards?slreturn=20140505153107

http://www.corpcounsel.com/id=1202654759148/Patent-Litigation-Study-Shows-Rise-in-Suits,-Awards?slreturn=20140505153107

https://lexmachina.com/spring-2015-patent-case-filing-trends-2/

https://lexmachina.com/spring-2015-patent-case-filing-trends-2/

https://lexmachina.com/patent-case-trends-business-litigation/

http://www.uspto.gov/web/offices/ac/ido/oeip/taf/us_stat.htm

http://www.pwc.com/us/en/forensic-services/publications/2014-patent-litigation-study.jhtml
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PAEs.9 This number may be distorted, however, because many of those suits brought by PAEs 


before the anti-joinder provision of the America Invents Act (AIA) were filed as a single suit against 


multiple defendants, but after the AIA, such suits had to be filed as multiple individual suits against 


each defendant. This magnifies the numbers when comparing pre- and post-AIA and makes it 


appear that PAEs have comparatively filed far more suits since the AIA than they actually have.10 A 


view that has emerged is a perception, rightly or wrongly, of PAEs as “patent trolls” that initiate 


frivolous suits as a mechanism for extracting settlements from large numbers of defendants, who in 


many cases are end-users of technology that such users did not create. A significant level of 


corporate attention to the patent system has resulted in Congress proposing several patent reform 


bills to reduce perceived abuses.11 


Some district courts are experiencing congestion that is likely attributable in part, at least in the 


patent-heaviest districts, to the rapid growth in the number of new patent case filings. Absent 


settlement or withdrawal prior to the Rule 16 conference, new patent cases may be assigned 


schedules, hearing dates, and trial dates without taking into account the nature of the parties or 


                                                 
9  See Executive Office of the President, Patent Assertion and U.S. Innovation, at 1 (June 2013), available at 


http://www.whitehouse.gov/sites/default/files/docs/patent_report.pdf (“Suits brought by PAEs have tripled in just 
the last two years, rising from 29 percent of all infringement suits to 62 percent of all infringement suits.”). 


10 See Christopher A. Cotropia, Jay P. Kesan & David L. Schwartz, Unpacking Patent Assertion Entities (PAEs), Illinois 
Program in Law, Behavior and Social Science Paper No. LBSS 14–20 (Nov. 10, 2013), available at 
http://ssrn.com/abstract=2346381; see Shuchman, supra note 3; Colleen V. Chien, Patent Trolls by the Numbers, Santa 
Clara Univ. Legal Studies Research Paper No. 08-13 (Mar. 14, 2013), available at http://ssrn.com/abstract=2233041.  


11 See President Barack Obama’s State of the Union Address, supra note 1; Saving High-Tech Innovators from Egregious Legal 
Disputes [SHIELD] Act of 2013, H.R. 845, 113th Cong. (2013), available at http://www.gpo.gov/fdsys/pkg/BILLS-
113hr845ih/pdf/BILLS-113hr845ih.pdf (last visited July 7, 2015); Innovation Act, H.R. 3309, 113th Cong. (2013), 
available at http://www.gpo.gov/fdsys/pkg/BILLS-113hr3309ih/pdf/BILLS-113hr3309ih.pdf (last visited July 7, 
2015), reintroduced as Innovation Act, H.R. 9, 115th Cong. (2015), available at 
http://judiciary.house.gov/_cache/files/a2c6b5ad-af48-483f-9e3e-d3420dda64e6/goodla-008-xml.pdf (last visited 
July 7, 2015), with Manager’s Amendment to H.R. 9 as amended during markup and approved by the House Judiciary 
Committee on June 11, 2015, available at http://judiciary.house.gov/index.cfm/hearings?ID=2848E2C2-F705-4A03-
800C-64930626A395 (last visited July 7, 2015) [hereinafter H.R. 9 June 11, 2015 Amendment]; Patent Quality 
Improvement Act of 2013, S. 866, 113th Cong. (2013), available at http://www.gpo.gov/fdsys/pkg/BILLS-
113s866is/pdf/BILLS-113s866is.pdf (last visited July 7, 2015); Patent Abuse Reduction Act of 2013, S. 1013, 113th 
Cong. (2013), available at http://www.gpo.gov/fdsys/pkg/BILLS-113s1013is/pdf/BILLS-113s1013is.pdf (last visited 
July 7, 2015); Patent Transparency and Improvements Act of 2013, S. 1720, 113th Cong. (2013), available at 
http://www.gpo.gov/fdsys/pkg/BILLS-108s1720rs/pdf/BILLS-108s1720rs.pdf (last visited July 7, 2015); Targeting 
Rogue and Opaque Letters [TROL] Act of 2015, H.R. 2045, 115th Cong., available at 
http://www.gpo.gov/fdsys/pkg/BILLS-114hr2045ih/pdf/BILLS-114hr2045ih.pdf (last visited July 7, 2015); 
Demand Letter Transparency Act of 2015, H.R. 1896, 115th Cong., available at 
http://www.gpo.gov/fdsys/pkg/BILLS-114hr1896ih/pdf/BILLS-114hr1896ih.pdf (last visited July 7, 2015); 
Innovation Protection Act, H.R. 1832, 115th Cong., available at http://www.gpo.gov/fdsys/pkg/BILLS-
114hr1832ih/pdf/BILLS-114hr1832ih.pdf (last visited July 7, 2015); Support Technology and Research for Our 
Nation’s Growth [STRONG] Patents Act of 2015, S. 632, 115th Cong. (2015), available at 
http://www.gpo.gov/fdsys/pkg/BILLS-114s632is/pdf/BILLS-114s632is.pdf (last visited July 7, 2015); Protecting 
American Talent and Entrepreneurship [PATENT] Act of 2015, S. 1137, 114th Cong. (2015), available at 
http://www.judiciary.senate.gov/imo/media/doc/PATENT%20Act.pdf (last visited July 7, 2015), with Manager’s 
Amendment to S. 1137 approved by the Senate Judiciary Committee on June 2, 2015, available at 
http://www.judiciary.senate.gov/imo/media/doc/S.%201137%20Managers'%20Amendment.pdf (last visited July 7, 
2015) [hereinafter S. 1137 June 2, 2015 Amendment].  



http://www.whitehouse.gov/sites/default/files/docs/patent_report.pdf

http://ssrn.com/abstract=2346381

http://ssrn.com/abstract=2233041

http://www.gpo.gov/fdsys/pkg/BILLS-113hr845ih/pdf/BILLS-113hr845ih.pdf

http://www.gpo.gov/fdsys/pkg/BILLS-113hr845ih/pdf/BILLS-113hr845ih.pdf

http://www.gpo.gov/fdsys/pkg/BILLS-113hr3309ih/pdf/BILLS-113hr3309ih.pdf

http://judiciary.house.gov/_cache/files/a2c6b5ad-af48-483f-9e3e-d3420dda64e6/goodla-008-xml.pdf

http://judiciary.house.gov/index.cfm/hearings?ID=2848E2C2-F705-4A03-800C-64930626A395

http://judiciary.house.gov/index.cfm/hearings?ID=2848E2C2-F705-4A03-800C-64930626A395

http://www.gpo.gov/fdsys/pkg/BILLS-113s866is/pdf/BILLS-113s866is.pdf

http://www.gpo.gov/fdsys/pkg/BILLS-113s866is/pdf/BILLS-113s866is.pdf

http://www.gpo.gov/fdsys/pkg/BILLS-113s1013is/pdf/BILLS-113s1013is.pdf

http://www.gpo.gov/fdsys/pkg/BILLS-108s1720rs/pdf/BILLS-108s1720rs.pdf

http://www.gpo.gov/fdsys/pkg/BILLS-114hr2045ih/pdf/BILLS-114hr2045ih.pdf

http://www.gpo.gov/fdsys/pkg/BILLS-114hr1896ih/pdf/BILLS-114hr1896ih.pdf

http://www.gpo.gov/fdsys/pkg/BILLS-114hr1832ih/pdf/BILLS-114hr1832ih.pdf

http://www.gpo.gov/fdsys/pkg/BILLS-114hr1832ih/pdf/BILLS-114hr1832ih.pdf

http://www.gpo.gov/fdsys/pkg/BILLS-114s632is/pdf/BILLS-114s632is.pdf

http://www.judiciary.senate.gov/imo/media/doc/PATENT%20Act.pdf

http://www.judiciary.senate.gov/imo/media/doc/S.%201137%20Managers'%20Amendment.pdf
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complexity of the technology at issue. Some judges in patent-heavy districts have double and even 


triple-booked calendars in anticipation of settlements.12 


Nationally, the percentage of patent cases tried (either to the bench or to a jury) has recently been 


around 2 to 3 percent.13  


Additionally, patent litigation entails high costs for both litigations instituted by PAEs and in 


competitor-versus-competitor suits. According to the AIPLA’s 2013 report, for a relatively simple 


patent litigation: where the amount at risk is less than $1 million, the median fees and cost through 


trial is $700,000; where the amount at risk is between $1 and $10 million, the amount is $2 million; 


where the amount at risk is between $10 and $25 million, the amount is $3.325 million; and where 


the risk is in excess of $25 million, the amount is $5+million.14 These amounts vary depending on 


the area of the country where the attorneys are from, the district court where the litigation is 


pending, and the complexity of the litigation. It has been reported that in the recent smartphone 


wars between Apple and Samsung, Apple has spent in excess of $60 million on litigation fees and 


costs.15  


B. OTHER FACTORS IMPACTING COSTS OF PATENT LITIGATION 


The cost of discovery in patent litigation is dependent on many factors, including: the type of 


technology involved, the number of patents being asserted, the prevalence of prior art, whether the 


parties are marketplace competitors, the accused products, the potential exposure to damages, the 


extent to which the patentee does not overstate its infringement claims and the defendant does not 


assert a large number of tenuous alleged prior art, and the extent to which the parties cooperate in 


facilitating discovery. 


                                                 
12 For example, Judge Sue L. Robinson of the District of Delaware testified before a Senate Judiciary Committee 


subcommittee in September 2013 that she was “double and even triple-booked for patent trials through 2015.” Top 
Del. Judge Unveils Rules to Speed Up Patent Cases, LAW360.COM (Mar. 24, 2014), 
http://www.law360.com/articles/521241/top-del-judge-unveils-rules-to-speed-up-patent-cases. 


13 See Table C-4. U.S. District Courts—Civil Cases Terminated by Nature of Suit and Action Taken, During the 12-
Month Period Ending September 30, 2014, at 3, available at 
http://www.uscourts.gov/uscourts/Statistics/JudicialBusiness/2014/appendices/C04Sep14.pdf; Table C-4. U.S. 
District Courts—Civil Cases Terminated by Nature of Suit and Action Taken, During the 12-Month Period Ending 
June 30, 2013, at 3, available at 
http://www.uscourts.gov/uscourts/Statistics/StatisticalTablesForTheFederalJudiciary/2013/june/C04Jun13.pdf; 
Table C-4. U.S. District Courts—Civil Cases Terminated by Nature of Suit and Action Taken, During the 12-Month 
Period Ending September 30, 2012, at 3, available at 
http://www.uscourts.gov/uscourts/Statistics/JudicialBusiness/2012/appendices/C04Sep12.pdf; Table C-4. U.S. 
District Courts—Civil Cases Terminated by Nature of Suit and Action Taken, During the 12-Month Period Ending 
September 30, 2011, at 3, available at 
http://www.uscourts.gov/uscourts/Statistics/JudicialBusiness/2011/appendices/C04Sep11.pdf. 


14 See American Intellectual Property Law Association, 2013 Report of the Economic Survey, at I-129–I-136 (2013) 
[hereinafter 2013 Report of the Economic Survey]. 


15 Dan Levine, Apple Spent Over $60 Million on U.S. Lawyers Against Samsung, REUTERS (Dec. 6, 2013), 
http://www.reuters.com/article/2013/12/06/us-apple-samsung-fees-idUSBRE9B50QC20131206. 



http://www.law360.com/articles/521241/top-del-judge-unveils-rules-to-speed-up-patent-cases

http://www.uscourts.gov/uscourts/Statistics/JudicialBusiness/2014/appendices/C04Sep14.pdf

http://www.uscourts.gov/uscourts/Statistics/StatisticalTablesForTheFederalJudiciary/2013/june/C04Jun13.pdf

http://www.uscourts.gov/uscourts/Statistics/JudicialBusiness/2012/appendices/C04Sep12.pdf

http://www.uscourts.gov/uscourts/Statistics/JudicialBusiness/2011/appendices/C04Sep11.pdf

http://www.reuters.com/article/2013/12/06/us-apple-samsung-fees-idUSBRE9B50QC20131206
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The venue’s local rules, standing orders, and default practices also play a part in the costs of 


discovery, given the nature and timing of required disclosures. For example, the Local Patent Rules 


of the Eastern District of Texas provide for the disclosure of infringement and invalidity 


contentions early on during litigation, and those are deemed to be the parties’ final contentions, 


absent a showing of good cause.16 The patent owner must chart the accused products to the 


allegedly infringed claims, and the defendants must prepare and produce all the invalidity theories 


that may be used in the case.  


The complexity of the technology17 at issue often is a factor driving the cost, scheduling, and 


approach to many patent cases. A patent suit involving a simple mechanical invention asserted 


against one commercial product will be litigated differently than, for example, a complex patent or 


group of patents asserted against several industry competitors.18 19 Determining the scope of the 


claims for sophisticated technologies can be an especially daunting task. In addition, often the 


technology is developed and brought to fruition through the efforts of multiple scientists doing 


extensive research over a period of time. All of these factors, among many others, add to the 


complexities of patent litigation. 


Certain cases may lend themselves to early resolution. The parties may agree that the construction of 


very few claim terms is outcome determinative of the entire or a significant portion of the litigation. 


In these cases, courts may elect to consider an early round of claim construction and/or summary 


judgment in order to facilitate the disposition of the suit. Other cases are not prone to early or 


speedy resolution due to a large number of highly factual issues not amenable to disposition in a 


motion to dismiss or by summary judgment.  


With an increase in court traffic or decrease in court availability, parties may experience higher 


litigation costs; higher costs, in turn, may fuel a defendant’s decision to settle a low-value PAE-


asserted case20 before discovery, fueling the perception among some that PAE-asserted cases are a 


meritless form of harassment. Others point out that, at the other end of the spectrum, some high 


quality patent owners, both PAEs and practicing entities, will be deterred from enforcing those 


patents because of the high fees and uncertainty of patent litigation. They argue that the infringers of 


such patents, knowing this fact, rarely voluntarily agree to pay reasonable licensing fees. Thus, the 


high cost of patent litigation invites abuse from both patent owners of poor quality patents and 


infringers of high quality patents. 


                                                 
16 E.D. Tex. Patent L.R. 3–6. 


17 The technologies involved can vary greatly from relatively simple mechanical devices to highly sophisticated subjects, 
like complex advanced electronics, nanotechnology, biotech drugs, and computer systems. 


18 For statistics describing the cost of a simple, single-patent patent litigation in various different fields of technology, 
both through discovery and through trial, see 2013 Report of the Economic Survey, supra note 14, at I-129–I-136. 


19 The intent of the legislative drafters of the AIA notwithstanding, some patent infringement suits continue in practice 
to be asserted against multiple defendants, as such suits are often consolidated for handling under multidistrict 
litigation procedures. 


20 Both PAEs and practicing entities at times assert low quality patents and other times assert high quality patents, 
although some believe that the assertion of low quality patents is a greater issue with PAEs. 
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The comments made about low quality patents have been made for many years.21 There are a variety 


of reasons that have been ascribed as the cause of such quality issues, including the work load of 


patent examiners, the growth of highly sophisticated new technologies where the examiners may not 


have an adequate collection of prior art, and the limited time spent by an examiner in examining 


each patent application. Over the years, the USPTO has hired more patent examiners and made 


efforts to improve the quality of the patents issued and to shorten the time it takes to examine 


patent applications. The perception of quality problems in issued patents often occurs in areas of 


new technologies, such as computer software and biotech. At times, this evolves from the changing 


nature of the law as to what should or should not be protected, how such developments should be 


claimed, the lack of an adequate database for searching prior art in the USPTO, and other issues. 


Since all patent litigation stems from an issued patent, these kinds of issues and concerns add to the 


complexities and costs of patent litigation.  


                                                 
21 Indicative of the level of concern over the issue of patent quality is the bill introduced in the Senate directed at this 


very issue. See S. 866 (Patent Quality Improvement Act of 2013), supra note 11. The perception of poor quality patents 
and what constitutes a “poor quality” patent, however, is not well defined and often is in the eyes of the beholder. 
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III. Proposed Patent Reform Legislation 


and Federal Judicial Conference 


Amendments to Rules  


During the past year-plus, Congress has been considering legislation introduced to address concerns 


raised by certain industries over the number of patent lawsuits brought by PAEs.22 PAEs have 


become increasingly visible in recent years because of the large number of infringement actions they 


have filed, primarily against firms in the tech industry and retail businesses. The cost of litigating 


these cases has served as justification for these businesses to seek government intervention. 


Congress has considered a number of bills with the goal of curbing supposed abuses by these PAE 


litigants.  


The House, with the White House’s support, passed the “Innovation Act,” introduced by 


Representative Bob Goodlatte in 2013.23 The Senate was concurrently considering its own proposals 


in the Senate Judiciary Committee. On May 21, 2014, Senator Leahy withdrew patent litigation 


reform efforts from the Senate Judiciary Committee’s agenda due to a lack of broad bipartisan 


support on how to approach the proposed reforms.24 Senator Leahy, in withdrawing the bill, stated: 


Unfortunately, there has been no agreement on how to combat the scourge of patent 


trolls on our economy without burdening the companies and universities who rely 


                                                 
22 The definition of the terms Patent Assertion Entities (PAEs) and “patent trolls,” and what entities fall into such 


categories, has been the subject of controversy. As stated in a comment by the Intellectual Property Owners 
Association: 


This Thursday the Senate Judiciary Committee will try again to approve legislation to eradicate the hated 
patent trolls. We don’t know if we support eradicating trolls. Depends on the definition. 


The use of terms like troll and “patent abuser” by Senators and lobbyists makes us cringe. According to the 
National Journal, the Consumer Electronics Association said recently, “It is time for the Senate to do the 
right thing: Ignore the pleas of trial lawyers, universities, and others who routinely profit from patent 
abuse, and pass strong, commonsense reforms to protect American innovators and entrepreneurs . . . .” 
Universities are abusers? Really? Another synonym for troll is “non-practicing entity.” Our 2014 Inventor 
of the Year, DEAN KAMEN, is an NPE. Another synonym is “patent assertion entity.” Aren’t people 
supposed to assert their property rights? 


But we think we’ve got it. We’ve noticed that patent complaints and pleadings are signed by lawyers. Possibly 
a majority are signed by the 12,000 members of our association. Our members! As the comic strip 
character Pogo said, “We’ve Met the Enemy and They Are Us.” IPO supports balanced and non-
discriminatory legislation to eradicate frivolous patent litigation and bad faith demand letters by 
ANYONE. Even us. 


 IPO Comment: Defining Trolls; We’ve Met the Enemy and They are Us, IPO DAILY NEWS (May 19, 2014), 
http://www.ipo.org/index.php/daily_news/ipo-comment-defining-trolls-weve-met-enemy-us/. 


23 H.R. 3309, supra note 11. 


24 Press Release, Comment of Senator Patrick Leahy (D-Vt.), Chairman, Senate Judiciary Committee, on Patent Legislation, 
LEAHY.SENATE.GOV (May 21, 2014), http://www.leahy.senate.gov/press/comment-of-senator-patrick-leahy-d-
vt_chairman-senate-judiciary-committee-on-patent-legislation. 



http://www.ipo.org/index.php/daily_news/ipo-comment-defining-trolls-weve-met-enemy-us/

http://www.leahy.senate.gov/press/comment-of-senator-patrick-leahy-d-vt_chairman-senate-judiciary-committee-on-patent-legislation

http://www.leahy.senate.gov/press/comment-of-senator-patrick-leahy-d-vt_chairman-senate-judiciary-committee-on-patent-legislation
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on the patent system every day to protect their inventions. We have heard repeated 


concerns that the House-passed bill went beyond the scope of addressing patent 


trolls, and would have severe unintended consequences on legitimate patent holders 


who employ thousands of Americans.  


I have said all along that we needed broad bipartisan support to get a bill through the 


Senate. Regrettably, competing companies on both sides of this issue refused to 


come to agreement on how to achieve that goal.  


Because there is not sufficient support behind any comprehensive deal, I am taking 


the patent bill off the Senate Judiciary Committee agenda. If the stakeholders are 


able to reach a more targeted agreement that focuses on the problem of patent trolls, 


there will be a path for passage this year and I will bring it immediately to the 


Committee. 


We can all agree that patent trolls abuse the current patent system. I hope we are able 


to return to this issue this year. 


The 2013 House-passed bill was reintroduced by Rep. Goodlatte in the current Congress on 


February 5, 2015 as H.R. 9.25 On April 29, 2015, Senator Grassley introduced the Protecting 


American Talent and Entrepreneurship (PATENT) Act, which is a revised version of proposed 


Senate legislation from 2013.26 


S. 1137 was reported out of the Senate Judiciary Committee on June 2, 2015, and H.R. 9 was 


reported out of the House Judiciary Committee on June 11, 2015.27 Both the House and Senate bills 


were modified during the committee markup process from the forms in which they were originally 


introduced. 


Given that either or both of the bills will soon be in a posture where they could be scheduled for 


floor action, it is possible that some variation of either or both these bills could pass the current 


Congress and become law. Below is a summary of some key provisions of S. 1137 as reported out by 


the Senate Judiciary Committee that, if enacted, will significantly impact case management of district 


court litigation.28 Reference is additionally made to the relevant provisions of H.R. 9 for purposes of 


comparison. 


                                                 
25 H.R. 9, supra note 11. 


26 S. 1137, supra note 11. 


27 H.R. 9 June 11, 2015 Amendment, supra note 11. 


28 In the House version that was recently voted out of committee, some of the provisions would only apply where a 
district court (and thus possibly only to the judges who are part of the court) is part of the Patent Pilot Program. See 
H.R. 9 June 11, 2015 Amendment, Amendment #1 by Rep. Goodlatte, supra note 11, at § 6(a). This version would 
require that at least six of the pilot program districts be designated to develop sets of local rules to achieve the 
discovery goals and that after eighteen months these rules be implemented. In due course, the Judicial Conference 
would review these rules and would decide whether to implement them for all districts. Since participation in the 
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There are four key subject areas that have been on the table over the course of these legislative 


patent reform efforts that, if implemented, would significantly impact case management of district 


court litigation: (1) deciding claim construction prior to opening fact discovery; (2) requiring 


enhanced specificity in the initial complaint; (3) compulsory attorney fee-shifting; and (4) instructing 


the Judicial Conference to institute new discovery rules designed to alleviate the burdens created by 


broad discovery demands.29 While Congress was spurred to action in response to certain advocacy 


groups with concerns about cases brought by PAEs, many of these proposals are not limited to 


those cases and would potentially affect almost all patent cases. 


A. CLAIM CONSTRUCTION30 


Typically, patent cases proceed with fact discovery (and then expert discovery) opening soon after 


the pleadings are complete, followed by trial. The courts construe claim terms during the case, with 


some courts opting to conduct a Markman hearing during discovery, some courts conducting claim 


construction early in the discovery process (for example, the Northern District of California and the 


Eastern District of Texas), and others doing it as part of summary judgment or shortly before trial 


(for example, the District of Delaware).31 With certain limited exceptions, the prior House bill would 


have required courts to construe claims very early in the process and most significantly prior to any 


fact discovery, which would have been presumptively stayed.32 While there are some situations where 


there is little or no discovery needed for the accused products, this is not universally the case. The 


House bill, nevertheless, essentially treated all patent litigation in, essentially, the same manner 


without leaving much discretion, if any, to the district court judge. The version voted out of the 


House committee in June 2015, however, eliminated such an early claim construction requirement, 


and now only requires a stay when there are pending pretrial motions (1) to sever a claim or drop a 


party, (2) to transfer, or (3) to dismiss for improper venue.33 The latest amendment passed during 


                                                 
Patent Pilot Program is voluntary, if the bill is passed, it will be interesting to see which districts participate in this 
endeavor or if any districts or individual judges opt out of the Patent Pilot Program as a result. 


29 In addition to the provisions impacting case management, the Senate and House bills also contain numerous 
provisions relating to oversight of demand letters and the stay of infringement actions against customers, as well as 
certain technical changes to the post-grant proceedings created under the America Invents Act. 


30 See The Sedona Conference Report on the Markman Process (Nov. 2010), available at 
https://thesedonaconference.org/download-pub/497 [hereinafter Sedona WG5 Report on the Markman Process]. The 
provisions on timing of the claim construction hearing in the Innovation Act are inconsistent with the 
recommendation of the WG5 Report. Cf. H.R. 9, supra note 11. 


31 There are significant pros and cons for each of these approaches. The topic is addressed in the Sedona WG5 Report on 
the Markman Process. See id. The concern this Working Group 10 Introductory Chapter focuses on is whether fact 
discovery should be held in complete abeyance until after claim construction, as proposed by the Innovation Act. H.R. 
9, supra note 11. 


32 See H.R. 3309, supra note 11, at § 3(d)(1) (“Except as provided in subsections (b) and (c), in a civil action arising under 
any Act of Congress relating to patents, if the court determines that a ruling relating to the construction of terms used 
in a patent claim asserted in the complaint is required, discovery shall be limited, until such ruling is issued, to 
information necessary for the court to determine the meaning of the terms used in the patent claim, including any 
interpretation of those terms used to support the claim of infringement.”). 


33 See H.R. 9 June 11, 2015 Amendment, Amendment #1 by Rep. Goodlatte, supra note 11, at § 3(a). 



https://thesedonaconference.org/download-pub/497
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markup by the full committee adds (4) [motions to] dismiss the action pursuant to Federal Rule of 


Civil Procedure 12(b).34 


Supporters of the prior House proposal for stay of discovery pending claim construction have 


asserted two benefits. The first purported benefit is that early claim construction would allow for 


resolution of specious claims before any discovery costs are imposed. Indeed, several companies 


submitted to Congress that they have had this experience, whereby a PAE stipulated to 


noninfringement following an adverse claim construction so that it could immediately appeal that 


construction. In some patent cases, early claim construction can in fact successfully lead to the grant 


of summary judgment or be a significant factor to motivate settlement. However, early claim 


construction will not lead to early summary judgment in all cases. Where a party is not willing to 


stipulate to a final decision to pursue immediate appeal, summary judgment motions may not be 


decided or reviewed on appeal until the nonmovant is allowed to develop a complete discovery 


record. The added time caused by holding discovery in abeyance during the Markman process and 


not beginning it until after the claims are construed lengthens the time to trial and resolution of the 


case, assuming summary judgment is not granted.  


It is also possible that, in many patent cases, claim construction would not result in any clear win or 


loss for either side, especially where careful litigants have alternate arguments prepared for an 


adverse construction. For example, a claim construction which is disadvantageous to a patent owner 


may cause that party to convert a literal infringement argument into one for infringement by 


equivalence, or a construction that is disadvantageous to an alleged infringer might simply cause an 


anticipation argument to be converted into one based on obviousness.  


The second purported benefit of early claim construction, even if early case resolution is not 


possible, is that it helps narrow and focus discovery, thus lowering overall costs. The reasoning is 


that litigants will forgo discovery relevant only to the now-rejected construction. It is unclear, 


however, whether this benefit will be achieved. Litigants may still seek discovery under rejected 


constructions, because they need to develop a record for trial in the event the court changes its 


construction prior to or even during trial, or in case the Federal Circuit reverses the district court’s 


claim construction and remands for a new trial. Thus, discovery costs may remain the same 


regardless of an early construction.  


Other commentators have raised additional concerns with the House’s earlier proposal. Some of 


these commentators have questioned whether an early claim construction can be effective without 


the benefit of some discovery to pinpoint where the construction dispute lies. Some courts handle 


this issue by requiring contentions to be exchanged prior to claim construction. Other 


commentators have pointed out that the proposed procedure will be applicable to all patent cases 


and may add additional time and expense to resolve cases which are not resolved as a result of early 


construction. Such delays would extend the time needed to resolve the dispute and result in 


increased attorney’s fees.  


Another concern with placing claim construction before fact discovery is that at times it would tend 


to unfairly benefit the party accused of infringement. That accused infringer, in most cases, is the 


                                                 
34 See H.R. 9 June 11, 2015 Amendment, Amendment #16 by Rep. Collins, supra note 11.  
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party that controls many of the nonpublic documents that will be the subject of discovery on both 


the issues of validity and infringement. Placing claim construction too early in the litigation timeline 


unduly forces the patent owner to speculate about what the accused infringer’s defenses will 


ultimately be, and may lead to unfair “sandbagging” of the patent owner. WG10 believes that the 


fairer approach is to provide both parties with equal access to the relevant information to ensure 


that the scope of subtleties in patent claim terms can be fully and fairly appreciated by all parties. 


The claim construction can, and likely should, take place during the middle of fact discovery.35  


As a best practice, WG10 maintains that it would be inadvisable to hold up fact discovery until after 


the court construes the claims. This position is consistent with the Senate bill’s approach on the 


topic and the version voted out of the House committee in June.36  


B. ENHANCED SPECIFICITY IN THE INITIAL COMPLAINT 


Both the House bill and the Senate bill also require the patent owner to provide heightened 


specificity in its initial complaint. Specifically, under both bills,37 complaints would be required to 


specify the following: 


 “Each claim of each patent infringed.” 


 


 “The accused process, machine, manufacture, or composition of matter (“accused 


instrumentalities”), as well as name or model number or description of the accused 


instrumentality.”  


 


 Certain specified grounds for the alleged infringement. The grounds for the alleged 


infringement previously required by the House bill include “a clear and concise statement of 


where each element of each claim is found, and how each limitation of each claim is met,” 


whereas the Senate bill takes a more moderated approach requiring more broadly “[a] 


description of the elements that are allegedly infringed and how the accused instrumentality 


allegedly infringes those elements.” The House bill as now amended by committee is closer 


on this issue to the Senate bill.38 


 


 “For each claim of indirect infringement, the acts of the alleged indirect infringer that 


contribute to, or are inducing, a direct infringement.” 


Both the House and Senate bills have provisions addressing what should happen when the plaintiff 


is unable to provide such required information because it is “not readily accessible” (the term used 


                                                 
35 See Sedona WG5 Report on the Markman Process, supra note 30. 


36 See S. 1137, supra note 11, at § 5(a) (stating “discovery shall be stayed” only during the pendency of a motion to 
dismiss, a motion to transfer, or a motion to sever accused infringers, if filed prior to the first responsive pleading). 


37 See H.R. 9, supra note 11, at § 3(a)(1); S. 1137, supra note 11, at § 3(b)(1). 


38 See H.R. 9 June 11, 2015 Amendment, supra note 11, at § 3(a)(1); cf. H.R. 9, supra note 11, at § 3(a)(1). 
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in H.R. 9) or “not accessible” (the term used in S. 1137).39 Both require a general description of the 


information and an explanation (the term used in H.R. 9) or a statement (the term used in S. 1137) 


by the plaintiff as to why such information is not accessible.40 The Senate bill’s formulation, 


however, unlike that of the House bill, specifically ties the “not accessible” determination with “an 


inquiry reasonable under the circumstances, consistent with Rule 11 of the Federal Rules of Civil 


Procedure.”41 


Also relevant to this subject are the forthcoming amendments to the Federal Rules of Civil 


Procedure that will abolish Rule 84, which provides model forms that attorneys can rely on in 


several situations, including Form 18, a model patent complaint. In May 2015, the U.S. Supreme 


Court in effect approved the elimination of the right for patent plaintiffs to file “bare-bone” 


complaints in accordance with Form 18.42  


C. FEE-SHIFTING 


Among all of the proposals in the pending legislation, none has received greater scrutiny than the 


proposal of the House bill to provide a rebuttable presumption, sua sponte, in favor of the award of 


attorney’s fees to the prevailing party in patent litigation cases, unless the court “finds the position 


and conduct of the nonprevailing party or parties were reasonably justified in law and fact,” or 


barring “special circumstances.”43 The House bill as amended by committee leaves this provision 


unchanged. The intent of the proposal is to provide a party frivolously accused of infringement a 


mechanism by which to recoup their costs to defend against specious claims. In the discussions 


before the Senate, however, concern has been raised about whether this would unduly discourage 


legitimate patent litigation, particularly among smaller entities, thus raising significant “access to 


justice” concerns. Complicating the matter even more is the Supreme Court’s recent decisions 


making the recovery of attorney’s fees easier to obtain and providing greater discretion by the trial 


court to award attorney’s fees in particular cases.44 Some in Congress have argued that these 


decisions obviate the need to legislate in the area of attorney’s fees, or that a “wait-and-see 


approach” is more appropriate.  


The Senate version takes a more moderate approach with respect to fee-shifting than does the 


House version. Under S. 1137, prevailing parties would be required to affirmatively move for such 


fee-shifting, and the court would have to find that the non-prevailing party’s position or conduct 


                                                 
39 See H.R. 9, supra note 11, at § 3(a)(1); S. 1137, supra note 11, at § 3(b)(1). 


40 Id. 


41 See S. 1137, supra note 11, at § 3(b)(1). 


42 Ryan Davis, Supreme Court OKs End to Bare-Bones Patent Complaints, LAW360 (May 20, 2015), 
http://www.law360.com/articles/658294/supreme-court-oks-end-to-bare-bones-patent-complaints. For a full 
discussion on the Federal Rules of Civil Procedure amendment process, see infra Section V (Potential Impact of the 
Proposed Amendments to the Federal Rules of Civil Procedure). 


43 See H.R. 9, supra note 11, at § 3(b)(1). 


44 See Octane Fitness, LLC v. Icon Health & Fitness, Inc., 134 S. Ct. 1749 (2014); Highmark Inc. v. Allcare Health 
Mgmt. Sys., 134 S. Ct. 1744 (2014). 



http://www.law360.com/articles/658294/supreme-court-oks-end-to-bare-bones-patent-complaints
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was “not objectively reasonable.”45 The Manager’s Amendment to S. 1137, passed by the Senate 


Judiciary Committee in June, states that the prevailing party bears the burden of proof in seeking an 


award of attorney’s fees.46 There is no rebuttable presumption in favor of attorney fee-shifting under 


the Senate version. 


Both the House and Senate bills require a plaintiff to disclose any entity having rights to enforce the 


patent or a financial interest in the patent, and the patent owner’s ultimate parent entity.47 They also 


have a specific provision targeting PAEs who are unable to pay any attorney fee-shifting award. The 


House bill would allow the courts to compel an “interested party” to be joined and held liable for 


attorney fee-shifting should a nonprevailing party be unable to pay a fee-shifting award.48 The Senate 


bill allows a court to hold an “interested party” liable for attorney fee-shifting fees only if the patent 


owner fails to certify an ability to pay such an award or if the patent owner does not certify that its 


primary business is not as a patent assertion entity.49 Unlike the House’s version, the Senate’s version 


would allow for such liability to be extended to an “interested party,” without adding the 


administrative step of compelling joinder of that party.50 Furthermore, the Senate bill exempts 


universities from this fee-recovery provision.51 


D. JUDICIAL CONFERENCE AMENDMENTS TO FEDERAL RULES 
PROPOSED BY THE SENATE AND HOUSE BILLS 


The Senate and House bills also contain provisions directing the Judicial Conference to take certain 


actions regarding amending the Federal Rules of Civil Procedure. Both the Senate and the House 


versions would require the Judicial Conference to set forth new rules “to address the asymmetries in 


discovery burdens and costs” in patent cases and making specific reference to the “discovery of core 


documentary evidence” and requiring its production first, and require parties to pay the costs and 


expenses of any additional “non-core” discovery they seek, barring mutual agreement between the 


parties.52 Technology companies in particular favor this approach, because they feel that their cases 


often come down to what is in the source code, yet some patent owners seek discovery of millions 


of additional documents that are never contemplated to be used at trial. Shifting the expense of 


producing such millions of documents to the parties seeking such discovery might deter or limit that 


additional discovery. Others have warned, however, that staging discovery so that “core” discovery 


is then followed by the remainder of discovery could add to costs by creating additional motion 


                                                 
45 See S. 1137, supra note 11, at § 7(b). 


46 See S. 1137 June 2, 2015 Amendment, supra note 11, at § 7(b).  


47 See H.R. 9, supra note 11, at § 4(a); S. 1137, supra note 9, at § 10(a)(1). 


48 See H.R. 9, supra note 11, at § 3(a)(1). 


49 See S. 1137, supra note 11, at § 7(b). 


50 Id. 


51 Id. 


52 See H.R. 9, supra note 11, at § 6(a); S. 1137, supra note 11, at § 6(a). 
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practice on a number of issues, such as whether discovery is “core,” and also by making it necessary 


for additional depositions to be conducted following the production of additional documents. 


Initial drafts of the House bill set forth new discovery rules for the Judicial Conference and would 


have required the Conference to implement the rules as written. Those drafts generated resistance 


from the judiciary, as well as from other commentators, and from the White House. The consensus 


was that a “one size fits all” set of rules from Congress did not match the realities of patent cases, 


which can vary greatly in complexity, and that it was better left to the judiciary to set forth rules with 


sufficient flexibility to account for these differences. Indeed, the rules may need to be adjusted after 


being put into practice, and the Judicial Conference is better able to respond than Congress. The 


House bill, as voted out of committee in June, has softened its language to require the Judicial 


Conference to implement rules within certain parameters, but leaves the Conference with the 


discretion to formulate the specific rules, which will be initially developed by designated courts that 


are participating in the Patent Pilot Program.53 This has brought it closer to the Senate bill as voted 


out of committee in June.54 


  


                                                 
53 See H.R. 9 June 11, 2015 Amendment, supra note 11, at § 6(a). 


54 See S. 1137, supra note 11, at § 6(a) (stating, e.g., “In developing rules or procedures under this section, the Judicial 
Conference should consider what kinds of evidence constitute ‘core documentary evidence.’”). 
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IV. The Patent Pilot Program 


Another act by Congress to address the increase in costly patent lawsuits was its enactment of the 


Patent Cases Pilot Program (commonly shortened to the Patent Pilot Program) in 2011, with the 


goals of developing patent expertise within a select group of volunteering judges and increasing the 


efficiency and predictability for patent cases.55 The basic design of the Program was to select a subset 


of districts and have judges within each volunteer to serve as part of the Program. Non-participating 


judges were given the option to decline patent cases that were randomly assigned to them, and those 


cases would then be reassigned to one of the participating judges.  


While early indications suggest the Patent Pilot Program is having its intended effect now four years 


after enactment, the overall success of the Program needs to be measured over the longer term. The 


law requires reports to be generated midway through and at the conclusion of the Program’s ten year 


life.56 Those reports are intended to measure whether participating judges have shown increased 


patent expertise, presumably as measured by the time-to-conclusion for the patent cases they hear 


and the reversal rate by the Federal Circuit (including reversals of claim constructions), as compared 


to non-participating judges. Initial data suggests that patent pilot jurisdictions are proceeding with 


patent cases more quickly than non-patent pilot jurisdictions.57 


There is reason to believe that the Patent Pilot Program will develop a group of participating judges 


whose experience and knowledge will improve the efficiency of patent litigation. For example, these 


judges may be able to better tailor the case schedule, including by requiring the exchange of early 


contentions and setting a presumptive time for a Markman hearing. Experienced judges will also 


become more familiar to litigants, thus improving predictability and efficiency, because parties will 


know their general practices and customs. Experienced judges will also become more familiar with 


relevant law and, presumably, will be able to resolve issues more expeditiously than their less-


experienced colleagues. Given the existence and ongoing refinement of the Patent Pilot Program, 


there is good reason for Congress to wait to enact further changes to the patent laws until adequate 


time is given to identify any positive trends under the Program.  


 


 


                                                 
55 See Patent Cases Pilot Program, Pub. L. No. 111-349 (2011), available at http://www.gpo.gov/fdsys/pkg/PLAW-


111publ349/pdf/PLAW-111publ349.pdf (last visited July 7, 2015). 


56 See Randall R. Rader, Addressing the Elephant: The Potential Effects of the Patent Cases Pilot Program and Leahy-Smith America 
Invents Act, 62 AM. U. L. REV. 1105–1112 (2013); Id. at § 1(e). 


57 See Margaret Scoolidge & Peter Scoolidge, Patent Pilot Program Could Cut Litigation Costs, CORPORATE COUNSEL (May 
22, 2014), available at http://www.corpcounsel.com/id=1202656204724/Patent-Pilot-Program-Could-Cut-Litigation-
Costs?slreturn=20140504172442. 



http://www.gpo.gov/fdsys/pkg/PLAW-111publ349/pdf/PLAW-111publ349.pdf

http://www.gpo.gov/fdsys/pkg/PLAW-111publ349/pdf/PLAW-111publ349.pdf

http://www.corpcounsel.com/id=1202656204724/Patent-Pilot-Program-Could-Cut-Litigation-Costs?slreturn=20140504172442

http://www.corpcounsel.com/id=1202656204724/Patent-Pilot-Program-Could-Cut-Litigation-Costs?slreturn=20140504172442
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V. Potential Impact of the Forthcoming 


Amendments to the Federal Rules of Civil 


Procedure  


Amendments to the Federal Rules of Civil Procedure, due to take effect December 1, 2015, may also 
impact whether further congressional reform is necessary to address challenges in patent litigation, 
or whether district courts and patent litigators are better suited to address these issues. The Supreme 
Court approved substantial changes to various Federal Rules of Civil Procedure in an attempt to 
reduce costs and delay in civil litigation. An amendment to Rule 1, for instance, underscores the 
need for cooperation among counsel. That amendment will establish that the rules “should be 
construed, administered, and employed by the court and the parties to secure the just, speedy, and 
inexpensive determination of every action and proceeding.”58 The package of amendments modifies 
the scope of discovery to include proportionality factors, strengthens the judicial case management 
role, and limits sanctions for failing to preserve electronically-stored information.59 


The most significant change for purposes of patent litigation is the change in the scope of 
discovery.60 Effective December 1, 2015, Federal Rule of Civil Procedure 26(b)(1) will state: 


Parties may obtain discovery regarding any nonprivileged matter that is relevant to 
any party’s claim or defense and proportional to the needs of the case, considering the 
importance of the issues at stake in the action, the amount in controversy, the parties’ relative access 
to relevant information, the parties’ resources, the importance of the discovery in resolving the issues, 
and whether the burden or expense of the proposed discovery outweighs its likely benefit. 
Information within this scope of discovery need not be admissible in evidence to be 
discoverable.  


Proportionality, therefore, helps define the scope of relevant discovery. Perhaps most significantly, 
there is no longer any reference to “the subject matter involved in the action,” which reflects a move 
away from allowing broad discovery as a right and toward requiring discovery to be related to the 
specific claims and defenses in the pleadings. 


This amendment has the potential to curtail extensive and unnecessary discovery costs in civil 
litigation in general, and may be particularly relevant in patent litigation due to the frequent 
complaints and statistics about the cost of discovery in patent litigation. But the amendment is not 
without its challenges. In patent cases, in particular, patent holders and alleged infringers frequently 
dispute the amount at stake by an order of magnitude. The district court, therefore, will need to 


                                                 
58 See Hon. John C. Roberts, Proposed Amendments to the Federal Rules of Civil Procedure Transmitted to Congress, April 29, 2015 


(emphasis added), available at http://www.supremecourt.gov/orders/courtorders/frcv15(update)_1823.pdf. 


59 Thomas Y. Allman, The 2015 Civil Rules Package As Transmitted to Congress, 16 SEDONA CONF. J. ___ (forthcoming 
2015). 


60 Of additional note, the proposed amendments would also in effect eliminate the right for patent plaintiffs to file 
“bare-bone” patent infringement complaints in accordance to Form 18. See supra Section III.B. (Enhanced Specificity 
in the Initial Complaint). 



http://www.supremecourt.gov/orders/courtorders/frcv15(update)_1823.pdf
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assess the value of the case early on in order to make informed decisions on proportionality. This 
determination is difficult even after fact and expert discovery has been completed, particularly as the 
Federal Circuit has increased scrutiny of damages in patent litigation over the last several years.61 


The amendment to Rule 26, among others, nonetheless was recommended by the Civil Rules 
Advisory Committee after extensive analysis, receipt of more than 2,300 written comments from the 
public, and conducting three hearings at which 120 witnesses testified. The amendments were 
approved by the Standing Committee on Rules of Practice and Procedure and the Judicial 
Conference of the United States, and were reported favorably to Congress by the Supreme Court on 
April 29, 2015. Unless Congress raises an objection, which is not anticipated, the amendments will 
go into effect on December 1, 2015. In the meantime, it would not be unusual for judges to consider 
the pending amendments and accompanying Committee Notes as “persuasive authority,” and 
parties are urged to take them into consideration now.  


Courts and litigants should have the opportunity to develop and grow precedent under these new 
rules, along with consideration of best practices set forth in the forthcoming WG10 Commentaries 
on Patent Litigation Best Practices, to see if they can reduce cost and delay in patent litigation before 
Congress makes further changes to the Patent Act to address those same issues.  
 
 
 
 
 
 
 
 


  


                                                 
61 See Lucent Techs., Inc. v. Gateway, Inc., 580 F.3d 1301, 1308 (Fed. Cir. 2009); Wordtech Sys., Inc. v. Integrated 


Networks Solutions, Inc., 609 F.3d 1308, 1319–22 (Fed. Cir. 2010); ResQNet.com, Inc. v. Lansa, Inc., 594 F.3d 860, 
869–73 (Fed. Cir. 2010); Uniloc USA, Inc. v. Microsoft Corp., 632 F.3d 1292, 1312–15 (Fed. Cir. 2011). 
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VI. Issues Raised by Parallel Proceedings 


To further address the rise in costly patent litigation, Congress acted to sign into law on September 
16, 2011, the Leahy-Smith America Invents Act (AIA). The AIA established new post-grant 
proceedings at the USPTO that fundamentally alter patent litigation in the U.S.  


These new proceedings, including post-grant review (PGR), covered business method (CBM) patent 
review, and inter partes review (IPR), are intended to be faster and cheaper alternatives to the 
determination of a challenge to the validity of a patent asserted in the district courts. These 
proceedings, nonetheless, still envision an 18-month process. By statute, a patent owner has a 
deadline of three months from the notice of the filing date of a petition for PGR, CBM, or IPR to 
file a preliminary response. Thereafter, the USPTO must determine whether to institute the PGR, 
CBM, or IPR proceeding within three months of the patent owner’s preliminary response. If the 
USPTO institutes a proceeding, then a final determination must be issued not later than one year 
from the date of institution of the proceeding. That deadline may be extended up to six months for 
good cause and may be adjusted if multiple proceedings are joined together. The USPTO has stated, 
nonetheless, that extensions of the one-year period are anticipated to be rare. Accordingly, a final 
determination in a PGR, CBM, or IPR proceeding typically will issue within 18 months of the filing 
of the petition.  


By way of comparison, the average time to trial across the district courts is 2.5 years from the filing 
of the complaint.62 The Eastern District of Virginia and Western District of Wisconsin have the 
shortest time to trial (0.97 years and 1.07 years, respectively) and are the only two districts with a 
time to trial of less than 1.5 years.63  


Patentability challenges in front of the USPTO, however, are very different from validity challenges 
in the federal courts, as outlined briefly below and in more detail in the Working Group 10 Chapter 
on Parallel USPTO Proceedings, published for public comment in October 2014.64 Judges and 
patent litigators must consider these differences in evaluating a request for a possible stay of the 
district court case pending completion of the post-grant challenge, the preclusive effect of the 
parallel USPTO proceeding on the concurrent district court action, and other issues of case 
management and litigation strategy.  


A. DIFFERENT BURDENS OF PROOF 


In district court, patent claims enjoy a presumption of validity, which may be overcome only by 
clear-and-convincing evidence. In contrast, no such evidentiary presumption exists in USPTO 
patentability proceedings. The Patent Trial and Appeal Board (PTAB) and Central Reexamination 
Unit (CRU) use a “preponderance of the evidence” standard for adjudicating patentability. For this 
reason, challenging a patent’s validity is often easier before the USPTO than in the district courts. 
 


                                                 
62 See 2014 Patent Litigation Study, supra note 7, at 20. 


63 Id.  


64 See The Sedona Conference, Commentary on Patent Litigation Best Practices: Parallel USPTO Proceedings Chapter (Oct. 2014, 
public comment version), available at https://thesedonaconference.org/download-pub/3962. 



https://thesedonaconference.org/download-pub/3962
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B. DIFFERENT STANDARDS FOR CLAIM CONSTRUCTION 


In district court, claims are construed under the canons of claim construction well-described in the 
Federal Circuit’s en banc decision in Phillips v. AWH.65 For example, one such canon of construction 
counsels courts to construe claims so that they remain valid in view of prior art. This is directly at 
odds with the USPTO’s current broadest reasonable interpretation (BRI) mandate.66 As a result, the 
world of available prior art may be more limited in district court than in USPTO challenges.  
 
The broader construction at the USPTO favors patent challengers. Due to the different claim 


construction standards, a patent owner may be forced into the difficult circumstance of having to try 


to amend claims67 (and thus potentially losing past damages) to achieve the same scope at the 


USPTO that would have been afforded in construction of the issued claims before a district court.  


C. DIFFERENT APPROACHES TO DISCOVERY AND DUE PROCESS 


In light of the time frames anticipated for PGR, CBM, and IPR proceedings, discovery is quite 


limited. In contrast, district court patent actions often permit more extensive discovery conducted 


over a longer period of time.  


In addition, the entire AIA proceeding, from institution to final hearing, is considered to be the 


“trial.” Except in rare circumstances, no live testimony is presented at the final hearing.68 Instead, 


essentially all testimony is provided via written affidavits or declarations, with subsequent cross-


examination at deposition. Thus, depositions in PGR, CBM, and IPR proceedings are not pretrial 


exercises to develop a party’s case for trial, but are more akin to direct examination and cross-


examination.  


PGR, CBM, and IPR proceedings culminate in an oral hearing before at least three members of the 


PTAB. Each party is typically allotted only sixty minutes for presentation and questioning related to 


its entire case. Consequently, decisions in PGR, CBM, and IPR proceedings rely heavily on the 


paper record provided to the PTAB. 


In contrast to these proceedings, patent holders generally enjoy a right to trial by jury, along with 


contemporaneous cross examination, on the issue of validity in district court.  


                                                 
65 See generally Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005). 


66 The current House bill would change the standard for claim construction used by the PTAB so that it is the same as 
the standard used by the Courts. See H.R. 9, supra note 11, at § 9(b). 


67 For example, the procedures established by the USPTO allow for the amendment of claims by the patentee during an 
inter partes review proceeding, but on a more limited basis than during the original prosecution of the patent. See 37 
CFR § 42.121.  


68 Office Trial Practice Guide, 77 Fed. Reg. 48756, 48762 and 48768 (Aug. 14, 2012). 
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D. THE RACE TO THE FEDERAL CIRCUIT—FRESENIUS USA, INC. V. 


BAXTER INTERN., INC. 


As exemplified by the Federal Circuit’s decision in Fresenius USA, Inc. v. Baxter Intern., Inc.,69 a prior 


holding of no invalidity by a district court is not inconsistent with and does not preclude a 


subsequent holding of unpatentability by the USPTO.  


In September 2009, the Federal Circuit affirmed a district court’s finding of no invalidity with 


respect to U.S. Patent No. 5,247,434 (“the ’434 patent”), but remanded the case solely on the issues 


of damages and injunctive relief. The district court entered final judgment in favor of Baxter 


International, Inc. (“Baxter”) on March 16, 2012, but stayed the damages award pending appeal. The 


appeal of this final judgment was docketed at the Federal Circuit on April 18, 2012. The Federal 


Circuit affirmed the PTAB’s rejection of the ’434 patent as obvious in a parallel ex parte 


reexamination on May 17, 2012, despite the Federal Circuit’s earlier finding of no invalidity. On this 


point, the Federal Circuit explained that the two decisions were not inconsistent, as “the two 


proceedings necessarily applied different burdens of proof and relied on different records.” Finally, 


on July 2, 2013, the Federal Circuit vacated the district court’s judgment, finding that in light of the 


cancellation of the claims of the ’434 patent during reexamination, and affirmance by the Federal 


Circuit, Baxter no longer had a viable claim against Fresenius. Several members of the Federal 


Circuit authored vigorous dissents to this holding, including constitutional objections based on 


separation of powers and other issues relating to the finality of judgments.70 Baxter’s petition for 


certiorari before the Supreme Court, however, was denied on May 19, 2014.  


The Fresenius decision illustrates that timing is critically important when dealing with parallel district 


court and USPTO proceedings, and likely will result in a race to the Federal Circuit in future parallel 


proceedings. This result is particularly true with respect to patents undergoing parallel ex parte 


reexamination or legacy inter partes reexamination, as a final holding of claim invalidity or 


unenforceability by a court (after all appeals have been exhausted) is controlling on the USPTO in 


these proceedings.71 


  


                                                 
69 See Fresenius USA, Inc. v. Baxter Intern., Inc., 721 F.3d 1330 (Fed. Cir. 2013). 


70 See Fresenius USA, Inc. v. Baxter Intern., Inc., 733 F.3d 1369 (Fed. Cir. 2013). 


71 See MPEP § 2286 (Rev. 7, July 2008) (“Upon the issuance of a final holding of invalidity or unenforceability, the claims 
being examined which are held invalid or unenforceable will be withdrawn from consideration in the [ex parte] 
reexamination.”); MPEP § 2686.04 (Rev. 7, July 2008) (“Upon the issuance of a final holding of invalidity or 
unenforceability, the claims held invalid or unenforceable will be withdrawn from consideration in the [inter partes] 
reexamination.”). 
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VII. Courts Should be Allowed a 


Reasonable Degree of Latitude and 


Discretion in Managing Their Cases  


Under 28 U.S.C. § 1657, courts have exclusive authority over the order in which they consider 


litigations before them. Accordingly, it is the consensus viewpoint of Working Group 10 that the 


courts should be allowed a reasonable degree of latitude and discretion in managing their cases, 


including through local rules, procedures of individual judges, and rules adopted by the rules 


committees. The case management of patent litigation cases should not be unduly impinged upon by 


the legislature in its efforts to reform patent litigation. 


Recent public comments from Former Chief Judge Randall R. Rader and Judge Kathleen M. 


O’Malley of the Federal Circuit have focused on striking the appropriate balance between the efforts 


of Congress and the mandate of the courts. In laying out the separation of powers in the 


Constitution, the Framers wanted judges to decide cases before them without fear of interference or 


retaliation from the other branches of government. Judge Rader and Judge O’Malley agree that the 


judicial branch, not the legislative branch, is best positioned to address the current problems with 


U.S. patent litigation by providing case-by-case fixes, not broad sweeping rules and regulations. In 


June 2013, Judge Rader coauthored an op-ed in the New York Times raising concerns over frivolous 


patent lawsuits.72 The op-ed expressed the opinion that judges underutilize their existing authority to 


curtail abusive suits by shifting the cost of litigation from the defendant to the plaintiff under 


Section 285 of the Patent Act, and under Rule 11 of the Federal Rules of Civil Procedure. The op-ed 


concluded with a call to action: “Judges know the routine all too well, and the law gives them the 


authority to stop it. We urge them to do so.” 


In a speech on September 17, 2013, at the IPO annual meeting, Judge O’Malley expressed her 


opinion that the then pending patent legislation would encroach on the independence of the federal 


judiciary.73 She stressed the importance of independence for the federal judiciary and cautioned 


against interfering with a court’s exercise of its own authority.74 Judge O’Malley said Congress should 


not be in the business of docket control, altering pleadings forms, or imposing Rule 11 sanctions.75 


She further cautioned that some of the legislative fixes that have been proposed are directly 


                                                 
72 Randall R. Rader, Colleen V. Chien & David Hricik, Op-Ed: Make Patent Trolls Pay in Court, N.Y. TIMES (June 4, 2013), 


available at http://www.nytimes.com/2013/06/05/opinion/make-patent-trolls-pay-in-court.html?_r=0. 


73 Kathleen M. O’Malley, IPO Annual Meeting, Keynote Address, September 17, 2013, at 4, available at http://fstp-
expert-system.typepad.com/files/21-k.-omalley_keynote-address-ipo-2013.pdf. 


74 Id. at 3–4. 


75 Id. at 4. 



http://www.nytimes.com/2013/06/05/opinion/make-patent-trolls-pay-in-court.html?_r=0

http://fstp-expert-system.typepad.com/files/21-k.-omalley_keynote-address-ipo-2013.pdf

http://fstp-expert-system.typepad.com/files/21-k.-omalley_keynote-address-ipo-2013.pdf
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intruding upon the inherent authority of the courts to manage and control litigation generally, not 


just patent litigation.76 


During the November 2013 Eastern District of Texas Bench and Bar Conference, Judge Rader laid 


out a number of tools at the disposal of the judiciary to prevent and discipline patent litigation 


abuses and “restore confidence in the patent system,” including the following:  


(1) Summary judgment—liberal use of summary judgment procedures ensure that 


judges give proper priority to the cases that deserve the scarce judicial enforcement 


resources. With crowded dockets, judges do not enjoy the luxury of postponing 


every case for trial. Cases lacking merit should be weeded out.77 


(2) Fee reversal—when there is litigation abuse, that case should be considered 


“exceptional” under section 285 of the Patent Act.78 79 


(3) Promulgation of model rules and orders to:  


a. reduce discovery costs and to narrow litigable issues at an early stage of the 


proceedings (e.g., reduce excess claims and prior art);  


b. provide a balanced transfer policy that finds the most appropriate and 


efficient forum for each patent dispute;  


c. stay customer suits in favor of manufacturer suits; and 


d. make adjudication more efficient and less expensive.80  


Judge Rader encouraged each district to devise its own model rules, orders and other tools, and 


communicate with the other districts to compare efficiency programs and ensure the best ideas gain 


prominence.81 


                                                 
76 Id. 


77 Randall R. Rader, EDTX Bench and Bar Conf., Keynote Address, November 1, 2013, at 8, available at 
http://mcsmith.blogs.com/files/rader-2013-ed-tex-bb-speech.pdf. 


78 Id. at 8–9. 


79 In April 2014, in addressing the standard for deciding whether a case is “exceptional” for the purpose of awarding 
attorneys’ fees under 35 U.S.C. § 285, the Supreme Court lowered the bar from the former “objectively and 
subjectively baseless” standard to one that covers litigation practices that “stand[] out from others with respect to the 
substantive strength of a party’s litigating position (considering both the governing law and facts of the case) or the 
unreasonable manner in which the case was litigated.” See Octane Fitness, LLC v. Icon Health & Fitness, Inc., 134 S. 
Ct. 1749, 1756 (2014); Highmark Inc. v. Allcare Health Mgmt. Sys., 134 S. Ct. 1744, 1746 (2014) (holding that a 
district court’s award of attorneys’ fees will no longer be reviewed de novo, but rather will now be reviewed on appeal 
under the more deferential “abuse of discretion” standard). 


80 Rader, supra note 77, at 9–10. 


81 Id. 



http://mcsmith.blogs.com/files/rader-2013-ed-tex-bb-speech.pdf
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Judge O’Malley has identified a number of recent legislative proposals that raise concerns of 


legislative overreach, including 


(1) changes to the Federal Rules of Civil Procedure;  


(2) when and how much discovery should be permitted;  


(3) when Markman hearings should occur;  


(4) what evidence may be considered for claim construction; 


(5) whether fee-shifting should be imposed; and 


(6) whether stays should be mandatory.82 


Consistent with the above, the Supreme Court, in an opinion handed down in May 2015, stated: 


[I]t is still necessary and proper to stress that district courts have the authority and 


responsibility to ensure frivolous cases are dissuaded. If frivolous cases are filed in 


federal court, it is within the power of the court to sanction attorneys for bringing 


such suits. It is also within the district court’s discretion to award attorney’s fees to 


prevailing parties in “exceptional cases.”83  


                                                 
82 O’Malley, supra note 73, at 5–11. 


83 Commil USA LLC v. Cisco Systems, Inc., __ U.S. __, at 14 (May 26, 2015) (citing Fed. R. Civ. Proc. 11, 35 U.S.C. § 
285, and Octane Fitness). The Court made this statement in direct reference to the current legislative context 
surrounding Patent Assertion Entities and arguments that frivolous patent infringement claims can impose a “harmful 
tax on innovation.” Id. at 13–14. 
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VIII.  Development of Best Practices and 


Development of New, Improved Rules and 


Procedures by the Courts 


WG10 and its various drafting teams started work on this Commentary on Patent Litigation Best 


Practices in early 2013. The participants in this process have included people from all aspects of the 


patent litigation process including: current and retired appellate judges, district court judges, and 


magistrate judges; large operating companies with significant interests in patents, from a variety of 


different technologies; small technology companies; non-practicing entities; plaintiff litigators; and 


defense litigators. The participants have also been geographically diverse, with experience handling 


patent cases in all parts of the country. Our commentaries are thus the product of input from all of 


the different types of stakeholders in the patent litigation system. 


The goal has been to reach consensus on all of the best practices set forth in this Commentary.84 


The breadth and depth of the best practices the Working Group has developed are extensive. These 


Best Practices are set forth in the Chapters of this Commentary, the first five of which—Discovery; 


Use of Experts, Daubert, and Motions in Limine; Summary Judgment; Parallel USPTO Proceedings; 


and Case Management Issues from the Judicial Perspective—were published for public comment 


from August 2014 to February 2015.  


In developing these Best Practices, the Working Group’s overarching goal is to simplify and control 


the cost of patent litigation while still enabling a fair resolution to be obtained through the process. 


In each of the Chapters, some broad principles have been developed. These Principles are set forth 


below. 


WG10 believes that adoption of these Principles and Best Practices by all participants in the patent 


litigation system would result in a more efficient and less expensive patent litigation system and 


would significantly decrease the level of abuse in patent litigation. The Principles are:  


Case Management Issues from the Judicial Perspective 


 Principle No. 1 – WG10 is developing these Best Practices to improve the system for 


resolving patent disputes and make it more fair and efficient. These Best Practices are to 


apply to and benefit all stakeholders in patent litigation, both bench and bar, and to and 


for all types of patent holders and accused infringers. These Best Practices should further 


the goals of Federal Rule of Civil Procedure 1 and “should be construed and 


                                                 
84 The opinions expressed in this publication, unless otherwise attributed, represent consensus views of the members of 


The Sedona Conference’s Working Group 10. They do not necessarily represent the views of any of the individual 
participants or their employers, clients, or any organizations to which they may belong, nor do they necessarily 
represent official positions of The Sedona Conference. 
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administered to secure the just, speedy, and inexpensive determination of every action 


and proceeding,” all to help ensure a non-frivolous patent litigation system. 


 Principle No. 2 – The parties should advise the court as soon as practicable, during case 


management conferences and on an ongoing basis, whether motions in this proceeding, 


or filings or petitions in parallel proceedings, are likely to be filed that may substantially 


affect the management of the case. The court’s case management schedule should 


require timely filing of all such motions early enough such that a timely ruling would 


allow the parties a full and fair opportunity to account for it for purposes of streamlining 


discovery, motion practice, and trial preparations. 


 Principle No. 3 – The parties should actively and cooperatively work to narrow the set of 


asserted claims, representative products, and prior art references in a good faith and 


efficient manner. [see also Discovery Principle No. 3] 


 Principle No. 4 – The parties should disclose, formally or informally, the basis for their 


positions and requests, to help the court and the parties understand the significance to 


the case of each and to mitigate against the presentation and litigation of issues that 


ultimately prove to be of little significance. This Principle applies in particular to the 


claim construction process, for example, to explain why claim construction of certain 


terms is needed, especially if the party is requesting a large number of terms to be 


construed. 


 Principle No. 5 – Litigants should be encouraged to only file meritorious motions that 


will help resolve actual significant disputes in the litigation, and facilitate the expeditious 


presentation and resolution of such motions. The same concept should apply when 


frivolous oppositions to such motions are filed. Where litigants fail in this regard, the 


courts should consider taking appropriate action, such as the award of fees under Octane 


or the preclusion of certain actions at trial. 


 Principle No. 6 – Lead counsel of both parties should directly manage their respective 


litigation strategies and procedures from the start of the case, and ensure there is a close 


coordination between the issues the party is going to try and the preparations leading up 


to them. 


Parallel USPTO Proceedings (from the perspective of district court litigation)  


 Principle No. 1 – The PTAB, ITC, and district courts should take steps to harmonize 


parallel proceedings and exercise their discretion, when possible, to reduce abusive 


litigation and foster just, speedy, and inexpensive determinations. 


 Principle No. 2 – Parties to PTAB proceedings should be afforded a fair opportunity to 


present appropriate evidence and argument both before and after institution. 
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Discovery 


 Principle No. 1 – Discovery should be proportionate with the overall nature of the 


dispute, including factors such as the number of patents or patent families asserted, 


complexity of the technology involved, the number of accused products involved, the 


past damages or future value (either monetary or injunctive) of a specific patent 


litigation, and the importance of the discovery in resolving the issues. 


 Principle No. 2 – The parties should meet and confer before the first scheduling 


conference to discuss the substantive basis for their allegations, specific identification of 


the claims being asserted and products alleged to infringe, and known prior art, and to 


discuss the scope of discovery believed to be needed by each party. The parties should 


also address confidentiality issues. The parties should continue to meet and confer about 


the above throughout the case and to resolve any disputes expeditiously and independent 


of any court intervention if at all possible. 


 Principle No. 3 – Each party should be required to disclose primary relevant documents 


and contentions early in the discovery process and have an ongoing duty to disclose any 


additional such documents once it learns of their existence or relevancy; the court should 


consider not allowing untimely produced documents or contentions to be admitted at 


trial. 


 Principle No. 4 – Where appropriate and necessary, courts should seek to resolve 


discovery disputes expeditiously and should use some form of gating function to 


determine which disputes truly require formal motion practice. 


 Principle No. 5 – Discovery sanctions should not be routinely requested and should not 


be pursued by a party in a manner that overshadows the substantive issues in the case. 


Routinely seeking discovery sanctions or conducting discovery in a manner primarily 


aimed at “catching” your opponent in a discovery error is not an efficient use of client or 


judicial resources. 


 Principle No. 6 – If a party’s or attorney’s conduct is egregious during discovery and 


warrants fee shifting or sanctions, the court should consider appropriate monetary or 


evidentiary sanctions against the party or counsel to remedy, deter, or punish such 


conduct. 


Summary Judgment  


 Principle – WG10 calls for a fundamental rethink by the bench and bar about the role 


and proper use of summary judgment. Summary judgment motions are to be filed for 


the sole purpose of eliminating issues where there are no reasonably disputed facts, and 


never as a discovery tool or to “educate” the court. Decisions to file summary judgment 


motions should be directly managed by the lead counsel with these principles in mind. 
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Use of Experts, Daubert, and Motions in Limine  


 Principle No. 1 – An expert’s testimony should be fairly limited to the opinions and 


bases for those opinions disclosed in the expert’s Rule 26 report. A party should seek 


permission to prepare and serve a supplemental report to address any new facts or 


opinions it intends to offer as soon as an evidentiary issue is identified. The expert 


should not attempt to supplement the report through deposition or declaration beyond 


what was fairly set forth in the report. 


 Principle No. 2 – The court should not hesitate to exclude expert testimony or 


demonstrative aids that are not supported by the expert report. Strict adherence to the 


view that parties must “show their cards” as to their final legal positions during expert 


discovery will discourage “sandbagging” and result in a fairer process that minimizes 


surprises at trial. 


While these forthcoming Chapters of the WG10 Commentary on Patent Litigation Best 


Practices have been over two years in their development, the work of WG10 is far from over. 


The Working Group has expanded the topics it is addressing and is updating the proposals that 


it has made. WG10 has formed new drafting teams to develop the following new Chapters and 


additions to existing Chapters: 


Case Management Issues from the Judicial Perspective, supplemental sections on:  


 Heightened pleading standards—implications and compliance 


 Impact of Teva v. Sandoz on the claim construction process 


 Impact of Alice v. CLS Bank—when and how the courts should address Section 101 


patentability 


 Impact of Octane Fitness/Highmark—proposed best practices for the litigation and 


management of attorney fee-shifting motions 


 


Parallel USPTO Proceedings (from the perspective of the entire patent litigation system) 


 The development of best practices for how district courts and the USPTO/PTAB 


should work together in resolving patent disputes efficiently 


Use of Mediators as a Case Management Tool for Narrowing the Issues in Dispute and 


Improving Prospects for Settlement 


 [Proposed] Principle No. 1 – Mediation is designed to benefit the parties by providing an 


opportunity for mutually acceptable resolution of their disputes, and the integrity of the 


process should be preserved to achieve that result. 


 [Proposed] Principle No. 2 – When used in connection with pending litigation, 


mediation should be administered to promote the just, speedy, and cost-effective 


resolution of the litigation. 
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 [Proposed] Principle No. 3 – Mediation of patent cases must promote the overall goals 


of the patent system as interpreted by the courts.  


Furthermore, WG10 plans on forming a new drafting team to develop the following additional 


Chapter:  


International Trade Commission Hearings (from the ITC practitioner’s perspective and from the 


entire patent litigation system’s perspective)  


 The development of best practices for how district courts, the USPTO/PTAB, and the 


ITC should work together in resolving patent disputes efficiently.  


The problems in the current patent litigation system were not created overnight and cannot be 


resolved by a one-size-fits-all set of rules. WG10 believes, however, that the system can and must be 


improved and we are committed to continue “moving the law forward in a reasoned and just way.”
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Appendix A: The Sedona Conference Working 


Group Series & WGS Membership Program 


 


 


“DIALOGUE 


DESIGNED 


TO MOVE 


THE LAW 


FORWARD 


IN A 


REASONED 


AND JUST 


WAY.” 


The Sedona Conference was founded in 1997 by Richard Braman in pursuit 
of his vision to move the law forward in a reasoned and just way. Richard’s 
personal principles and beliefs became the guiding principles for The 
Sedona Conference: professionalism, civility, an open mind, respect for the 
beliefs of others, thoughtfulness, reflection, and a belief in a process based 
on civilized dialogue, not debate. Under Richard’s guidance, The Sedona 
Conference has convened leading jurists, attorneys, academics, and experts, 
all of whom support the mission of the organization by their participation 
in conferences and the Sedona Conference Working Group Series (WGS). 
After a long and courageous battle with cancer, Richard passed away on 
June 9, 2014, but not before seeing The Sedona Conference grow into the 
leading nonpartisan, nonprofit research and educational institute dedicated 
to the advanced study of law and policy in the areas of complex litigation, 
antitrust law, and intellectual property rights. 


The WGS was established to pursue in-depth study of tipping point issues 
in the areas of antitrust law, complex litigation, and intellectual property 
rights. It represents the evolution of The Sedona Conference from a forum 
for advanced dialogue to an open think tank confronting some of the most 
challenging issues faced by our legal system today.  


A Sedona Working Group is created when a “tipping point” issue in the law 
is identified, and it has been determined that the bench and bar would 
benefit from neutral, nonpartisan principles, guidelines, best practices, or 
other commentaries. Working Group drafts are subjected to a peer review 
process involving members of the entire Working Group Series including—
when possible—dialogue at one of our regular season conferences, resulting 
in authoritative, meaningful, and balanced final commentaries for 
publication and distribution.  


The first Working Group was convened in October 2002 and was dedicated 
to the development of guidelines for electronic document retention and 
production. Its first publication, The Sedona Principles: Best Practices 
Recommendations & Principles Addressing Electronic Document 
Production, has been cited favorably in scores of court decisions, as well as 
by policy makers, professional associations, and legal academics. In the 
years since then, the publications of other Working Groups have had 
similar positive impact.  


Any interested jurist, attorney, academic, consultant, or expert may join the 
Working Group Series. Members may participate in brainstorming groups, 
on drafting teams, and in Working Group dialogues. Membership also 
provides access to advance drafts of WGS output with the opportunity for 
early input. For further information and to join, visit the “Working Group 
Series” area of our website, https://thesedonaconference.org/wgs. 



https://thesedonaconference.org/wgs
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Appendix B: The Sedona Conference 


Working Group 10 on Patent Litigation 


Best Practices—List of Steering Committee 


Members and Judicial Advisors 


The Sedona Conference’s Working Group 10 on Patent Litigation Best Practices Steering 


Committee Members and Judicial Advisors are listed below. Organizational information is included 


solely for purposes of identification. 


The opinions expressed in publications of The Sedona Conference’s Working Groups, unless 


otherwise attributed, represent consensus views of the Working Groups’ members. They do not 


necessarily represent the views of any of the individual participants or their employers, clients, or any 


organizations to which they may belong, nor do they necessarily represent official positions of The 


Sedona Conference. Furthermore, the statements in each publication are solely those of the non-


judicial members of the Working Group; they do not represent judicial endorsement of the opinions 


expressed or the practices recommended. 


 


Steering Committee Members 


Gary M. Hoffman, Pillsbury Winthrop Shaw Pittman LLP 


Andrea Weiss Jeffries, WilmerHale 


Patrick M. Arenz, Robins Kaplan LLP 


Donald R. Banowit, Sterne, Kessler, Goldstein & Fox P.L.L.C. 


Marta Beckwith, Aruba Networks, Inc.  


Michael L. Brody, Winston & Strawn LLP 


Monte Cooper, Orrick, Herrington & Sutcliffe LLP 


Melissa Finocchio, Intellectual Ventures 


Henry Hadad, Bristol-Myers Squibb 


R. Eric Hutz, Reed Smith LLP 


Rachel Krevans, Morrison & Foerster LLP 


Paul K. Meyer, TM Financial Forensics, LLC 


Teresa Stanek Rea, Crowell & Moring LLP 


Alexander H. Rogers, Qualcomm Incorporated 


 


Judicial Advisors 


Hon. Cathy Ann Bencivengo, U.S. District Judge, Southern District of California 


Hon. Cathy Bissoon, U.S. District Judge, Western District of Pennsylvania 


Hon. Hildy Bowbeer, U.S. Magistrate Judge, District of Minnesota 


Hon. Stanley R. Chesler, U.S. District Judge, District of New Jersey 
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Hon. Joy Flowers Conti, Chief U.S. District Judge, Western District of Pennsylvania 


Hon. Leonard E. Davis (ret.), Fish & Richardson 


Hon. Theodore R. Essex, Administrative Law Judge, U.S. International Trade Commission 


Hon. Marvin J. Garbis, U.S. District Judge, District of Maryland 


Hon. Paul Grewal, U.S. Magistrate Judge, Northern District of California 


Hon. Faith S. Hochberg (ret.), Judge Hochberg ADR, LLC 


Hon. James F. Holderman (ret.), JAMS 


Hon. Susan Illston, U.S. District Judge, Northern District of California 


Hon. Kent Jordan, U.S. Appellate Judge, Court of Appeals for the Third Circuit 


Hon. Barbara M. G. Lynn, U.S. District Judge, Northern District of Texas  


Hon. Paul R. Michel (ret.), U.S. Appellate Judge, Court of Appeals for the Federal Circuit 


Hon. Kathleen M. O’Malley, U.S. Appellate Judge, Court of Appeals for the Federal Circuit 


Hon. James L. Robart, U.S. District Judge, Western District of Washington 


Hon. Nina Y. Wang, U.S. Magistrate Judge, District of Colorado  


Hon. Ronald M. Whyte, U.S. District Judge, Northern District of California 


 


WG10 Chair Emeriti 


Hon. Paul R. Michel (ret.), U.S. Appellate Judge, Court of Appeals for the Federal Circuit 


Robert G. Sterne, Sterne, Kessler, Goldstein & Fox P.L.L.C. 
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